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Trademarks, Spring 2006
General Principles 
A. A trademark is a word, name, symbol, device, or other designation, or a combination of such designations, that is distinctive of a person's goods or services and that is used in a manner that identifies the sources of those goods or services [even if the source is unknown]. A service mark is a trademark that is used in connection with services.
B. Trademark owners may obtain relief for trademark infringement under state common law of unfair competition, state trademark statutes, or federal Lanham Act. Plaintiffs may bring state and federal claims in federal court under pendent jurisdiction.

C. Federal trademark law is derived from the commerce clause: “To regulate Commerce with foreign Nations, and among the several States, and with the Indian Tribes.” Art. I, § 8, Cl. 3. Thus, to obtain federal protection, a use must constitute commerce under the Commerce Clause. 
D. To establish secondary meaning, a manufacturer must show that, in the minds of the public [mental association], the primary significance of a product feature or term is to identify the source of the product rather than the product itself.
Key Provisions of the Lanham Act

§1(b)(1). Registration of trademarks: Intent to Use. A person who has a bona fide intention, under circumstances showing the good faith of such person, to use a trademark in commerce may request registration of its trademark on the principal register hereby established by paying the prescribed fee and filing in the Patent and Trademark Office an application and a verified statement, in such form as may be prescribed by the Director.

§5. Use by related companies affecting validity and registration. Where a registered mark or a mark sought to be registered is or may be used legitimately by related companies, such use shall inure to the benefit of the registrant or applicant for registration, and such use shall not affect the validity of such mark or of its registration, provided such mark is not used in such manner as to deceive the public.

§14(3). Cancellation of registration. At any time if the registered mark becomes the generic name for the goods or services, or a portion thereof, for which it is registered, or is functional, or has been abandoned.
§ 33(a). Registration on principal register as evidence of exclusive right to use mark. Any mark registered on the principal register provided by this Act and owned by a party to an action shall be admissible in evidence and shall be prima facie evidence of the validity of the registered mark and of the registration of the mark, of the registrant's ownership of the mark, and of the registrant's exclusive right to use the registered mark in commerce on or in connection with the goods or services specified in the registration.
§ 33(b). Incontestability; defenses. To the extent that the right to use the registered mark has become incontestable under section 15, the registration shall be conclusive evidence of the validity of the registered mark and of the registration of the mark, of the registrant's ownership of the mark, and of the registrant's exclusive right to use the registered mark in commerce.
§ 33(b)(5). Good Faith Junior User; defenses. That the mark whose use by a party is charged as an infringement was adopted without knowledge of the registrant's prior use and has been continuously used by such party or those in privity with him from a date prior to (A) the date of constructive use of the mark established pursuant to section 7(c), (B) the registration of the mark under this Act if the application for registration is filed before the effective date of the Trademark Law Revision Act of 1988, or (C) publication of the registered mark under subsection (c) of section 12 of this Act. Provided, however, That this defense or defect shall apply only for the area in which such continuous prior use is proved.
§43(a)(1). False designations of origin and false descriptions forbidden. Any person who, on or in connection with any goods or services, or any container for goods, uses in commerce any word, term, name, symbol, or device, or any combination thereof, or any false designation of origin, false or misleading description of fact, or false or misleading representation of fact, which—

(A) is likely to cause confusion, or to cause mistake, or to deceive as to the affiliation, connection, or association of such person with another person, or as to the origin, sponsorship, or approval of his or her goods, services, or commercial activities by another person, [likelihood of confusion] or

(B) in commercial advertising or promotion, misrepresents the nature, characteristics, qualities, or geographic origin of his or her or another person's goods, services, or commercial activities, shall be liable in a civil action by any person who believes that he or she is or is likely to be damaged by such act. [false advertising]

§ 45. Use in commerce. For purposes of this Act a mark shall be deemed to be in use in commerce--(1) on goods when--(A) it is placed in any manner on the goods or their containers or the displays associated therewith or on the tags or labels affixed thereto, or if the nature of the goods makes such placement impracticable, then on documents associated with the goods or their sale, and the goods are sold or transported in commerce.

§ 45. Abandonment 

A mark shall be deemed to be ''abandoned'' when its use has been discontinued with intent not to resume such use. Nonuse for three consecutive years shall be prima facie evidence of abandonment. “Use” of a mark means the bona fide use of such mark made in the ordinary course of trade, and not made merely to reserve a right in a mark.

Devices that can Serve as Trademarks

A. Letters and words: A word or other groupings of letters is the most common type of mark.
B. Logos: Logos are the second most common form of mark. A logo can be described as a design which becomes a mark when used in close association with the goods or services being marketed. The logo mark does not need to be elaborate; it need only distinguish goods and services sold under the mark from other goods and services.
C. Pictures: Pictures or drawings of a character or scene are often used as trademarks or service marks.
D. A combination of words and a logo
E. Slogans: Slogans from advertising campaigns are also used as trademarks.
F. Colors: The color of an item can also function as a trademark. 
a. The Supreme Court held in the 1995 case of Qualitex Co. v. Jacobson Products Co. (1995) that the green-gold color of a dry cleaning press pad can function as a trademark. Before this decision, the argument was  ften made that color alone could not be considered a trademark, since granting trademark status to colors would soon lead to the depletion of the number of colors available for an object. In order for a color to be considered a trademark, the owner must show that secondary meaning has been developed for the color. In addition, a color cannot be a trademark if the color is functional in nature. For example, one court has held that the color black serves a functional purpose when used on outboard boat motors, since the color black matches all other boat colors and also makes the motor appear smaller. 
G. Product shapes: A product or container shape can also serve a source identifying function and therefore can be an enforceable trademark. A product or container shape may also be subject to a design patent. Historically, trademark protection was not granted to product shapes until the consuming public recognized the shape as indicating the source of the product. In other words, the product shape was required to obtain secondary meaning. However, recent court decisions may mean that an inherently distinctive product shape can be a protectable trademark even before secondary meaning is obtained.
H. Sounds: A sound can also be a trademark or a service mark. 
· In re General Electric Broadcasting Company (T.T.A.B. 1978): The three tone chime of NBC may be registered as a service mark. Sounds may, under certain conditions function as source indicators in those situations in which they assume definitive shape or arrangement and are used in such manner so as to create in hearer's mind association of sound with service [requires secondary meaning].
I. Scent: A scent may also be a trademark. Smells are incapable of being inherently distinctive; their owners must give proof of secondary meaning to obtain protection. 
· In re Clarke (T.T.A.B. 1990): Fragrance can be capable of serving as trademark to identify and distinguish certain type of product, and thus applicant who has demonstrated that scented fragrance functions as trademark for her thread and embroidery yarn [acquired secondary meaning], that such characteristic is emphasized in her advertising, and that customers, dealers, and distributors have come to recognize her as source of scented yarns and threads has presented prima facie case of distinctiveness of fragrance mark. The Board noted that scents or fragrances of products which are noted for those features, such as perfumes, colognes or scented household products are unregistrable because they are functional in nature.
Strength of Trademarks

A device (such as a word or a logo) can only be considered a trademark or a service mark if it is distinctive. A distinctive device is one that is capable of distinguishing the goods or services upon which it is used from the goods or services of others. A non-distinctive device is one that merely describes or names a characteristic or quality of the goods or services. The distinctiveness of a device can generally be categorized into one of five categories which fall along a spectrum of distinctiveness. From most distinctive to least distinctive, these categories are:

A. Fanciful: Fanciful marks are devices which have been invented for the sole purpose of functioning as a trademark and have no other meaning than acting as a mark. Fanciful marks are considered to be the strongest type of mark.

B. Arbitrary: An arbitrary mark utilizes a device having a common meaning that has no relation to the goods or services being sold.

C. Suggestive: Suggestive marks are marks that suggest a quality or characteristic of the goods and services. Despite the fact that suggestive marks are not as strong as fanciful or arbitrary marks, suggestive marks are far more common due to the inherent marketing advantage of tying a mark to the product in a customer's mind. Suggestive marks are often difficult to distinguish from descriptive marks (described below), since both are intended to refer to the goods and services in question. Suggestive marks require some imagination, thought, or perception to reach a conclusion as to the nature of the goods. 

D. Descriptive (including surnames): Descriptive marks (or more properly, "merely descriptive marks") are devices which merely describe the services or goods on which the mark is used. If a device is merely descriptive, it is not a mark at all, since it does not serve to identify the source of the goods or services. No trademark rights are granted to merely descriptive marks. 

a. However, it is possible for descriptive marks to become distinctive by achieving secondary meaning. Secondary meaning indicates that although the mark is on its face descriptive of the goods or services, consumers recognize the mark as having a source indicating function. Once it can be shown that a descriptive term or phrase has achieved this “second meaning,” a protectable trademark is developed. Secondary meaning can be achieved through long term use, or large amounts of advertising and publicity. The acquisition of secondary meaning is often proven through the use of consumer surveys that show that consumers recognize the mark as a brand.

b. A trademark is “primarily a surname” if the public would recognize it first as a surname, or if it consists of a surname and other material that is not registrable. Such marks are not protectable. § 2(e)(3).
E. Generic: A valid trademark can become generic if the consuming public misuses the mark sufficiently for the mark to become the generic name for the product. The prime examples of former trademarks that became the generic name for a product are ASPIRIN and CELLOPHANE. Current trademarks that were once considered to be candidates for becoming generic are XEROX and KLEENEX. XEROX has spent a great deal of advertising money to prevent misuse of its mark. By doing so, XEROX has likely avoiding the loss of its trademark.

· Devices that are fanciful, arbitrary, or suggestive are considered distinctive enough to function as trademarks. On the other hand, if a device is descriptive, the device can function as a trademark or service mark only if it has obtained secondary meaning. Generic devices can never be a trademark. 

· The strength of a mark is determined in part by where it falls on this spectrum. Fanciful marks are considered stronger than suggestive marks, and therefore are granted greater protection by the courts.

Establishing trademark rights

Establishing Common Law Trademark Rights

To acquire ownership of a trademark, one must actually use the mark in the sale of goods or services. No rights accrue to one who merely selects a trademark without actual use of it in the advertising or sale of goods. Trademark rights grow out of use, not mere adoption. The mere fact that a party conceived the idea of a trademark and discussed it with others does not establish priority as of the date of those events. Similarly, no priority of use is created as of the date that a party announced to a few persons that he intended to use a certain designation as a mark. Rights develop upon use when the mark is inherently distinctive or when a non-inherently distinctive mark acquires secondary mending in a particular geographic area. Advertising and promotion is sufficient to obtain rights in a mark as long as they occur within a commercially reasonable time prior to the actual rendition of service and as long as the totality of acts creates association of the goods or services and the mark with the user thereof.
Jurisdictions vary in the quantity of use they require before recognizing ownership rights. Some courts have held that a mark must achieve sufficient market penetration for trademark rights. Some jurisdictions apply a four-factor test to evaluate whether a claimant’s market penetration is sufficient to warrant recognition of rights:
1. the volume of sales of the trademarked product;

2. the growth trends in the area;

3. the number of persons actually purchasing the product in relation to the potential number of customers; and

4. the amount of product advertising in the area.

The traditional rule is that use of a symbol in steps preliminary to establishing a business does not establish a priority date or a use sufficient for federal registration. A mark is merely a symbol of existing good will. If a business has not yet been established, there can be no good will and nothing yet created for the “mark” to represent or symbolize. Selection of a mark with only an intention to do business in the future does not establish “trademark” use of that symbol sufficient for priority over another.
Affixation

Affixing a trademark to goods and services is necessary in order to demonstrate that a mark is used in commerce, which is a fundamental requirement for trademark ownership in the United States. For a trademark to be "affixed" to goods, the mark should ideally be placed on the goods themselves, or on their containers, attached tags or labels. You can also satisfy the affixation requirement for goods if the mark is prominently featured on a conspicuous display associated with the goods.

Common Law Trademarks Versus Federal Registration

The term “common law” indicates that the trademark rights that are developed through use are not governed by statute. Instead, common law trademark rights have been developed under a judicially created scheme of rights governed by state law. Federal registration, a system created by federal statute, is not required to establish common law rights in a mark, nor is it required to begin use of a mark.
Geographic limitation of common law marks

Common law trademark rights are limited to the geographic area in which the mark is used. Thus, if a coffee blend is sold under the name BLASTER in California only, the trademark rights to that name exist only in California. If another coffee retailer begins to market a different blend in New York under the same name (assuming they had no knowledge of the California company), then there would be no trademark infringement. However, if the New York company attempted to sell their coffee blend nation-wide, they would discover that the California company's common law rights to the mark would prevent them from entering the California market. Federal registration provides construction notice of use nationwide.
Zone of Natural Expansion with Common Law Rights

In addition to preserving a junior user's established trade area when that user has made innocent prior local use of a mark, courts may protect the junior user's zone of natural expansion, or the geographical area into which it might reasonably expand its use of the trademark. The junior user's probable or reasonable geographic expansion can, in theory, determine the scope of its own rights and limit those of the senior user. Thus, the junior user could obtain an injunction against the senior user in areas where the junior user did not in fact use its trademark at the time the junior user had actual notice of the senior user's use of its mark. This doctrine can also extend a trademark's prior rights into a new product line.  The doctrine applies when a company is already using their trademark in one area, and the newly expanded-into area is a "natural" extension of the prior use.  In other words, consumers must be likely to believe that use of the mark in the new area is by the same source using that mark in the old area. Some courts additionally require a showing that the prior user planned to expand its operations and use of the mark into the newly claimed area prior to the opposing party arriving in that area.
Establishing Federal Trademark rights

Section 1 of the Lanham Act provides that ''the owner of a trademark used in commerce may register his trademark under this Act ... .''

Federal Trademark rights are territorial in nature
Protectable rights in a country depend on compliance with the laws of that country and do not ordinarily extend to another country. Thus, trademark use outside the United States creates no priority rights or rights to protection in the United States.

Requirements for Use in Commerce
1. bona fide use of a trademark in the ordinary course of trade, and

2. not made merely to reserve a right in a mark. [not a token use]

“Use in commerce” means, under Section 45, “the bona fide use of a mark in the ordinary course of trade, and not made merely to reserve a right in a mark.” Good faith commercial use, not mere token use, is required.
The courts found that intent to make continuous use of the mark was a critical factor in determining the validity of the initial use. 
Both at common law and under the Act, use of the mark on advertising materials, such as brochures, circulars, and the like, does not ordinarily establish protectable or registrable technical trademark rights as such. One court stated that “The mere advertisement of words or symbols without application to the goods themselves is insufficient to constitute a trademark.” Today, however, courts have been more willing to recognize trademark protection for use such as advertising and marketing. For example, a party can establish service mark priority by relying on pre-sales use in advertising if: (1) the use created a public awareness of the designation as a service mark identifying the party as a source; and (2) actual services were rendered soon enough afterward to preclude the finding that the advertising was merely an attempt to preempt a designation for use at some indefinite future time.[
Ownership, Actual Use Priority, and Constructive Use Priority
Two ways to Establish Priority
1. a business can make actual, commercial use of a mark in the ordinary course of trade.

2. a business can file an intent-to-use application in the Patent and Trademark Office under Section 1(b) of the Act, and establish nationwide priority rights subject to the later issuance of a registration after making the requisite use.

prioirty of Inherently Distinctive Marks

· Prior use establishes priority
· It is well-established that a party can show prior use of a mark without an actual sale of goods carrying the mark. If a party adopts a mark and promotes and advertises its product or service in a way sufficiently public to identify or distinguish the marked goods, the party may acquire rights superior to those of one who was first to make actual sales.

prioirty of Non-Inherently Distinctive Marks

· Must prove not only prior adoption of mark but also that it attained secondary meaning prior to the adoption and use of the confusingly similar mark. Before the mark attains secondary meaning, the public does not associate it exclusively with his business and regard it as a symbol of source. Until that association is created, usually through extensive sales and advertising, the public will not be likely to be confused as to source by the use of a similar mark and hence legal protection will not be forthcoming. 
totality of the circumstances

In 2001, the Ninth Circuit held that its approach to determining priority would be known as “the totality of the circumstances” rule and was to be applied to both trademarks and service marks. The factors to be surveyed in making a “totality of the circumstances” analysis include:

1. the genuineness and commercial character of the pre-sales activity 

2. whether the pre-sales activity used the designation in a sufficiently public manner to identify and distinguish the goods or services to the appropriate segment of the public 

3. the scope of the pre-sale activity as compared to a commercially reasonable attempt to market the gods or services 

4. the degree of continued use of the designation as a mark in actual sales flowing the pre-sales activity

Nationwide Priority with federal registration
Under Section 7(c), both use-based applicants for registration and intent-to-use applicants can establish contingent nationwide priority (or ''constructive use'') merely by filing an application to register on the principal register. 
Actual vs. Constructive Use

Constructive use is somewhat less advantageous to an applicant whose application is based on use in commerce than one whose application is based on intent-to-use. Before filing its use-based application, the business will have already established priority rights by making actual use of the mark in the ordinary course of trade in at least some area of the country, perhaps even nationwide. If its pre-application use is nationwide, the constructive use is a meaningless advantage. Actual use priority must necessarily be earlier. However, if the business has made only local or regional use, such as by opening a single hotel or restaurant, constructive use will provide nationwide priority as to all other parts of the country. In such a case the business would have two priority dates, the earlier actual use date for the local area, and the later constructive use filing date for the rest of the country. Nothing would prevent the business from asserting its actual use priority under Section 43(a) and common law as soon as it is established, but it could not assert its constructive use priority until its registration issued.

On the other hand, the intent-to-use applicant, having made no actual pre-application use, is able to create contingent nationwide priority rights immediately. When it subsequently commences actual use in the ordinary course of trade, and files its Statement of Use, it adds little to its previously-established priority position. Perhaps the only advantage actual use gives it is the ability to file an action and prove likelihood of confusion prior to the issuance of its registration. It cannot do so at this stage, however, if the defendant enjoys priority over the actual use. And it must await issuance of its registration in order to prevail over a defendant whose priority is subsequent to its filing date but prior to its actual use date. In this case, judgment cannot be entered in favor of the registrant, since it must rely on constructive use in order to succeed.
Good Faith Junior User

The national senior user of a mark cannot oust a geographically remote good-faith user who has used the mark first in a remote trade area. When the national senior user tries to enter the remote area, its rights must give way to the rights built up in good faith by a local user. Thus, even though a junior user is, by definition, not the first to ever use a mark, it may assert the exclusive right to use a mark in a particular area (1) if the area was "geographically remote" from the senior user's market at the time that the junior user appropriated the mark and (2) if the junior user was acting in good faith at the time. With respect to the good-faith requirement, courts are divided on whether the junior user must establish a lack of actual knowledge that the mark was already in use (majority view), or merely that there was no intent to infringe.
Statute of Limitations

Although the Lanham Act lacks an express statute of limitations, courts generally apply an analogous state statute of limitations to federal actions. Thus, generally, Lanham Act claims are subject to a three-year statute of limitations which begins to run upon the plaintiff's actual or constructive knowledge of the wrong.
Trademark Applications and Registration

Marks that can be registered
Only certain marks can be registered under the Lanham Act. The U.S. Patent and Trademark Office will review each application for trademark registration to determine whether the mark is registerable under the Act. To make this determination, the U.S.P.T.O. will see if the mark falls into one of the following prohibited categories: 

A. Confusingly Similar Marks: The U.S.P.T.O. will not allow registration of marks that so resemble a preexisting mark when use of the proposed mark is likely to cause confusion, mistake, or deception. If this situation exists, the circumstances should be examined for the possibility of trademark infringement. Note that because common law marks have limited geographic scope, it is possible that the existence of a common law mark may prevent the federal registration of a mark without prohibiting its use. 

B. Merely Descriptive or Misdescriptive Marks: The category of prohibited, merely descriptive marks can be broken down as follows: 

a. Marks that are deceptively misdescriptive are also prohibited on the Principal Register. Merely descriptive marks can be registered on the Supplemental Register, assuming the mark is not generic and is not disqualified under any other criteria. In addition, it is possible for descriptive marks to "become distinctive" by achieving secondary meaning. Secondary meaning indicates that although the mark is on its face descriptive of the goods or services, consumers recognize the mark as having a source indicating function. 
b. Test for Merely Descriptive or Misdescriptive Marks: First we must determine if the matter sought to be registered misdescribes the goods.  If so, then we must ask if it is also deceptive, that is, if anyone is likely to believe the misrepresentation.  A third question, used to distinguish between marks that are deceptive under Section 2(a) and marks that are deceptively misdescriptive under Section 2(e)(1), is whether the misrepresentation would materially affect the decision to purchase the goods. 

c. If the misdescription represented by the mark is material to the decision to purchase the goods or use the services, then the mark should be refused registration under §2(a) of the Trademark Act
C. Immoral, Deceptive, or Scandalous Marks: Marks that disparages or falsely suggest a relationship with a person (living or dead) an institution, a belief, or a national symbol, including any mark which brings them into contempt or disrepute; Marks that constitute a government's flag or coat of arms; Marks that consist of a name, portrait or signature identifying a particular living person without their consent; or Marks that consist of a name, portrait, or signature of a U.S. President during the life of the President's widow, without her/his consent.
D. Functional: any matter that, as a whole, is functional. The Fifth Circuit holds that a design is legally functional, and thus unprotectable, if it is one of a limited number of equally efficient options available to competitors and free competition would be unduly hindered by according the design trademark protection. To be nonfunctional, it cannot affect a product's cost, quality, or a manufacturer's ability to effectively compete in a  nonreputational way.

Benefits of Federal Registration
There are numerous advantages to securing federal registration of a trademark. Perhaps the most important advantage is that federally registered trademarks are national is scope, regardless of the actual geographic use made of the mark. This national scope contrasts greatly with the limited geographic range of common law trademarks. Additional substantive benefits received through federal registration include: 

a. The ability to recover profits, damages and costs for infringement, including the possibility of receiving treble damages in certain circumstances; 

b. The ability to recover attorneys fees in infringement actions; 

c. The incontestible status that a mark can achieve after five years of registration, which serves to eliminate most arguments that the registrant does not have the exclusive right to utilize the mark [see below]; 

d. The right to use the ® symbol in connection with the mark, which may deter potential infringers; 

e. Increased ease of discovery by those doing trademark searches, which helps to prevent the adoption of confusingly similar marks by third parties; 

f. The right to sue for infringement in federal courts; and 

g. The ability to have the customs service block the importation of goods bearing an infringing mark. 

Federal registration also makes it easier to prove an allegation of trademark infringement by providing prima facie evidence of trademark ownership and use. The registration can also be used as evidence that the mark does indeed function as a mark and is not confusingly similar to other registered marks.

Types of Trademark Applications

A trademark or service mark may be registered with the United States Patent and Trademark Office on either the Principal or Supplement Registers. The Principal Register is the register with which most people are familiar. It is the Principal Register that grants the benefits described above to registered marks. Three methods exist by which an applicant may apply for federal registration on the Principal Register.
a. First, an applicant who has already commenced using a mark in commerce may file an application based on that use (a "use" application). For the purpose of obtaining federal registration, commerce means all commerce that may lawfully be regulated by the U.S. Congress, for example, interstate commerce or commerce between the U.S. and another country. The use in commerce must be a bona fide use in the ordinary course of trade, and not made merely to reserve a right in a mark. Use of a mark in purely local commerce within a state does not qualify as "use in commerce." 

b. The second method for filing an application for federal registration is filing based upon a bona fide intention to use the mark in commerce (an "intent-to-use" application). If an applicant files based on a bona fide intention to use the mark in commerce, the applicant will have to use the mark in commerce and submit proof that the mark has been used in commerce before the mark will be registered. 

The Supplemental Register is primarily designed for marks which are descriptive in nature, in that they are capable of distinguishing the applicant's goods or services once secondary meaning is established, but at the present time they do not have secondary meaning. The

Proof of Use

If an intent to use application was filed, it is necessary to file proof of use of the mark before it will be registered by the U.S.P.T.O. If the applicant has begun to use the mark prior to the publication of the mark, then the proof of use should be filed in connection with an Amendment to Allege Use. The Amendment to the application must include a verified declaration of use signed by the applicant, and specimens showing how the mark is actually used. Once the Amendment to Allege Use is filed and accepted by the U.S.P.T.O., the application will be treated as if it were filed based upon the actual use of the mark in commerce.

Once the mark has been published, it is not possible to prove use of the mark until after the opposition period has been completed. If no opposition is filed after the mark is published, the U.S.P.T.O. will issue a Notice of Allowance. The applicant then has six months from the date of the Notice of Allowance to either (1) use the mark in commerce and submit a Statement of Use, or (2) request a six-month Extension of Time to File a Statement of Use. The applicant may request additional extensions of time under certain circumstances. If the Statement of Use is filed and approved, the PTO will then issue the registration certificate.

After Registration
A mark will be registered only after the mark has been published, the opposition period has expired, and proof of use has been filed. The duration of a federal trademark registration is 10 years, with 10-year renewal terms. However, between the fifth and sixth year after the date of initial registration, the registrant must file an affidavit setting forth certain information to keep the registration alive. If no affidavit is filed, the registration is canceled.

Anyone who claims rights in a mark may use the TM (trademark) or SM (service mark) designation with the mark to alert the public to the claim. It is not necessary to have a registration, or even a pending application, to use these designations. The claim may or may not be valid. The registration symbol, ®, may only be used when the mark is registered in the PTO. It is improper to use this symbol at any point before the registration issues. 
Opposition

Any person who believes that he or she would be damaged by the registration of a mark on the Principal Register may oppose registration by filing a notice of opposition with the Trademark Trial and Appeal Board, and paying the required fee within thirty days after the date of publication or within an extension period granted by the Board for filing an opposition.  See 15 U.S.C. §1063  

The notice of opposition must include a concise statement of the reasons for the opposer's belief that the opposer would be damaged by the registration of the opposed mark, and must state the grounds for opposition.
An opposition must be filed within thirty days after the date of publication in the Official Gazette, or within an extension period granted by the Board.  15 U.S.C. §1063. The time within which to file an opposition is set by statute and may not be extended or waived.
Concurrent Use
Section 2(d) of the Trademark Act, 15 U.S.C. §1052(d), contains a proviso under which an eligible applicant may request issuance of a registration concurrent with the registration of a conflicting mark.

In a concurrent use application, the applicant normally requests a geographically restricted registration.  The applicant seeks registration for a specified geographical area of the United States and lists one or more parties who concededly have rights in the mark in other geographical areas of the United States.  These other parties may own applications or registrations, or they may have common law rights in a mark, but no application or registration.  "Incontestable" registrations (i.e., where the registrant's right to use the mark has become incontestable pursuant to 15 U.S.C. §1065) are subject to concurrent use registration proceedings. However, registrations and applications to register on the Supplemental Register and registrations under the Act of 1920 are not subject to concurrent use registration proceedings.  

Incontestability

Under Section 33(b), as amended in 1988, an incontestable registration is “conclusive evidence” of (1) the validity of the registered mark, (2) the registrant's ownership of the mark, and (3) the registrant's exclusive right to use the mark in commerce.
Requirements for Incontestability. 

(1) there has been no final decision adverse to registrant's claim of ownership of such mark for such goods or services, or to registrant's right to register the same or to keep the same on the register; and 

(2) there is no proceeding involving said rights pending in the Patent and Trademark Office or in a court and not finally disposed of; and 

(3) an affidavit is filed with the Director within one year after the expiration of any such five-year period setting forth those goods or services stated in the registration on or in connection with which such mark has been in continuous use for such five consecutive years and is still in use in commerce.
Incontestability does not negate the following defenses:
1. generic, 

2. abandoned, 

3. functional, 

4. registered fraudulently, or
5. misrepresents the source of goods or services.
Defense based on mere descriptiveness cannot be raised in an infringement action brought by the owner of an incontestable registration. Park'N Fly
Tacking of Use
Change of Goods

A change in the kind of goods or services marketed under the trademark is not an abandonment of the trademark owner's priority if the new goods or services are sufficiently related to the original goods or services such that prospective purchasers are likely to perceive the new product as originating form the same source as the original product. Tacking requires that the old and new businesses identified by the marks be substantially identical. The change in form of a mark does not constitute abandonment or a break in continuous use if the change neither creates a new mark nor changes the commercial impression created by the old mark.

Change of Mark
A party seeking to “tack” its use of an earlier mark onto its use of a later mark for the same goods or services may do so only if the earlier and later marks are legal equivalents, or are indistinguishable from one another. To meet the legal equivalents test, the marks must create the same commercial impression and cannot differ materially from one another. Thus, the fact that two marks may be confusingly similar does not necessarily mean that they are legal equivalents.
Trademark Infringement
The elements for a successful trademark infringement claim have been well established under both federal and state case law. In a nutshell, a plaintiff in a trademark case has the burden of proving that the plaintiff is the owner of a valid trademark and the defendant's use of the mark has created a likelihood-of-confusion about the origin of the defendant's goods or services. To do this, the plaintiff should first show that it has developed a protectable trademark right in a trademark. The plaintiff then must show that the defendant is using a confusingly similar mark in such a way that it creates a likelihood of confusion, mistake and/or deception with the consuming public. The confusion created can be that the defendant's products are the same as that of the plaintiff, or that the defendant is somehow associated, affiliated, connected, approved, authorized or sponsored by plaintiff.

Eight factors for likelihood of confusion

To analyze whether a particular situation has developed the requisite "likelihood of confusion," courts have generally looked at the following eight factors [Sleekcraft]: 

1. the similarity in the overall impression created by the two marks (including the marks' look, phonetic similarities, and underlying meanings); 

· The effect upon prospective purchasers is important.

2. the similarities of the goods and services involved (including an examination of the marketing channels for the goods); 

· If the parties compete directly, confusion is likely if the marks are sufficiently similar; if the goods and services are somewhat related, but not competitive, then the likelihood of confusion will turn on other factors; if the products are unrelated, confusion is highly unlikely.

3. the strength of the plaintiff's mark [including the crowded field argument];
· The strength of a mark is a factual determination of the mark's distinctiveness. The more distinct a mark, the more likely is the confusion resulting from its infringement, and, therefore, the more protection it is due. 

4. any evidence of actual confusion by consumers [including initial interest confusion]; 

· Evidence that use of two marks has already led to confusion is persuasive proof that future confusion is likely. Proving actual confusion is difficult, however, and courts often discount such evidence because it is unclear or insubstantial.

5. the intent of the defendant in adopting its mark; 

· If a party chooses a mark with the intention of creating confusion between its products and those of another company, that fact alone may be sufficient to justify an inference of confusing similarity.

6. the physical proximity of the goods in the retail marketplace; 

7. the degree of care likely to be exercised by the consumer; 
· The standard used by the courts is the typical buyer exercising ordinary caution.

8. the likelihood of expansion of the product lines.

Of these eight factors, the first two are arguable the most important. The similarity of the marks is clearly an important part in establishing likelihood of confusion, but it is far from determinative.

Initial Interest Confusion

Initial-interest confusion takes place when a manufacturer improperly uses a trademark to create initial customer interest in a product, even if the customer realizes, prior to purchase, that the product was not actually manufactured by the trademark-holder. The Sixth Circuit (Tdata Inc. v. Aircraft Tech. Publrs.) and Ninth Circuit (Brookfield Communications) have held that such confusion is cognizable under trademark law. Evidence of initial-interest confusion comes into the eight factor test as a substitute for evidence of actual confusion.
Ninth’s Circuit’s Internet Trinity

The Ninth Circuit has held that the “internet trinity” factors dominate when analyzing infringement on the Internet: the similarity of the marks, the relatedness of the goods, and the parties' simultaneous use of the Internet as a marketing channel. (Brookfield Communications)
Metatags

Brookfield: West Coast's use of "moviebuff.com" in metatags will still result in what is known as initial interest confusion. Web surfers looking for Brookfield's "MovieBuff" products who are taken by a search engine to "westcoastvideo.com" will find a database similar enough to "MovieBuff" such that a sizeable number of consumers who were originally looking for  Brookfield's product will simply decide to utilize West Coast's offerings instead. Although there is no source confusion in the sense that consumers know they are patronizing West Coast rather than Brookfield, there is nevertheless initial interest confusion in the sense that, by using "moviebuff.com" or "MovieBuff" to divert people looking for "MovieBuff" to its web site, West Coast improperly benefits from the goodwill that Brookfield developed in its mark. Recently in Dr. Seuss, we explicitly recognized that the use of another's trademark in a manner calculated "to capture initial consumer attention, even though no actual sale is finally completed as a result of the confusion, may be still an infringement. Using another's trademark in one's metatags is much like posting a sign with another's trademark in front of one's store. the Lanham Act bars West Coast from including in its metatags any term confusingly similar with Brookfield's mark.
Trademark Dilution
The Federal Trademark Dilution Act of 1995 expanded the scope of rights granted to famous and distinctive trademarks under the Lanham Act. Dilution differs from normal trademark infringement in that there is no need to prove a likelihood of confusion to protect a mark. Instead, all that is required is that use of a "famous" mark by a third party causes the dilution of the "distinctive quality" of the mark. The term “dilution” means the lessening of the capacity of a famous mark to identify and distinguish goods or services, regardless of the presence or absence of--(1) competition between the owner of the famous mark and other parties, or (2) likelihood of confusion, mistake, or deception.
Marks protected against dilution

Under the terms of the Federal Trademark Dilution Act, only “famous” marks are protected against dilution. The determination of what constitutes a “famous” mark will probably involve a great deal of litigation in the coming years. For example, the second circuit does not allow non-inherently distinctive marks, e.g., United, to be protected from dilution. Nabisco, Inc. v. PF Brands. Under the terms of the Act, courts may look at the following factors in determining whether a mark is famous: 

1. The duration and extent of use of the mark; 

2. The duration and extent of advertising for the mark; 

3. The geographic area in which the mark has been used; 

4. The degree of distinctiveness of the mark (either through the nature of the mark itself, or through acquired distinctiveness) [ also crowded field argument]; 

5. The degree of recognition of the mark; 

6. The method by which the product was distributed and marketed (the "channels of trade"); 

7. The use of the mark by third parties; and 

8. Whether the mark was federally registered.

Proving dilution of a mark

Under the Dilution Act, famous marks are protected against the dilution of the distinctive nature of the mark. There is no need to prove a likelihood of confusion, nor is there any need to show competition between the goods of the plaintiff and the defendant. Therefore, it is possible to use a dilution cause of action against users of the same mark even when the defendant's goods and services bears no relation to the goods or services of the famous mark.

Types of Dilution

Dilution causes of action are normally brought when the defendant's use of the mark causes either:
a. "Blurring", by which the connection in consumers' minds between the plaintiff's mark and the plaintiff's goods or services is weakened; or 

b. "Tarnishment", which means that the defendant's use is unsavory or unwholesome, or the mark is used in connection with inferior products. 

However, the Act makes clear that certain actions will not be subject to the provisions of the Act. Specifically, the Act states that fair use (such as comparative advertising), noncommercial use (such as noncommercial web pages), and all forms of news reporting and news commentary (which would apparently include reporting and commentary appearing on the Internet) would not constitute dilution under the Act.

Remedies for Dilution
In most cases, the only remedy available under the Dilution Act is an injunction against further dilution. However, if the plaintiff can show that the defendant willfully sought to "trade on the owner's reputation or to cause dilution of the mark," attorneys fees, monetary damages, and even treble damages would be available.

Trade Dress
Trade dress refers to characteristics of the visual appearance of a product or its packaging (or even the facade of a building such as a restaurant) that may be registered and protected from being used by competitors in the manner of a trademark. These characteristics can include the three-dimensional shape, graphic design, color, or even smell of a product and/or its packaging. Thus, product design, color, scent and taste are incapable of being inherently distinctive; their owners must give proof of secondary meaning to obtain protection. Product packaging, on the other hand, is capable of inherent distinctiveness. Trade dress constitutes a “symbol” or “device” for Lanham Act purposes.
categories of trade dress
1. package design: the configuration or shape of the product itself - cannot be inherently distinctive; all product design trade dress requires a showing of secondary meaning for protection. [Walmart]
2. product packaging: can be inherently distinctive [Walmart]
3. tertium quid [Two Pesos, décor of building]: trade dress that does not fit neatly into either the product design category or the product packaging category; can be inherently distinctive
Test: Is the feature an element that typically serves to identify the source of the product or service? If so, it is more likely to be packaging, and if not, it is more likely to be product design. When in doubt, the courts should err on the side of finding trade dress to be product design and require proof of secondary meaning.

Requirement of trade dress

There are two basic requirements that must be met for trade dress protection. The first is that those features must be capable of functioning as a source indicator—identifying a particular product and its maker to consumers. Trade dress must also be nonfunctional in order to be legally protected. What is functional depends strongly on the particular product. To be nonfunctional, it cannot affect a product's cost, quality, or a manufacturer's ability to effectively compete in a nonreputational way. The functionality doctrine serves as a buffer between patent law and trademark law by preventing a competitor from monopolizing a useful product feature in the guise of identifying itself as the source of the product.
	►    Two Pesos, Inc. v. Taco Cabana, Inc. (1992): Only nonfunctional, distinctive trade dress is protected under § 43(a) of the Lanham Act. Façade of a building was held inherently distinctive as tertium quid.


	►    Wal-Mart Stores, Inc. v. Samara Bros., Inc. (2000): A product's design is distinctive, and therefore protectable, only upon a showing of secondary meaning. The fact that product design almost invariably serves purposes other than source identification not only renders inherent distinctiveness problematic. Product packaging usually does serve a source identifying purpose and thus may be inherently distinctive.

	►    Traffix Devices v Marketing Displays (2001): The existence of an expired patent creates a strong presumption that the matters addressed by the patent are functional. In general terms, a product feature is functional, and cannot serve as a trademark, if it is essential to the use or purpose of the article or if it affects the cost or quality of the article. A functional feature is one the exclusive use of which would put competitors at a significant non-reputation-related disadvantage.


Fasle Advertising

Lanham Act §43(a) prohibits use of a “false designation of origin, false or misleading description of fact, or false or misleading representation of fact” in commercial advertising or promotion, which “misrepresents the nature, characteristics, qualities, or geographic origin of his or her or another person's goods.” 
A plaintiff must prove the following elements: 
(1) the defendant has made a false or misleading statement; 
(2) the false or misleading statement has actually deceived or has the capacity to deceive a substantial portion of the intended audience; 
(3) the deception is material in that it is likely to influence purchasing decisions; 
(4) there is a likelihood of injury to plaintiff, such as declining sales or loss of goodwill; and 
(5) the goods traveled in interstate commerce. 
Under the literal falsity theory, a plaintiff must show that the challenged advertisement is false on its face or explicitly false. Where the advertising claim is shown to be literally false, the court may enjoin the use of the claim without reference to the advertisement's impact on the buying public. Under the implied or "likely to mislead or confuse" theory, a plaintiff must demonstrate, by extrinsic evidence, that the challenged commercials tend to mislead or confuse consumers. Johnson & Johnson Vision Care.
In order to qualify as "commercial advertising or promotion," the contested representations must be (1) commercial speech; (2) by a defendant who is in commercial competition with the plaintiff; (3) for the purpose of influencing consumers to buy the defendant's goods or services; and, (4) although representations less formal than those made as part of a classic advertising campaign may suffice, they must be disseminated sufficiently to the relevant purchasing public. Fendi. 
Elements:

1. defendant’s false or misleading statement of fact in commercial advertising or promotion;

2. statement actually deceived or had the capacity to deceive a substantial segment of the audience.
Defenses

Laches
The defense of laches can bar a trademark action only where the trademark holder knowingly allowed the infringing mark to be used without objection for a lengthy period of time.

Elements

1. Unreasonable Delay
· A trademark owner is not required to take action at the first indication of possible infringement
· Courts have suggested that delays of less than two years between notice of infringement and filing the lawsuit would not ordinarily constitute laches
· the Federal Circuit has held that a ''six-year delay in filing suit after actual or constructive knowledge of the alleged infringement creates a prima facie defense of laches

· Laches will not succeed as a defense where the plaintiff's delay in filing suit is excusable, i.e., caused by business or legal reasons and not neglect or mere inattention

2. Plaintiff's Knowledge

· Not only must the plaintiff be aware of the defendant's use of the mark, but plaintiff must have a claim of infringement or dilution before a court should begin to measure plaintiff's delay
· The defendant must establish the time at which the plaintiff had one of three types of notice: actual knowledge of the defendant's trademark use, imputed knowledge in the sense that the plaintiff should have known of the use, or statutory constructive notice of the defendant's registration.

3. Prejudice

· In addition to establishing inexcusable delay, the defendant bears the burden of proving that it has changed its position and would be harmed in some way due to the plaintiff's inaction
· The most commonly recognized prejudicial change of position is the defendant's expenditure of large sums of money to promote the infringing mark or to expand its business

Acquiescence
Elements
1. the senior user actively represented that it would not assert a right or claim;

· Courts have found acquiescence where the plaintiff initiated and then abandoned for several years a suit against the defendant's use of the mark

2. the delay between the representation and the assertion of the right or claim was not excusable, and 

3. prejudice resulting from the delay.

Abandonment

§ 45. Abandonment 
A mark shall be deemed to be ''abandoned'' when its use has been discontinued with intent not to resume such use. Nonuse for three consecutive years shall be prima facie evidence of abandonment. “Use” of a mark means the bona fide use of such mark made in the ordinary course of trade, and not made merely to reserve a right in a mark.
Effect of abandonment

Abandonment extinguishes exclusive rights in the trademark. It is a complete defense to a charge of trademark infringement, even where a registered mark is subject to an incontestable federal trademark registration.

Intent to Abandon Required
A trademark that has not been used for a period of time does not become legally abandoned unless the trademark owner intends the abandonment to occur.

Genericide

§ 45. Genericide. 

A mark shall be deemed to be ''abandoned'' when any course of conduct of the owner, including acts of omission as well as commission, causes the mark to become the generic name for the goods or services on or in connection with which it is used or otherwise to lose its significance as a mark.
Fair Use

Classic Fair Use

Classic "fair use" is the use, other than as trademarks, of common words, in their ordinary descriptive sense to describe one’s own product. In order to succeed with the statutory fair use defense, the defendant must be using the descriptive term or phrase ''otherwise than as a mark.'' The relevant question here is whether consumers are likely to understand the term as a description of the defendant's goods or instead as an indication of their source.
§ 33(b)(4). Defenses. That the use of the name, term, or device charged to be an infringement is a use, otherwise than as a mark, of the party's individual name in his own business, or of the individual name of anyone in privity with such party, or of a term or device which is descriptive of and used fairly and in good faith only to describe the goods or services of such party, or their geographic origin.

Ninth Circuit’s Nominative Fair Use

Nominative fair use is when one uses the plaintiff’s mark to refer to the plaintiff’s own goods or services “to describe the thing . . . for purposes of comparison, criticism, point of reference or any other such purpose.”  New Kids on the Block v. News America Pub., (9th Cir. 1992).

TEST: 

1. the product or service in question must be one not readily identifiable without use of the trademark;

2. only so much of the mark or marks may be used as is reasonably necessary to identify the product or service; and

3. the user must do nothing, in conjunction with the mark, to suggest sponsorship or endorsement by the trademark holder.

Remedies
Remedies Available for Trademark Infringement

The most common form of relief granted to a successful plaintiff in a trademark infringement lawsuit is an injunction against further infringement. If the infringed mark was federally registered, attorneys fees would also be available to a successful plaintiff. Monetary damages are also available under the Lanham Act, but in practice are rarely awarded in trademark lawsuits.

Innocent Infringer

§32. Where an infringer or violator is engaged solely in the business of printing the mark or violating matter for others and establishes that he or she was an innocent infringer or innocent violator, the owner of the right infringed or person bringing the action under section 43 shall be entitled as against such infringer or violator only to an injunction against future printing.
Injunctive Relief

§34. Injunctive relief. The several courts vested with jurisdiction of civil actions arising under this Act shall have power to grant injunctions, according to the principles of equity and upon such terms as the court may deem reasonable, to prevent the violation of any right of the registrant.

Damages

§35. Damages. When a violation of any right of the registrant of a mark registered in the Patent and Trademark Office, a violation under section 43(a) or (d), or a willful violation under section 43(c), shall have been established in any civil action arising under this Act, the plaintiff shall be entitled, subject to the principles of equity, to recover (1) defendant's profits, (2) any damages sustained by the plaintiff, and (3) the costs of the action.
Attorney’s feees

§35. The court in exceptional cases may award reasonable attorney fees to the prevailing party.

Treble Damages

§35. In assessing damages the court may enter judgment, according to the circumstances of the case, for any sum above the amount found as actual damages, not exceeding three times such amount. In assessing damages, the court shall enter judgment for three times such profits or damages together with a reasonable attorney's fee if the defendant intentionally used a mark or designation, knowing such mark or designation is a counterfeit mark, in connection with the sale, offering for sale, or distribution of goods or services.
Statutory Damages

§35. The plaintiff may elect, at any time before final judgment is rendered by the trial court, to recover, instead of actual damages and profits, an award of statutory damages for any such use in connection with the sale, offering for sale, or distribution of goods or services in the amount of-- 

(1) not less than $ 500 or more than $ 100,000 per counterfeit mark per type of goods or services sold, offered for sale, or distributed, as the court considers just; or 

(2) if the court finds that the use of the counterfeit mark was willful, not more than $1,000,000 per counterfeit mark per type of goods or services sold, offered for sale, or distributed, as the court considers just. 
Destruction of Infringing Articles
§36. Destruction of infringing articles. The court may order that all labels, signs, prints, packages, wrappers, receptacles, and advertisements in the possession of the defendant, bearing the registered mark or, in the case of a violation of section 43(a) or a willful violation under section 43(c), the word, term, name, symbol, device, combination thereof, designation, description, or representation that is the subject of the violation, or any reproduction, counterfeit, copy, or colorable imitation thereof, and all plates, molds, matrices, and other means of making the same, shall be delivered up and destroyed.
Trademarks on the Internet

Uniform Domain Name Dispute Resolution Policy (UDRP)

The Uniform Domain-Name Dispute Resolution Policy (UDRP) has been adopted by ICANN-accredited registrars in all of the follows top level domains: .aero, .biz, .com, .coop, .info, .museum, .name, .net, .org, and .pro. You are required to submit to a mandatory administrative proceeding in the event that a third party (a "complainant") asserts to the applicable Provider, in compliance with the Rules of Procedure, that

1. your domain name is identical or confusingly similar to a trademark or service mark in which the complainant has rights; and

2. you have no rights or legitimate interests in respect of the domain name; and

3. your domain name has been registered and is being used in bad faith.

Evidence of Legitimate Use

Legitimate interests to the domain name include:

1. before any notice to you of the dispute, your use of, or demonstrable preparations to use, the domain name or a name corresponding to the domain name in connection with a bona fide offering of goods or services; or

2. you (as an individual, business, or other organization) have been commonly known by the domain name, even if you have acquired no trademark or service mark rights; or

3. you are making a legitimate noncommercial or fair use of the domain name, without intent for commercial gain to misleadingly divert consumers or to tarnish the trademark or service mark at issue.

Evidence of Registration and Use in Bad Faith

The following are indicative of bad faith registration:

1. circumstances indicating that you have registered or you have acquired the domain name primarily for the purpose of selling, renting, or otherwise transferring the domain name registration to the complainant who is the owner of the trademark or service mark or to a competitor of that complainant, for valuable consideration in excess of your documented out-of-pocket costs directly related to the domain name; or

2. you have registered the domain name in order to prevent the owner of the trademark or service mark from reflecting the mark in a corresponding domain name, provided that you have engaged in a pattern of such conduct; or

3. you have registered the domain name primarily for the purpose of disrupting the business of a competitor; or

4. by using the domain name, you have intentionally attempted to attract, for commercial gain, Internet users to your web site or other on-line location, by creating a likelihood of confusion with the complainant's mark as to the source, sponsorship, affiliation, or endorsement of your web site or location or of a product or service on your web site or location.

Anticybersquatting Consumer Protection Act (ACPA)
A person shall be liable in a civil action by the owner of a mark, including a personal name which is protected as a mark under this section, if, without regard to the goods or services of the parties, that person -- 

(i) has a bad faith intent to profit from that mark, including a personal name which is protected as a mark under this section; and 

(ii) registers, traffics in, or uses a domain name that – 

I) in the case of a mark that is distinctive at the time of registration of the domain name, is identical or confusingly similar to that mark; or

(II) in the case of a famous mark that is famous at the time of registration of the domain name, is identical or confusingly similar to or dilutive of that mark

Indicia of Bad Faith

1. the trademark or other intellectual property rights of the person, if any, in the domain name; 

2. the extent to which the domain name consists of the legal name of the person or a name that is otherwise commonly used to identify that person; 

3. the person's prior use, if any, of the domain name in connection with the bona fide offering of any goods or services; 

4. the person's bona fide noncommercial or fair use of the mark in a site accessible under the domain name; 

5. the person's intent to divert consumers from the mark owner's online location to a site accessible under the domain name that could harm the goodwill represented by the mark, either for commercial gain or with the intent to tarnish or disparage the mark, by creating a likelihood of confusion as to the source, sponsorship, affiliation, or endorsement of the site; 

6. the person's offer to transfer, sell, or otherwise assign the domain name to the mark owner or any third party for financial gain without having used, or having an intent to use, the domain name in the bona fide offering of any goods or services, or the person's prior conduct indicating a pattern of such conduct; 

7. the person's provision of material and misleading false contact information when applying for the registration of the domain name, the person's intentional failure to maintain accurate contact information, or the person's prior conduct indicating a pattern of such conduct; 

8. the person's registration or acquisition of multiple domain names which the person knows are identical or confusingly similar to marks of others that are distinctive at the time of registration of such domain names, or dilutive of famous marks of others that are famous at the time of registration of such domain names, without regard to the goods or services of the parties; and 

9. the extent to which the mark incorporated in the person's domain name registration is or is not distinctive and famous within the meaning of subsection (c)(1) of section 43. 

Safe Harbor under the ACPA
Bad faith intent described under subparagraph shall not be found in any case in which the court determines that the person believed and had reasonable grounds to believe that the use of the domain name was a fair use or otherwise lawful. 

Right of Publicity

The right of publicity is generally defined as an individual's right to control and profit from the commercial use of his/her name, likeness and persona, which shall be referred to in this article as the "individual's identity". Protecting the individual from the loss of commercial value resulting from the unauthorized appropriation of an individual's identity for commercial purposes is the principle purpose of this body of law.

Uniform federal law does not currently protect the individual's right of publicity but there have been increasing demands for a federal right of publicity law. Therefore, the right of publicity currently varies from state to state but either common law or statutory law in almost every state protects certain individuals from the unauthorized exploitation of their identity. While in some states the right of publicity is only applicable to a celebrity or public personality there are other states where the right of publicity applies to any individual. However, in a number of states the individual's right of publicity is only protected when the misappropriation of the individual's identity has publicity value - meaning that the individual has previously commercially exploited his/her identity. States have also reached different conclusions regarding whether the right of publicity survives the death of an individual. Generally, in those states that permit survivability it is only permitted for celebrities but even these states differ on how long the right of publicity survives for the deceased celebrity.

Who is a Celebrity or Public Personality? 

It should not be surprising that most cases involving right of publicity claims involve celebrities or public personalities however; this is probably more a condition of the economics of litigation than the legal rights involved. Any definition of the term "celebrity" is not definitive and is necessarily vague. Frequently a celebrity is defined as a "famous or well-known person". But what determines whether an individual is a well-known or famous person? Some of the difficulties in establishing whether one is a celebrity and therefore protected by the right of publicity include the following. (1) Timeframe - if you are recognized as a celebrity do you always remain a celebrity? (2) Location - if you are recognized as a celebrity in Brazil does that mean you are also a celebrity in the United States? What if you are famous in Colorado does that mean you are famous throughout the United States? (3) Taste - if you are recognized as a celebrity in classical music circles what is your status according to rock music fans? (4) Professional or business specialty, if you are a famous medical doctor, author or artist, does this mean you are a celebrity outside your specialty? 

Choice of law

Courts often resolve a choice of law issue in a right of publicity case by applying the law of the domicile of the plaintiff. “[I]t is well-established that, where defendants publish or distribute the materials in various states, the site of plaintiff's domicile usually has the most significant relationship to the action.”

Descendibility

States differ on whether they permit rights of publicity to be descendible to the heirs of the celebrity. California, for example, as well as some other states, provides that the right of publicity is descendible for a period of 50 years after death (Civil Code § 990).
Paris Convention: Priority Rights
Section 44(d) of the Trademark Act grants a priority filing date to qualified applicants who have filed an application in a treaty country as defined by §44(b).  If a qualified applicant files the United States application claiming §44(d) priority within six months of filing the first application to register the mark in a treaty country, the United States application will receive an effective filing date as of the filing date of the foreign application. 
Madrid Protocol

The Madrid system of international registration is governed by two treaties:  the Madrid Agreement Concerning the International Registration of Marks, which dates from 1891, and the Protocol Relating to the Madrid Agreement, which became effective December 1, 1995.  The United States is party only to the Protocol, not to the Agreement.  

The Madrid system is administered by the IB.  To apply for an international registration under the Madrid Protocol, an applicant must be a national of, be domiciled in, or have a real and effective business or commercial establishment in one of the countries or intergovernmental organizations that are members of the Protocol (“Contracting Parties”).  The application must be based on one or more trademark application(s) filed in or registration(s) issued by the trademark office of one of the Contracting Parties (“basic application(s)” or “basic registration(s)”).  The international application must be for the same mark and include a list of goods/services that is identical to or narrower than the list of goods/services in the basic application or registration.  The international application must designate one or more Contracting Parties in which an extension of protection of the international registration is sought.  
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