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Exam Approach

I Subject matter (§ 101)

II Utility (§ 101): go through overall subj matter

III Novelty (§ 102: go claim-by-claim

IV Nonobviousness (§ 103): go claim-by-claim

V Enablement, written description, best mode (§ 112)

VI Correct through REISSUE?

Patentable Subject Matter

I Gen’y

A Issues to address when analyzing whether something should be patentable

1 Patents were intended to cover TECHNOLOGY

2 Are patents on this subject matter necy to promote invention?

3 What alternatives are avail to patent?  For ex, will trade secret suffice?

4 What is the cost of granting patents on this subj matter? 

II Allowed subj matter

A Patent allowed on “process, machine, manufacture, or composition of matter.”  (§ 101)

1 “Anything under the sun that is made by man” (see p. 68)

2 Living/non-living distinction is insignificant; real question is whether it’s a product of nature or human-made.  (Chakrabarty)

B Purified natural substances

1 May be a patentable NEW PRODUCT if ELTS:  (Parke-Davis)

a It is separated into a form in which it has never existed before

b AND if this separation adds new functionality

2 Fact that invention is of great value supports patent validity in this situation.  (Parke-Davis)

3 B/c patent is on PURIFIED form, naturally-occurring form doesn’t infringe

C Plants: plants are proper subject matter for utility patents as well as plant patents.  (JEM Ag Supply)

D Business methods

1 Patentable per  State Street

2 But prior user rights (for BUSINESS METHODS only) if ELTS:

a Party was using method commercially before filing date of patent

b AND party reduced method to practice >= 1 year before filing date of patent

c — Note no prior invention req’t

3 Prior user rights are an exception to § 102(g)

a Under § 102(g), someone who invented something (e.g., a business method) and used it, but kept it secret [SUPPRESSED or CONCEALED], could be prevented from using the invention by a later inventor who did seek a patent

E Software: per State Street patentable only w/ tangible result.  But actually patentable gen’y 

III Disallowed subj matter

A No patent on laws of nature, phys phenom, abstract ideas.  (Chakrabarty)

Utility

I Gen’y

A Statute = § 101.  “Whoever invents any new and USEFUL . . .”

B ADMIN CONSIDERATIONS:

1 If you have an enabling disclosure, you’re presumed to have met the practical utility hurdle.  (Brana)

2 PTO must show one w/ OSITRA would r’bly doubt utility.  Then burden to show utility shifts to patentee

C Main trouble areas:

1 No known utility (e.g., perpetual motion machines) (not patentable).  Malicious utility (e.g., torture devices) (not patentable)

2 But deceptive rather than really malicious, patentable.  No MORAL UTILITY req’t.  (Juicy Whip)

D Product of process must be useful in order to patent the process.  (Brenner)

E Usefulness as subject of further study doesn’t constitute utility.  (Kirk)

II RULE

A ELTS:  (PTO Guidelines) (Brenner — potential anti-tumor steroid; subject of further research)

1 Utility must be SPECIFIC, CREDIBLE, SUBSTANTIAL

2 AND invention must be OPERABLE

3 — Measured at time of invention

B Specific, cred, subst

1 Specific: utility must be specific to the item claimed, as opposed to a GENERAL utility applicable to the broad class of invention.  Ex: transgenic mouse that could be used as snake food.  But all mice can be used as snake food

2 Credible: whether person of OSITRA would accept that invention is currently avail for use.  Ex: no perpetual motion machines

3 Substantial: real-world use.  Ex: no throwaway use (e.g., landfill, snake food)

C Operable

1 POSITA would accept that invention actually does what it’s intended to do

III Drugs

A Need SUBSTANTIAL LIKELIHOOD that drug will work, show by factors incl:

1 Structural similarity to useful products (unless unpredictability in this class of compounds, per Brenner)

2 OR r’ble correlation betw evidence and utility

3 OR data from in vitro and animal testing

4 OR human clinical data (but not req’d)

5 — That product is subject of scientific research that may show usefulness is insufficient

a “Patent is not a hunting license.”  (Brenner)

B Must claim effectiveness against certain disease or class of diseases.  (Brana)

1 Claim that compound is more effective than other compounds w/ known effectiveness against particular disease meets this hurdle

Disclosure & Enablement

I Gen’y

A Section 112 requires four things:

1 Written description.  (¶ 1)

2 Enabling disclosure.  (¶ 1)

3 Definite claims.  (¶¶ 2,6)

4 Best mode.  (¶ 1)

B These things constitute the SPECIFICATION

II Written description

A REQT = must show that inventor was IN POSSESSION of the invention at time of filing.  (Rochester)

B This doesn’t require that inventor actually physically constructed the invention

C Claims need not be limited to a preferred embodiment disclosed in spec.  (Gentry Gallery)

1 BUT claims directed to an invention distinct from that disclosed in the spec do not satisfy written descr req’t

D ESSENTIAL ELT doctrine:  (Gentry Gallery)

1 Where POSITA would consider something to be an ESSENTIAL ELT of the invention based on the spec, a claim that attempts to capture material NOT containing that elt will fail for lack of written descr.  (Ex: inventor considers putting controls on console essential elt.  But claim does not limit invention to putting controls on console) 

2 In contrast, where POSITA would see that variations on that elt would work, claim is okay

3 A description of a species does not necy include the whole genus

E Written descr and enablement are SEPARATE req’ts.  (Rochester)

1 Invention may be described though not enabled. Ex: description of a chemical compound w/o description of how to make and use it

2 Invention may also be enabled though not described.  Ex: invention A is enabled and described; this disclosure enables invention B w/o describing it (recall enablement requires that POSITA be able to make and use)

III Enabling disclosure

A ELTS:

1 Must enable POSITA to MAKE and USE the FULL SCOPE of the claimed invention.  (§ 112 ¶ 1)

2 WITHOUT UNDUE EXPERIMENTATION

B Is a question of FACT.  Burden to show lack of enablement is on INFRINGER.  Std = C&C

C Need not KNOW or show HOW it works (e.g., for a drug, how precisely it achieves its effect)

D Undue experimentation

1 Ex: you CLAIMED a broad class of items, only SOME of which were suitable for the invention.  (Incandescent Lamp — “fibrous material”)

a POSITA would have to do lots more experiments to determine WHICH of the class work

b So you’ve CLAIMED a broad class, but only ENABLED a few species of that class.  Claim is therefore invalid

c On the other hand, if the WHOLE CLASS was suitable for the purpose, that is enabling

d Note that if you claim the whole class, further, you’re less likely to have novelty: a prior use of ANY member of the class would invalidate

E If you do enable all forms of invention EXISTING at time of app, subsequent discovery of new embodiments that do fall w/in your claims ARE COVERED

1 Ex: claim to all solid forms of something.  At time of app, only crystalline solid forms exist.  Later, amorphous solid forms are created.  Your patent covers the new amorphous solid forms

F Exs:

1 Injection molding case.  Spec need not disclose specific temperatures, mold opening size, etc in order to be enabling where POSITA would know how to do this

2 Aluminum-coated steel case.  Claim covered use of two types of aluminum.  But spec makes clear that type 1 is problematic.  Spec also indicates that the inventor had only succeeded w/ type 2 at time of filing.  Patent invalid b/c of lack of enablement.  Person w/ OSITRA would have to experiment substantially to make type 1 work

IV Definite claims

A REQT = POSITA would understand SCOPE of what is claimed when read in light of the SPECIFICATION

B Contrast w/ ENABLEMENT: if accused claims lack of enablement, he’s saying there’s not enough detail to allow me to make and use; if accused claims lack of definiteness, he’s saying there’s not enough detail to let me know whether I infringe or not

1 In Orthokinetics case (wheelchair), POSITA could obviously build the wheelchair; but can he tell whether he infringes or not?  (In Ortho, Fed. Cir. held that he could tell)

C Requisite definiteness is determined by the field of the invention

1 Question is whether allegedly vague-sounding lang means something definite to people in the field

2 So same lang might be vague in one field but sufficiently def in another

D Means-plus-function claims

1 “Means” must be sufficiently described in spec

a Definiteness is determined from perspective of POSITA (so gen’l knowledge not in the spec is relevant)

b Info in a reference cited in the written descr CANNOT be incorporated by ref to establish definiteness

2 The means are considered part of the claim — an accused device that doesn’t have those means doesn’t infringe

V Best mode requirement

A Two-part analysis:

1 FIRST, SUBJECTIVE: at time of filing, did inventor know of a mode of practicing his CLAIMED invention that he considered better than any other?

a If not, disclosure not necy

b Not clear whether best mode req’d for something OUTSIDE SCOPE of claims (e.g., a system with which claimed invention interacts: see pp. 345-46)

2 SECOND, OBJECTIVE: is the disclosure of best mode adequate to enable POSITA to practice the best mode?

a Note that this is the same standard as the enablement test

B Disclosing MATERIAL TRADE NAME and MFR may be necy.  (Chemcast / grommets for auto industry)

C Note tension betw two parts of rule: first part suggests inventor should tell all he knows, while second part says it’s okay to conceal some things he knows — thus requiring some experimentation, perhaps, by POSITA

Novelty — Anticipation

I Gen’y

A 35 USC § 102(a), (e), (g)

B Novelty v. statutory bars: novelty is concerned w/ NEWNESS.  Statutory bars are concerned w/ TIMELINESS: did inventor file soon enough?

C For novelty, only events BEFORE invention matter

D CRITICAL DATE (i.e., invention date)

1 Presumed to be filing date.  Then try to move it back to date of reduction to practice, or to date of conception

E PRIORITY based on intl filings

1 TODO see § 120: preserves US priority based on foreign filing

II RULE 131: setting your priority date

A This is how you move your invention date back from the patent filing date.  Recall that your priority date defaults at the filing date.  You can move it back to your conception date through Rule 131

B LIMITATIONS:

1 You can’t use this if the reference is a US patent OR a US patent app claiming the same invention.  Then, an interference must be declared.  See § 102(g)(1)

2 You can’t use this for a statutory bar.  For a statutory bar, the date of invention doesn’t matter

C How it applies

1 May apply when rejection is based on PRIOR ART 

a Inventor can submit an oath moving his date of invention back to before the effective date of the prior art

2 Does not apply when:

a Rejection is based on U.S. patent or app that claims the same invention (in that case, an interference must be declared)

b Rejection is based on statutory bar (b/c date of invention is irrelevant to statutory bar)

D Establishing the date of invention under Rule 131

1 Req’ts are DIFFERENT from interference rules

2 Must show ELTS:

a RtoP prior to effective date of the ref

b OR conception prior to effective date AND due diligence from prior to effective date to subsequent RtoP or filing

3 Inventor need only show that he had the THING IN HAND.  Need not show that he knew it was useful UNLESS the prior art reference itself showed the utility.  (Moore / chemical invention)

a So for a new chemical, you don’t have to have a use for it once you create it to get the creation date as the invention date 

b Of course, you can’t get a patent until you have a use for the chemical

c This means once a chemical is publicly known (even if a use isn’t known), you have a year to find a use for it before the statutory bar hits 

4 No corroboration is req’d to antedate prior art

E Foreign activity

1 Paris Convention and § 119

a Under Paris Convention / 35 USC § 119, foreign filing date in Convention countries count as US filing dates for priority purposes IF US app is filed w/in one year of foreign filing date

b Doesn’t matter whether foreign patent eventually issues or not

2 TRIPs and reformation of § 104

a Old § 104: no acts outside US count in establishing priority date except filing of foreign patent app (under Paris Conv).  (Westinghouse / electric train device used in Italy)

b New § 104: date of invention may be established using evidence of inventive activity in any WTO country

i In other words, activities outside US may establish conception, diligence, rebut inference of abandonment, suppression, or concealment, etc

III ANTICIPATION STD

A ELTS:

1 Identity of invention

2 AND enablement

B Anticipation / infringement: if it would LITERALLY infringe later, it anticipates before

C IDENTITY

1 RULE: single ref must contain ALL ELTS of invention to anticipate  (Robertson diapers)

D ENABLEMENT

1 In order to anticipate, prior art must enable POSITA to make, use, and practice the invention

a BUT std for ANTICIPATION enablement is LOWER than for § 112 PATENTABILITY enablement.  (Hafner)

i In other words, you must do more to GET the patent than others need to do to DESTROY your right to the patent

2 EXAMPLE for a PRODUCT:

a You can’t GET A PATENT by merely disclosing structure; you must show use too.  (Hafner)

b But if someone else disclosed the structure only, this will anticipate, even if no use is shown.  (Hafner, Titanium Metals)

i You still may claim the USE, however, if it hasn’t yet been disclosed

3 Recall that where a thing has been disclosed, you can still get a new method patent

4 HAFNER situation:

a Timeline:

i 1959 Hafner applies for German patent app.  App published 1961

ii 1964 Hafner applies for US patent, seeking to use 1959 German app for priority date.  But German app rejected for priority use b/c of insufficient ENABLEMENT (no use disclosed for invention)

iii HOWEVER, German app is sufficient to ANTICIPATE even if it is not sufficient to ENABLE.  This German app is prior art against Hafner himself

E Disclosing something as THEORETICALLY existing does not anticipate — prior art inventor must have MADE what he describes.  (Titanium Metals)

F If GENUS is claimed, anticipation of even one species anticipates the whole genus.  (Titanium Metals)

1 But old genus doesn’t anticipate new species in the old genus

G Noninforming uses???  [TODO]

H INHERENCY.  (Robertson diapers)

1 If prior art doesn’t expressly set forth an elt, may still anticipate if that elt is inherent in its disclosure

2 To establish inherency, ev must show ELTS:

a Missing matter is NECESSARILY present (i.e., not possible or probable)

b AND that this would be recognized by POSITA

3 In Robertson diapers case, just b/c prior art diaper had diaper fastener B that COULD be used as a fastener C, this did not disclose the patented diaper that had a DEDICATED fastener C

a In other words, prior art diaper wouldn’t always “have” fastener C — only when it was used in such a way that fastener B served as fastener C

I TODO incorporate inherency stuff from below

IV TODO more on inherency

V Inherency

A Prior art ref may anticipate w/o disclosing a feature of the claimed invention if that missing characteristic is NEC’LY PRESENT in the reference.  (Schering / Claritin metabolite case)

1 Elt may be a NECY BYPRODUCT of the claimed invention

2 But a POSSIBILITY of the elt existing is not enough; it must exist INEVITABLY under normal conditions.  (Seaborg)

3 It must not be created simply OCCASIONALLY — it must predictably appear

B Recent view: the inherent element NEED NOT BE RECOGNIZED by a person w/ OSITRA.  (Schering / Claritin metabolite case)

1 Some older cases do require recognition.  Alternately, they don’t allow accidental, unwitting invention to anticipate.  See Continental Can (hollow v. solid ribs in plastic bottle); Tilghman v. Proctor

C Inherent but unclaimed subject matter is RELEGATED TO PUBLIC DOMAIN

1 Note that you might still be able to claim, say, an inherent metabolite of a drug by claiming it in purified, isolated form.  (Schering / Claritin metabolite case)

D Enablement NOT NECY for inherent subject matter.  (QUESTION: TRUE???)

Novelty — References
I Refs under SECTION 102(a)

A No patent if ELTS:

1 known or used by others in this country OR patented or described in a printed publication in this or a foreign country

2 BEFORE the invention thereof by the applicant

B Known or used by others (US-only) 

1 No affirmative act necy to inform public — NONSECRET use in USUAL COURSE OF BUSINESS suffices.  (Rosaire prospecting)

a Use in the open, w/ no deliberate attempt at concealment, is non-secret

2 Std for anticipation is ENABLEMENT

a So reduction to practice isn’t necy, as long as there is enablement

i Ex: in Rosaire (prospecting), if POSITA had been standing there watching the Gulf Oil team vaporize the rocks and run them through a spectrometer, he would have been able to do it himself

3 Unsuccessful or incomplete experiment won’t anticipate.  (Rosaire prospecting)

a But fact that item was part of an experiment doesn’t preclude anticipation if item was later perfected and became publicly known

C Printed publ (worldwide)

1 Fed Cir’s TEST:

a Whether interested members of the relevant public could obtain the info if they wanted to

2 Key is PUBLIC ACCESSIBILITY

a But does not have to be INDEXED — a display of a printed poster at a tradeshow may suffice, as might a billboard.  (Klopfenstein)

b Where reference wasn’t distributed to public or indexed, FACTORS to determine whether it was a printed publ include: length of time on display, expertise of tgt audience, r’ble expectations material wouldn’t be copied, ease w/ which material could have been copied.  (Klopfenstein)

3 Single copy in a publicly-accessible library may invalidate.  (Hall, German thesis)

4 Specific ev of when avail not necy where typical practice of library suggests when item would have been available.  (Hall, German thesis)

a But if item isn’t yet cataloged by library, no anticipation

5 No need to show anyone actually did LOOK AT the reference

6 Effective date of magazine = when it’s first rec’d by gen’l public

7 Receipt of manuscript by publisher doesn’t constitute publication

8 ORAL PRES unaccompanied by slides or copies of pres is not a printed publ

a Pres w/ transient display of slides: not nec’ly a printed publ

b And note that oral pres CAN suffice for KNOWN OR USED rather than printed publ

i Must show by C&C ev that enablement std met

9 FOREIGN KNOWLEDGE imported into the US can anticipate, so an oral pres given OVERSEAS, w/ somebody then going into US w/ the knowledge, can invalidate under “known or used” std

a BUT the knowledge must be publicly accessible somehow

II SECTION 102(e): disclosures in earlier-filed US apps

A No patent if invention was described in:

1 App for US patent by another filed BEFORE INVENTION by applicant and PUBLISHED

2 OR granted US patent by another filed BEFORE INVENTION by applicant

B In other words, disclosures in prior-filed app are prior art if app is eventually a) published or b) granted.  So app abandoned and never published is not prior art

C Material need not have been CLAIMED in prior app — just disclosed.  (Alexander Milburn / cutting tool)

D Note that FILING DATE of prior app counts — so it is secret prior art before it’s published 

III SECTION 102(f): derivation from another

A RULE: No patent if person DID NOT HIMSELF INVENT the subject matter he seeks to patent

B ELTS to show derivation:

1 CONCEPTION by person B

2 AND ENABLING COMMUNICATION to person A (patentee)

C Enabling communication

1 Invention must have been communicated AS A WHOLE to patentee by someone else in order to defeat patentee’s claim to the patent under § 102(f)

2 But suggestions not encompassing the whole invention may be prior art for OBVIOUSNESS analysis

D No geo limitation on derivation — so if you derive from someone outside the country, no patent

E Std = C&C for ISSUED PATENT

1 Oral testimony must be CORROBORATED

2 But C&C NOT NECY in INTERFERENCE b/c patent hasn’t yet issued

F Shop right may apply to defeat derivation claim (though this is more about ownership than invention)

G Another ex:

1 Hunting jackets w/ 3-D camo.  Bow hunters at a trade show suggested not having the 3-D stuff in the chest area.  Patent issued on the jacket w/o the stuff in the chest area.  Patent invalidated b/c guys at trade show invented — the whole invention was really the two-portion jacket, so the bow hunters conveyed the whole invention

H Section 256 v. § 102(f):

1 You can deserve to have your name on the patent for merely making a partial contribution

2 In contrast, for derivation under § 102(f), there has to be communication of the full invention

3 Failure to join an actual inventor under § 256 can result in invalidity under § 102(f), but many are simply handled under § 256 by adding on the missing inventor

a (It’s often better from the nonjoined inventor’s perspective to be added to a valid patent than to destroy the patent)

4 Campbell (flexible feed track case) could have gone this way rather than complete invalidation

IV SECTION 102(g)

A RULES:

1 No patent if in INTERFERENCE between A and B:

a B invented before A

b in any WTO country

c AND B did not abandon, suppress, or conceal
2 No patent if, in general (i.e., not in interference)

a B invented before A

b in the US

c AND B did not ABANDON, SUPPRESS, or CONCEAL

3 — C&C necy

B This means a prior inventor under 102(g)(2) is PRIOR ART GENERALLY against a patent, not just in interference (see Dow case p. 466).  Note § 102(g)(2) prior art may be secret — i.e., not discoverable to the patentee — as long as it’s not suppressed.  That is, as long as it is on the trajectory toward public disclosure

C RULE:

1 First to RtoP usu has priority

2 Filing a valid app constitutes a constructive reduction to practice

3 First to CONCEIVE may prevail over first to reduce to practice if first to conceive was R’BLY DILIGENT from time prior to other inventor’s conception to his own reduction to practice

4 Any reduction to practice that has been ABANDONED / SUPPRESSED / CONCEALED is disregarded

5 — In other words:

a Who is the first inventor?  (Christie)

i PRIMA FACIE, the first to reduce to practice

ii BUT a person seeking to patent MAY date his invention back to the date of conception

1 It’s up to second reducer to practice to show prior conception, and to connect prior conception to reduction to practice through proof of DUE DILIGENCE

D Another way to look at RULE:

1 First inventor to RtoP A has priority unless another inventor B can show ELTS:

a First CONCEPTION

b AND R’BLE DILIGENCE from conception to RtoP

c AND no subsequent A / S / C from RtoP to filing

E REMEMBER: DILIGENCE matters for delay from conception to RtoP; abandonment / suppression / concealment matters for delay from RtoP to filing

1 Diligence only matters if you are the FIRST to CONCEIVE but SECOND to REDUCE to practice.  If you are first to conceive and first to reduce to practice, you get priority regardless of diligence

F Section 102(g) requires INVENTION.  That is, CONCEPTION plus REDUCTION TO PRACTICE

1 Section 102(a) doesn’t require RtoP

G Conception

1 DEFN

a Complete performance of the MENTAL PART of the inventive art.  (Townsend)

b All that remains is CONSTRUCTION.  (Townsend)

H Diligence

1 That reduction to practice won’t be profitable is not a valid excuse

2 Poverty may be considered, but is not itself an excuse

3 In Christie case (bookbinding), inventor didn’t show diligence in RtoP.  He didn’t have the machines necy to build his machine

4 In Townsend case (double-threaded screws), inventor did show r’ble diligence from conception to RtoP

I ABANDON, SUPPRESS, CONCEAL

1 Abandonment, suppression, concealment only happen AFTER REDUCTION to practice

a Diligence only matters before reduction to practice

i In other words, DILIGENCE applies from CONCEPTION to RtoP (and only when first conceiver is last to RtoP).  A / S / C applies from RtoP to FILING

2 Gen’y, suppression or concealment must be deliberate.  But long delay betw RtoP and filing can give rise to inference of concealment.  (Peeler / patent sat in atty’s in-box for years)

a How long is too long?  17 mos has been held okay; 22 has been held too long; 4 yrs is prima facie too long

3 Where inventor a / s / c –s for a while, then RESUMES work (e.g., by preparing to file), this can defeat claim of a / s / c by someone who files after first inventor has resumed the work

4 What if you invent a process that creates a product, and you commercialize the product but not the process?  Does commercializing the product ward off a charge of abandonment of the process?

a Gen’y, yes

5 NOTE § 102(c) abandonment is DIFFERENT.  § 102(c) involves a public disclaimer of patent rights

J Burden of proof for COPENDING apps is merely preponderance of ev

K Testimony of alleged inventor re his conception, reduction to practice, and diligence must be CORROBORATED

L UNDERSTANDING that what you’ve done is new isn’t necy for invention.  (Dow / non-CFC blowing agents for making styrofoam)

M Prior art under § 102(g)(2)

1 Dow case (p. 466): note only reasons AVI didn’t seek a patent was b/c they thought what they’d done wasn’t patentable in light of Miyamoto patent.  Turns out Miyamoto wouldn’t have been prior art for AVI b/c AVI was doing something new.  Miyamoto claimed broad genus of non-CFC blowing agents; later Dow patent claimed a species — so it’s apparently possible to get a species claim even though the genus is in the prior art

N Exs of something that would qualify as § 102(g) prior art, but not § 102(a) prior art

1 If you are an inventor and you keep it secret w/in your company, but not so secret that you abandon / suppress / conceal

2 Or if invention is being used in a non-disclosing fashion (e.g., behind-the-scenes software invention) — not being abandoned / suppressed / concealed

V Int’l considerations

A Foreign activities to establish priority

1 Paris Convention and § 119

a Under Paris Convention / 35 USC § 119, foreign filing date in Convention countries count as US filing dates for priority purposes IF US app is filed w/in one year of foreign filing date

b Doesn’t matter whether foreign patent eventually issues or not

2 TRIPs and reformation of § 104

a Old § 104: no acts outside US count in establishing priority date except filing of foreign patent app (under Paris Conv).  (Westinghouse / electric train device used in Italy)

b New § 104: date of invention may be established using evidence of inventive activity in any WTO country

i In other words, activities outside US may establish conception, diligence, rebut inference of abandonment, suppression, or concealment, etc

Statutory Bars

I SECTION 102(b)

A No patent if ELTS:

1 Invention was PATENTED or DESCRIBED in a PRINTED PUBL ANYWHERE

2 OR was in PUBLIC USE or ON SALE in the US

3 MORE THAN ONE YEAR prior to app

B Two-part inquiry — patent barred if ELTS:

1 Public use / on sale / patented / described

2 UNLESS experimental

C STRICT IDENTITY may not be req’d under § 102(b), in contrast w/ § 102(a)

D Printed publs (and patents)

1 Rules are same as for § 102(a)

2 But recall inventor’s OWN actions can serve as statutory bar, but not as § 102(a) prior art.  This is the largest class of stuff that can bar under § 102(b) but CAN’T serve as prior art under § 102(a) 

E Public use

1 Not necy for > 1 of the inventions to be in public use.  (Egbert / corsets)

2 Not dispositive how many people know about the invention.  (Egbert / corsets)

3 Giving invention to someone to use w/o limitation on use or req’t of secrecy is public use.  (Egbert / corsets)

a In contrast, if you RETAIN CONTROL of the invention and SHOW people but don’t give it to them, this isn’t public use.  (Moleculon / Rubik’s cube case)

b Lack of confidentiality agr’t is one piece of ev; not dispositive.  (Moleculon / Rubik’s cube case)

4 HIDDEN PUBLIC USE (aka NON-INFORMING PUBLIC USE): doesn’t matter that invention may not actually be seen by others (e.g., corset; device that strengthens a safe; spring inside a closed mechanism)

5 Secrecy agr’t may be implicit for ees

6 EXPERIMENTAL USE exception — use in public to test may not start the clock

a ELTS:  (Pavement Co.)

i Good faith effort to reduce invention to practice

ii AND invention cannot feasibly be tested in private

iii AND due diligence

iv AND under control of inventor (critical req’t; i.e., others may not make it)

b BUT public may derive benefit from it 

c Experimental use cannot occur AFTER RtoP

i In Nicholson case, inventor didn’t know invention would work for intended purpose — thus no RtoP until after it had been tested

d SALE that is PRIMARILY for EXPERIMENTAL purposes doesn’t start the clock

F On sale

1 Clock starts on one-year period w/ ELTS:

a Invention is subject of a COMMERCIAL OFFER for sale

b AND invention is READY FOR PATENTING (i.e., fully conceived — not nec’ly RtoP)

2 Ready for patenting: may be proven TWO WAYS — ELTS:

a Proof of RtoP before critical date

b OR proof inventor had prepared drawings or other descriptions that were enabling to POSITA

3 BUT where inventor has substantial uncertainty about invention working, and invention is complex, clock may not run until RtoP

4 Product of secret process sold by INVENTOR starts the clock.  Sold by third-party doesn’t (see WL Gore below)

5 Formerly, sham sale (for instance, to fulfill terms of another K) wouldn’t count.  Not clear now

6 Granting or offering LICENSE to PATENT RIGHTS doesn’t start the clock

7 CONTINGENT offer doesn’t start the clock: seller gets lump sum up front and grants buyer license; seller will mfr invention, but if seller can’t then buyer is allowed to.  (Elan v. Andrx)

8 Whether offer for sale has been made is determined by UCC contract rules

a Soliciting offers for your product that you retain the right to reject does not constitute an offer for sale

G Third-party statutory bar activity

1 ANY use of the invention w/ no obligation of secrecy may constitute public use, even if it’s a use through another independent inventor.  (Baxter / blood centrifuge — public use was in an NIH lab)

a That is, if ONE INVENTOR allows a single public use, the clock starts for ALL INVENTORS

2 Same goes for offers to sell and publishing

3 Products of secret processes:

a Selling the product starts the clock for THAT inventor, but not for others.  (WL Gore / extrusion machine that can make Gore-Tex offered for sale by kiwi)

4 Even a thief’s activity may bar.  (Evans / GM steals cooling system)

Nonobviousness

I Early cases: Hotchkiss v. Greenwood (doorknobs of porcelain rather than metal or wood); Rubber-Tip Pencil (rubber eraser tips)

II BASIC RULE

A RULE:

1 Invention not patentable if DIFFERENCES betw invention and prior art would have been obvious AT TIME INVENTION WAS MADE to POSITA

B Evaluate using the GRAHAM INQUIRY.  (Graham v. John Deere / plow shanks)

1 Four parts:

a Determine SCOPE AND CONTENT of prior art at time right before invention

b Ascertain DIFFS betw present invention and prior art at time right before invention

c Determine level of OSITA at time right before invention, and EVALUATE OBVIOUSNESS in light of TSM to combine

d Consider OBJECTIVE EV (formerly “2dary consids”):

i Commercial success

ii Long-felt but unsolved needs

iii Failure of others

iv Invention is widely licensed

v Etc

vi — NEXUS req’t here: these must weigh in favor of nonobv b/c of inventive quality, not b/c of, say, celebrity endorsement

C NOTE these inquiries are factual, but final determination of nonobv is legal

D Doctrine of UNEXPECTED RESULTS

1 TODO

E Ostensible benefits of an invention not pointed out in the spec but brought up upon appeal are suspect if presented as reasons for nonobviousness.  (Graham / plow shanks)

III SCOPE AND CONTENT of the prior art

A Two-part TEST:

1 What art is available for § 103 use?

2 Is art relevant under nonanalogous arts test?

B What art is avail under § 103

1 ALL prior art available under § 102 is available for § 103

a Section 102(a): not controversial 

b Section 102(b):

i This means that prior art that wasn’t in existence at time of invention could be used against you under § 103

1 Note that you could undermine the statutory bar if you didn’t apply § 102(b) art to § 103.  Inventor could invent, sell, wait more than a year, then make a minor change to get around § 102(b) (b/c of complete identity rule).  But we can still get him under § 103

a Crucial distinction is fact that inventor’s own art can’t be used against him under § 102(a), but can under § 102(b).  The one-year period isn’t really important in this scenario

b The one-year period comes up when there is prior art from others than comes up after the invention date

c Section 102(e):

i Suppose A and B make an invention.  They invent and disclose X, but don’t claim some variations X’ on it

1 Now A, B, & C make an invention that is an extension of X’.  Under § 102(e), X can be used against A, B, & C.  (BUT see § 103(c) statutory exception below)

d Section 102(f):

i See § 102(e) example above: info disclosed to C by A & B could be used against C if he goes off on his own.  (BUT see § 103(c) statutory exception below)

e Section 102(g):

i TODO figure out scenario based on 102(e)-(f) examples above.  (BUT see § 103(c) statutory exception below)

f To PREVENT the unfair scenarios described in § 102(e)-(g) above, § 103(c) says: prior art under § 102(e)-(g) DOESN’T COUNT for nonobv if the prior art and invention all involve members of the same team, basically

2 SUMMARY: if same team, § 102(f) prior art doesn’t count for obviousness.  But if outsider discloses to you, that § 102(f) prior art counts towards obviousness.  In OddzOn, it was an outsider

C Nonanalogous arts test

1 Prior art that is TOO REMOTE from field of invention won’t be considered for nonobv.  (Clay / oil tank gel to make false floor)

a Recall field of invention doesn’t matter for novelty — ref can come from anywhere

2 CRITERIA to make art analogous:  (Clay / oil tank gel to make false floor)

a Whether art is from the same field of endeavor, regardless of the problem addressed

b OR if ref is not w/in field of endeavor, whether ref is still R’BLY PERTINENT to the PARTICULAR PROBLEM the invention seeks to address

3 This is a finding of fact, so std of review is CLEARLY ERRONEOUS

4 A ref is R’BLY PERTINENT if it is one which would logically have gotten the inventor’s attention

a If ref has the same purpose as the invention, it is more likely to be r’bly pertinent

b Clay example: would POSITA faced w/ the storage tank problem have looked in oil extraction art?

5 Ex of test using Clay oil tank case:

a Same field?  “Oil?”  Or “directing oil flow underground” v. “storing oil in atmospheric conditions?”

b Now, if not same field, same problem?  Arguably it’s an extraction problem in both situations

6 In re Paulsen: patent on laptop computer w/ hinged lid.  If the test were only “same field,” field would have been “computer hardware,” and patent likely would have issued.  But under the “same problem” prong, we introduce all mechanical arts.  Invention is obvious

IV EVALUATING OBVIOUSNESS in light of TSM to combine

A Must have TSM in order to combine elts from individual prior art refs.  (Dembiczak / Jack-o-lantern trash bags)

B Combining elts

1 Prior art refs may be COMBINED w/ ELTS:

a TSM to combine

b AND r’ble expectation of success

2 “Obvious to try” is not the std.  R’ble expectation of success necy.  If others have tried and failed, this suggests NO r’ble expectation of success — thus more difficult to combine refs to defeat patent

a This could arise where a magazine article ends by saying, “This invention might be useful for XXX.”  That’s a TSM to combine, but that alone won’t nec’ly give a r’ble expectation of success

C TSM may flow from:  (Dembiczak / Jack-o-lantern trash bags)

1 PRIOR ART refs themselves

2 Knowledge of POSITA

3 Nature of PROBLEM to be solved (i.e., what is the goal of the invention and the prior art?)

D MODIFICATION

1 This happens when there’s only one prior art ref.  It might be obvious to MODIFY that ref to the current invention

E IMPLICIT suggestion

1 TSM may not be explicit.  For instance, r’ble to assume reference implicitly calls for further optimization along well-known lines.  Ex: stronger steel would make a better knife

Infringement

I Gen’y

A STEPS in determining infringement:

1 Construe claims

2 Eval literal

3 Eval nonliteral (means/way/result on each claim; pioneering invention?)

II Claim construction / interpretation

A Matter of law.  Reviewed de novo.  (Markman / dry cleaning inventory system)

B Subj matter disclosed but not claimed is dedicated to public domain.  (Unique Concepts / wall fabric mounting system)

C Markman hearings

1 Claim interp comes first; this frames the entire case

2 Markman hearing can’t be appealed.  But typically party moves for SJ right after Markman, then appeals outcome of that motion

D Use three sources to construe claims:

1 CLAIMS, SPEC, and PROS HISTORY

E Some claim construction guidelines:

1 If claim contains > 1 elts, interpret claim so elts aren’t redundant.  (Unique Concepts / fabric hanging devices)

2 Subj matter disclosed but not claimed is put in public domain

III D / E (non-literal infringement)

A D / E TEST:  (Warner-Jenkinson / dye purification at pH 6.0-9.0)

1 INSUBSTANTIAL DIFFS on EACH ELT

B PIONEER inventions get broader D / E than incremental inventions

C D / E is a jury issue (but often taken out of jury’s hands through SJ or JNOV)

IV Prosecution history estoppel

A This is a LIMITATION on the D / E

B Estoppel may arise when an amendment is made to NARROW a claim.  (Festo)

1 No D / E will be allowed on narrowed elts — in other words, you can’t stretch the bounds of those ELTS

2 This is true for any amendment RELATED TO PATENTABILITY (but see exception)

C BUT EXCEPTION: PHE doesn’t apply if:  (Festo)

1 Accused device not F’BLE at time of patent app by person w/ OSITRA

2 OR if rationale underlying amendment was only tangentially related to the equivalent

3 OR if there is some other reason you could not have described the substitute

D NARROWING an elt occurs when:  (Honeywell / power units in planes)

1 Preexisting claim limitation is narrowed by amendment

2 OR new claim limitation is added by amendment

E REWRITING a dependent claim into independent form and canceling the orig indep claim is a NARROWING AMENDMENT (thus creating presumption of PHE).  (Honeywell / power units in planes)

1 Honeywell case: originally, Honeywell claimed 1 (A) and 2 (A+B) [in dependent form based on claim 1].  They amended to just claim 2 (A+B) [in independent form].  Dissent’s view is that the relevant claim, 2, wasn’t narrowed: it’s still A+B.  But majority view is that patent surrendered material: they originally claimed A and A+B; now they only claim A+B.  So presumption of PHE

2 Honeywell wants to expand on ADDED limitation: B.  So they have to meet Festo exception req’ts on B.  But B contains a whole bunch of limitations, so they will have a very difficult time figuring out which part of B to address for Festo exception purposes

F Burden is on patentee to show why amendment was made; presumed to have been made for purposes that will preclude D / E

G Exception-to-exception-to-exception-to-rule:

1 RULE = direct infringement

a Exception = doctrine of equivs: stretch bounds of patent from literal interp

i Exception = prosecution history estoppel: but don’t stretch if you’ve filed narrowing amendment on this claim

1 Exception = not foreseeable: but do stretch if the accused device was not f’ble; or if the rationale underlying the amendment was only tangentially related to the equiv; or if there is some other reason you could not have described the substitute

H Evaluating f’bility for purposes of exception to PHE

1 Educational level of the inventor; type of probs encountered in the art; prior art solutions to the probs; rapidity w/ which innovations are made; sophistication of the tech; educ level of active workers in the field

I EXAMPLE of PHE:

1 Warner-Jenkinson: patent app = process for dye purification.  At first, no pH specified — so this is a genus claim.  Prior art turns up for similar process w/ pH > 9.  This species claim would invalidate our genus claim.  So to get this patent, applicant restricts his patent to pH from 6.0 to 9.0.  Not clear why they added the lower bound.  Patent issues; now competitor is using process at pH 5.0.  Does it infringe?  Or does PHE on the narrowed pH range prevent patentee from using D/E?  Under Warner-Jenkinson rules, PHE WOULDN’T apply if amendment not made to get around prior art.  (Note Fed. Cir. later, in its review of Festo, changed rules: adopted COMPLETE bar on PHE for narrowed elt REGARDLESS of reason for amendment.  Then Sup Ct overrules in its review of Festo, yielding present rule)

J HYPO EXAMPLE of FESTO EXCEPTION to PHE (assuming present rules):

1 Wright Bros patent flying machine w/ wing covered in cloth.  They amend their patent on the cloth cover claim.  Somebody comes along and makes a plane w/ wing covered in nylon.  Wright Bros argue that synthetic cloth hadn’t been invented and wasn’t f’ble.  So they ARE allowed to use D/E against the infringer, and they win

K NOTE old rule: PHE doesn’t apply if amendment wasn’t made to avoid prior art, but BURDEN is on patentee to show reason for having made the narrowing amendment.  (Warner-Jenkinson)

V Disclosure-dedication rule.  (Toro / vacuum blowers)

A This is another limit on the D / E

B Recall subj matter disclosed but not claimed is dedicated to public domain

C Additionally, under DISCLOSURE-DEDICATION rule, no D / E to expand to encompass the DISCLOSED SUBJ MATTER

1 Rationale: problem wasn’t that this subj matter wasn’t f’ble — in fact, the inventor himself DID FORESEE it.  And the problem wasn’t inability to describe it — inventor DID DESCRIBE it

D Intent is irrelevant — doesn’t matter if patentee didn’t mean to disclose but not claim

E Disclosure need not meet § 112 enablement std in order to dedicate to public domain

1 Std is that POSITA can UNDERSTAND the disclosure

VI Experimental use def.  (Mader / Stanford guy w/ laser at Duke)

A Only applies where use is FOR AMUSEMENT, to SATISFY IDLE CURIOSITY, or for STRICTLY PHILOSOPHICAL inquiry

1 Rationale: these kinds of uses couldn’t possibly harm the patentee 

B If use has SLIGHTEST commercial implication, no def

C If use is IN FURTHERANCE of the infringer’s legitimate BUSINESS, no def

D Profit / non-profit status of infringer is not determinative

E RARELY used

Remedies

I Perm injunctions routinely granted

II Prelim injunctions.  (Amazon / OneClick)

A Std of review = abuse of discretion

B Prelim injunction ELTS:

1 R’ble likelihood of success on merits

2 AND irreparable harm if PI not granted

3 AND balance of hardships in favor

4 AND injunction has favorable impact on public interest

C Likelihood of success

1 Must show ELTS:

a Likely INFRINGEMENT

b AND likely patent VALIDITY

2 PI won’t issue if infringer asserts a non-infringement or invalidity def that patentee cannot prove LACKS SUBSTANTIAL MERIT

3 Non-infringement / invalidity:

a It’s possible that infringer may have enough ev to ward off PI, but not enough ev to get SJ on invalidity or non-infringe

D Irreparable harm

1 Not very important.  If you make a CLEAR SHOWING of patent validity and infringement, irreparable harm is presumed

E Public interest

1 Also not very important.  Fed Cir usu considers public to have substantial interest in patent enforcement

III Damages gen’y

A Typical timeline:

1 Issuance

2 Complaint filed

3 PI hearing

4 Final injunction issued

B Damages assessed starting w/ issuance of patent if marking or actual notice FOR PRODUCTS

1 For PROCESSES, notice not req’d

C Std for dams: adequate to compensate fully for injuries proximately caused by the infringement

1 Goal: to find patentee’s financial condition after the infringement, and what his condition would have been if the infringement had not occurred

2 Ex: how much would the patentee have been able to charge in the absence of the infringement?  How many units would the patentee have sold?

D Measures of dams:

1 LOST PROFITS if can show; else R’BLE ROYALTY

2 Treble dams for willful infringement

3 Atty fees in exceptional cases (usu connected w/ willfulness)

4 No disgorgement in patent law

E Willful infringement

1 Opinion letter provides effective defense

2 But no adverse inference created by infringer’s failure to produce opinion letter

a However, not clear how to show due care in absence of opinion letter

F Panduit case: P seeks lost profits on D’s sales OR r’ble royalty; P also seeks lost profits on P’s OWN SALES due to price erosion b/c of presence of D in mkt

IV Lost profits

A To get lost profits, patentee must show ELTS:

1 DEMAND for patented product

2 AND absence of ACCEPTABLE NONINFRINGING SUBSTITUTES (from parties other than the patentee)

3 AND MFRING and mkting capability to exploit the demand

4 AND amt of PROFIT he would have made

B No acceptable noninfringing substitutes

1 P must be able to show that consumers likely would have bought a certain qty of his goods had the infringer not been in the mkt

a Note that just b/c there is a non-infringing subst doesn’t mean the patentee gets no sales — some of the infringer’s share is apportioned to the patentee

2 This may require showing that consumers DO NOT DEMAND every feature of the patented product — thus that infringer’s goods are effective substitutes.  (Grain Processing / malodextrin product avail but not sold during infringement period)

3 Must exclude alternatives to the product w/ disparately different prices or significantly different chars.  (Crystal Semiconductor Corp.)

4 The more competing goods in the mkt, the fewer customers would likely have turned to the patentee in the absence of the infringer’s goods

5 MARKET SALES are good ev that product is a substitute

6 Product NEED NOT be ON THE MKT to be AVAIL as a substitute.  (Grain Processing / maltodextrin product avail but not sold during infringement period)

a However, if not on the mkt during infringement period, inference arises that product not avail.  Infringer has burden of overcoming this inference

b Infringer may show it had the knowledge, materials, and capacity to make the product, but that it had some reason not to put the product on the mkt (e.g., it was more expensive)

C Lost profits may be awarded for R’BLY F’BLE injury.  (Rite-Hite / truck-loading mechanism)

1 Lost profits need not come from lost sales of the PATENTED products themselves

2 If infringing product displaced sales of OTHER of patentee’s products, patentee may recover for those profits if the loss is r’bly f’ble

3 But prox cause notion: maybe lost profits would have been plowed back into R&D; we would have invented cold fusion and made trillions — that won’t work 

4 Rite-Hite dissent:

a But purpose of patents is to mfr and sell the PATENTED PRODUCT.  Compensating injury to other products does not serve purpose of patent system

b Also: patent law should compensate injury to PATENT RIGHTS.  Patent should define scope of protectable rights Here, majority wants to compensate injury to other rights

D Calculating lost profits:

1 Assumptions: everyone knows of and respects patent; no enforcement / assertion / infringement costs for patentee that would reduce avail funds or encourage rival entry

2 Must ALLOCATE MKT SHARE

a How many players?  If only two, then all infringer’s sales go to patentee

b If patentee, infringer, and non-infringing player, must allocate sales betw patentee and non-infringing subst

i RULES for doing this:

1 Pro rata allocation (according to existing mkt share)

2 OR xxx TODO???

ii NOW, patentee may argue that on portion of mkt that ISN’T assigned to him pro rata (i.e., that is assigned to the non-infringing subst), he still should get r’ble royalties

1 In WMS Gaming, patentee DID get those royalties

2 This is questionable, b/c sales of non-infringing subst of course don’t generate royalties for patentee

3 Grain Processing case — ex of modern, complex mkt analysis (this is probably the one to pay attention to)

a Patentee has initial burden to show a r’ble probability that he would have made the asserted sales to establish lost profits

b Once the patentee establishes this “but for” causation, burden shifts to infringer to show that causation is unr’ble for some or all of the lost sales

i Even HYPOTHETICALLY avail substitutes can cut into patentee’s sales

1 That is, subst need not have been actually on the mkt.  If subst was w/in infringer’s production capabilities, fair to assume infringer would have used this subst instead of the patented product (if patentee had asserted his rights earlier, I guess)

V R’ble royalty

A If can’t show lost profits, can get r’ble royalty

1 Based on:

a Established royalty

b OR hypothetical arms’-length negotiation at time infringement began

2 Must take into account potential substitutes for patentee’s goods, elasticity of demand

B BUT isn’t it unfair to make infringement followed by r’ble royalty no more costly than getting a license up front?  Shouldn’t we penalize the infringer somehow?

1 So cts typically implicitly make the ex post facto r’ble royalty higher than it truly would have been up front

C TODO factors???

VI Cross-elasticity

A Responsiveness of demand of one good to changes in the price of a RELATED good (either a subst or a complement)

B XED = [% change in demand for good x] / [% change in price for good y]

C Of course, for patent cases, we’re usu looking at cross-elasticity for goods that are substs

Legal Process

I REISSUE.  (Mentor Corp. / condom catheter)

A Patent may be reissued under § 251 for ELTS:

1 ERROR

2 AND NO DECEPTIVE INTENTION, incl defective drawing or specification, claim too broad or narrow

B Exs:

1 Correcting claim so that prior art newly discovered doesn’t read onto claim.  This way you get to preserve the claim

2 Another: your competitor comes out w/ a new variant on your product; you could have written your claims to cover this.  You change your claims on reissue

C No deceptive intention: no strategic plan to get a patent and then broaden allowed

D Error in patent

1 Types of errors that may be corrected

a Claiming too much (after-discovered prior art)

b Not claiming enough (after-discovered competing product)

i But note “dedicated to the public rule”

ii But see recapture rule

2 Types of errors that may not be corrected

a Complete anticipation

b Insufficient disclosure (NO NEW MATTER) 

E Error in conduct

1 Can’t cure inequitable conduct, etc

F If you’re seeking to broaden claims, you must file for reissue W/IN 2 YEARS of grant of patent

1 If you file for reissue w/in 2 years w/ no broadening, then change your reissue app to seek broadening after 2 years, you’re out of luck

G RECAPTURE RULE:  (Mentor / condom catheter)

1 Cannot recapture material surrendered through deliberate decision in order to overcome prior art

2 Cannot recapture subj matter previously surrendered through DELIBERATE WITHDRAWAL or AMEND 

3 Cannot acquire claims that are of same scope or broader than those canceled from orig app

4 That reissued claim sought may be broader in some ways but also NARROWER in others doesn’t save you — you’re still broadening

5 However, you may broaden on reissue on subj matter unrelated to material you surrendered previously

H You can’t extend the patent term through reissue

II REEXAMINATION

A Intended as a middle ground quality screen for a patent betw pros and fed dist ct lit

B Process:

1 Someone (incl, perhaps, patentee) files reexam req under § 301

2 Party must raise a SUBSTANTIAL NEW QUESTION of patentability based on PATENTS or PRINTED PUBLS only

3 Patentee may amend claims to get around the new prior art

C Limits on reexamined claims

1 Scope of claim may not be enlarged during reexam

a If it is, claim is CANCELED.  Patentee does not get to fall back on claim as it existed prior to amendment

b Even changing lang from “at least 600” to “at least approximately 600” will invalidate the claim.  (Quantum / hard disks)

D Inter partes reexam

1 See §§ 311-318

2 Section 315(c) estoppel provision.  This deters most potential infringers from using inter partes reexam.  They won’t risk being estopped on a piece of prior art if there is subsequent litigation

III Inequitable conduct

A Laches

1 See Lemelson case

Ownership
I Ownership rules for entire patent

A In absence of agr’t to contrary, each CO-INVENTOR has an UNDIVIDED INTEREST in the ENTIRE PATENT.  (See § 262)

B Ownership is not subdivided by claims; not related to “percentage contribution” of each inventor

C Each co-owner can use and sell the invention and license the patent w/o consent of other owners and W/O ACCOUNTING to other owners

II Inventorship rules

A For inventorship you go claim by claim

1 Std = NOT INSUBSTANTIAL CONTRIBUTION on any claim by a particular party

2 That party should get its name on the patent

B Basic rules

1 Co-inventors, in the absence of any agr’t, are co-owners

2 If you fail to join an inventor who DID NOT ASSIGN HIS INTEREST, the patent is invalidated UNLESS the nonjoined inventor wants to join himself under § 256.  So an accused infringer can get the nonjoined inventor on his side, and bust the patent

3 IMPORTANT: if you have assigned your interest but aren’t on the inventor list, this does not invalidate the patent.  Patent is only in jeopardy if you aren’t on the inventor list but did NOT assign your interest

C STANDARD for co-inventorship.  (Burroughs / AZT; Lilly / aerosol delivery of insulin)

1 ELTS:

a Contribute to CONCEPTION (NOT reduction to practice)

b of AT LEAST ONE CLAIM

2 Std to prove co-inventorship by non-joined inventor = C&C

III Coinventorship as a def to infringement

A License from putative coinventor who has not otherwise assigned his/her interest can provide def to infringement D

B Std for determining coinventorship is critical

C Where inventor is CONCEIVED by party A and party B merely TESTS the invention to prove it’s useful, party A is the inventor.  (Burroughs Wellcome / AZT tested by NIH)

D Same result if party B merely assembles the invention based on instructions from A.  (Of course, machinist assembling invention typically does contribute somewhat)

