Intro to IP Outline

I. General Concepts

a. Difference between Physical Property and Intellectual Property
i. Physical property is exclusive, rivalrous, and generally exhaustable. 
1. exclusive – I can exclude others from using it – this is the core of Western conceptualizations of property generally.
2. rivalrous – my use generally means you cannot use the good.
3. exhaustable – using the good will deplete it or degrade its quality.
ii. IP – nonexclusive, nonrivalrous, non exhaustable
1. nonexclusive – if I tell you the idea, I cannot prevent you from using it.
2. Nonrivalrous – My use of the Idea does not prevent you from using the good.
3. Nonexhaustable – the use of the idea does not deplete or harm it.
4. Public Goods – nonexclusive and nonrivalrous goods. 
b. Results
i. Utilitarian Perspective
1. The economic justification lies not in rewarding people for their labor but in assuring that creators have adequate incentives to engage in creative activities.
2. From an economic perspective, the underpinning of private property rights stems from a worry of over use if everyone had access to the good and from prevent disputes over ownership if ownership is not clearly defined. However, for IP those issues are not central because everyone can use an Idea without harming the Idea. 
3. Public goods problem – if ownership of intellectual property, the public goods nature of IP could result in a lessening of the incentive to create and therefore, less ideas being created.
4. First mover problem – you have an idea you want to sell. Nobody will buy it until they know the idea. In the absense of well defined IP rights, you cant tell anyone the idea or else they can use, but once you tell them, you cannot prevent them from using it so they have no reason to pay you.
5. Economic Benefits of IP vs. Costs of Limiting the diffusion of knowledge
a. Monopoly: simplistically, IP rights allow one to charge P>MC. This gives an incentive to create. However, we need not give “too much” incentive.
b. Cumulative innovation – product refinement cycles often take place in cumulative rounds of innovation. If we grant super strong IP rights to the initial inventor, later cumulative prefectors of the IP might have a disincentive to create. 
c. Industry specific reasons: 
i. first mover advantage can be huge and help offset the need for IP rights (FedEx has no IP rights to the business idea of “guaranteed overnight delivery”
ii. Time frame matters – digital copying now makes strong copyright more of a necessity.
ii. Natural Rights (Lockean) Perspective
1. Fairness/moral/distributional argument – people deserve the fruits of their efforts. By connecting your labor to something, you gain rights in it. 
2. Problems: 
a. What is the effort is small? Should you have rights in the result even if your effort was negligible?
b. Locke still believes in balancing the ownership interest with the interest of the public and consumers of the good.
iii. Personhood Perspective
1. Radin – personhood is connected to property. People feel invested in the goods they created and they want acknowledgement for their creation.
Hegel – A person is actualized through property.  Creation vests moral rights in the person who created the item – this is a big deal in Europe and we will see it later in copyright.

II. Trade Secret Law

a. Overview and Theory
i. Uniform Trade Secrets Act 34-35
1. A Trade Secret is “information” § 1(4) – including a formula, pattern, compilation, program, device, method, technique, or process, (essentially any valuable information) that:
2. must not be generally known, or readily ascertainable (4)(i) – i.e. secret
3. must be valuable – actual or potential (4)(i)
4. must derive its value from not being generally known or readily ascertainable
5. reasonable efforts must be taken to protect the secret (4)(ii)
ii. Restatement of Torts § 757 – definition at 42.
iii. Theory
1. utilitarian – protecting against theft of valuable information encourages investment (view TS as a form of property)
a. Ruckelshaus v. Monsanto – (1984 U.S.) – federal law that required disclosure of Monsanto’s TS was a “taking of private property”; TS has many of the characteristics of private property and are assignable. 37
2. Deterrence – tort theory related, aim is to punish and prevent illicit behavior and uphold respectable standards of business behavior. Side effect would be to promote investment.
a. E.I. du Pont v. Masland – (1917 US) – 37 – breach of confidence and duty – “( stood in a confidential relations with the (.”
3. Contract law – different contracts can state that one must protect the secret. If you don’t, then its breach of contract.
b. What is a Trade Secret?
i. The TS must in fact be a secret. 
1. Why?
a. Evidentiary – secrecy provides evidence of wrongdoing
b. Economic Incentives – prevent a windfall from someone who inadequately protects something they think is valuable. Someone cannot “steal” commonly known information and therefore you are prevented from suing for this “commonly known” information.
c. Notice – efforts to maintain secrecy can put a third party on notice that you are concerned about the idea and its value.
2. Categories of Information – very expansive.
a. Fourtek – 38 - ( argued that the combination of the commonly known metals was a trade secret. Court agreed.
b. Basic Ideas or concepts are generally not protectable because they are just too well known to derive value from the secrecy – Buffets v. Klinke – 44 – simple recipes not protectable.
c. Information on prices, discounts, and occupancy levels are protectable when closely guarded – Camp Creek v. Sheraton – 44.
d. Need Not be New, Novel or Unique – just enough to separate it from everyday knowledge. Prior art defense in patents wont work in TS. 44
e. 6 Factors from Restatement of Torts – 44 – 45. 
3. Known to competitors or knowable by competitors issue
a. Rohm & Hass – 46 - ( hires an employee who has memorized ( secret process. ( proves that the process was in several books and therefore was disclosed. Ct – doesn’t matter, ( did not learn the information from the books but from the employee who stole it. This is a very expansive view.
b. UTSA – if “generally known” or readily ascertainable by proper means” then its not a secret. If the information is available from public sources, the ( can obtain the information from those sources or from the ( herself. So Rohm & Hass doesn’t work in the 41 states that have passed the USTA.
ii. Reasonable Efforts to Maintain Secrecy
1. Why require?
a. Evidentiary – efforts to protect are evidence that the secret was indeed valuable. Moreover, the more control you try and maintain over the information, the easier it is to prove that the only access ( had to the information was from you.
b. Moral – don’t reward careless owners
c. Notice – put third parties on alert that there is something valuable here and being protected
d. Economic – fencing costs – if we didn’t have trade secret law, then sometimes the cost of protecting information fully would be so costly it would not be worth the protection (as compared to the value of the information) however with trade secret law stepping in to provide coverage after “reasonable” efforts, firms still have an incentive to maintain their TS.
2. Reasonable - What Level of Protection?
a. Rockwell v DEV – 49 – level of protection isn’t that important in analysis,  what was important was that the ( employees took the information. Confidential relationship was established between a manufacturer and subcontractor.
b. USTA – reasonable methods must be taken!
c. ECC v. Controlled Motion – 55 – since no reasonable efforts were taken, the information was not a trade secret – no signage signaling it was a restricted area, no employee badges, no confidentially between employer and employees, none of the documents were marked confidential. 
3. Disclosure of TS
a. Disclosure of the TS – destroys protection
b. As long as secret – its protected
c. How can it be disclosed?
i. Publication – academic or any other forum including patents.
ii. By selling a product that embodies the secret – if the TS is fully disclosed by the product produced, then the protection is lost. Key whether or not the secret is apparent to the buyers of the product or is it undecipherable within the product - if you invent the wheel and your secret is that its round, the minute you make it, the protection is lost.
iii. Disclosure by a Third Party – either through independent development or discovery and then disclosed as above. Both parties rights to the TS are destroyed.
1. Stolen TS that is published – protection is lost. RTC v. Lerma – 63 – Church of Scientology publications on the Usenet for 10 days destroyed TS protection. You might have a claim against the thief but not subsequent users.
iv. Inadvertent Disclosure - 64 – truly accidental disclosure will not defeat.  Widespread disclosure even if accidential probably would kill.  UTSA § 1(2)(ii)(C) – if the person knows it was an accident they can still be liable for misappropriation.
v. Government Requirement – labeling and what not.  See Ruckelshaus above (can be a taking under the 5th Amendment)
vi. Incorporation into the public record – 65 – FOIA, depositing a work in the US Copyright Office.
vii. Problem 2.5 – 58 – no protection because once people taste the drink they know what is in it.
c. Rights Conferred
i. Protection is Automatic – then you litigate to see if in fact you have a TS.
ii. CA Civ Code 2019(d) – must list TS with specificity at some point during the trial.
d. Misappropriation of TS
i. General Idea
1. Step One – Do I in Fact Have a secret
2. Step Two – Was It Stolen
a. proof of acquisition of the secret by improper means
b. use or disclosure of the information in a violation of a confidential relationship
ii. Improper Means – 66
1. du Pont v. Rolfe – 66 – aerial photography case. Du Pont had a great way to make methanol. You cannot reverse engineer the end product, so they decided to photograph the plant. Ct – morality argument - tort like behaviors, but also actions that “fall below the generally accepted standards of commercial morality and reasonable conduct – misrepresentations, tapping telephone wires, eavesdropping…tolerance stops when protections required to prevent spying costs so much that the spirit of incentives is dampened. Economic argument - not just tortious conduct – overlaps with otherwise legitimate behavior – when cost of prevention harms incentives - think fencing costs argument
2. reasonable and customary precautions still need to be taken to maintain secrecy.
3. Rolfe could have gone to the planning commission and gotten the publicly available plans however.
iii. Breach of Confidence
1. secrets could have been properly obtained but still misappropriated if they are IMPROPERLY used or disclosed. 
2. Restatement (Third) of Unfair Competition § 41 - 76
a.  Explicit relationships – K is signed. 
b. Implicit relationships – relationship is implied from circumstances.
i. Person knew or had reason to know that the disclosure was intended to be confidential, AND
ii. The other party to the disclosure was reasonable in inferring that the person consented to the confidentiality obligation.
c. Cir are split on what is actually required, some require actual knowledge while others virtually know actual consent.
3. Dravo – 71 – shipping container case. Implicit relationship was based on circumstances. The court believed that the “buyer” never really intended to buy the technology just learn enough they could steal it. morality based argument – from looking at the timeline one could tell that the “buyer” had acted in bad faith. 
a. Good ( made wasn’t exactly like Dravo’s – didn’t matter – so long as substance of the product is derived from the others secret – Mangren – 76.
4. Venture Capital – this issue is a big problem. If they are a good faith buyer and cannot reach agreement with you to buy your TS, then they might be precluded from the field. Response – refuse to enter into a confidential relationship and make it clear to the seller that you are not in a confidential relationship. However, then you run the risk of the VC not buying and then later on having a hard time not using what the learned from you.
iv. Reverse Engineering
1. Starting with a known product and working backwards to find the method by which it was developed
2. Acquisition must be fair and honest – such as purchase of the time on the open market, observation of the item on public display; obtaining the TS from published literature
a. Reingold – 82 - even though the TS was obtainable by proper means, the fact that the ( obtained it improperly was enough to cause misappropriation.
3. K-ing around Reverse engineering – courts are split on whether or not parties can contract around reverse engineering rights.
4. Problem 2-9 – padlocking made it hard to see what’s inside, but you do have the right to reverse. Moreover, you snuck out and bought it through a third party. But also, they wouldn’t sell it to you if they knew you wanted to RE.
v. Departing Employees
1. confidential relationship between employer and employee can be through K, but even if no K – VERY OFTEN implied
2. Prevention of solicitation of customers and employees
a. You cannot take customer lists with specific information
b. CA – for lawyers - you can tell customers you are leaving and they get to decide whether or not to go with you. 
3. Non- competition agreements
a. 40 or so states – noncompetes are enforceable if they are reasonable.
b. Generally strictly construed against the employer but they are upheld a lot.
c. CA – Cal B&PC § 16600 - any noncompete is VOID except those concerning the sale of a business as long as the terms are reasonable. Still cannot disclose TS of employer. CA law trumps other state laws. 91
d. Reasonableness – variety of factors. 
i.  employer’s interests
1. length of time 6 mo – 1 year is ok, 5 years isn’t, more limited the better
2. Scope – cant say – you cant be a lawyer, but you can say you cant be a tax attorney. Conglomerates cannot prevent you from working in all their affiliated industries.
3. geographic scope – cant be all over the nation most likely
ii. employee’s interests – how mobile are they? What happens to their career if they are forced to sit out for a year?
iii. Public policy issues
1. antitrust – cant use noncompetes to stifle the industry
2. health – cant prevent doctors from competing if their specialty is rare
e. companies argue that noncompetes prevent employees from stealing TS. CA Courts – we will grant injunctions upon a showing but you don’t get an automatic injunction (i.e. noncompete clause)
f. Inevitable Disclosure – new wrinkle
i. Firms argue that the employee cannot help but use the TS of the prior firm even if subconsciously. 
ii. Problem – to grant an injunction you need proof of disclosure or threatened disclosure vs. in this situation – allegations of potential disclosure
iii. CA – has REJECTED, some courts follow it with time limits  
iv. Pepsi v. Redmond – 94 –  ct upheld inevitable disclosure. Injunction with NO time limit – is this fair?
vi. Employee Inventions
1. common law – invention and employment were considered separate activities
a. “hired to invent” – employer owns invention
b. use employer resources but come up with idea largely on your own – “shop rights” – employee gets to own the invention but employer gets a nonexclusive right to use it.
c. invent on your own time with no employer resources – employee owns the invention
2. K  can modify common law – can say all inventions are mine – few states have limits on this type of contract but not many.
3. CA Labor Code § 2870 – if you work on an idea on your own time and your own resources and it does not directly relate to your employer’s current or demonstrably anticipated business – K cannot require you to assign this type of right. 
4. Wexler – 97 – W hired to reverse engineer competitor’s products. When W leaves, he takes his formulas with him. Ct – W could take the formulas because they were not based on any TS given by employer but based on his skills that he acquired over time. He was not “hired to invent”
5. Problem 2-11 – 1-3 – 1. is there a TS? Under Restatement – needs to be used in business – so not a secret. Yes, USTA says actual or potential value so the idea was most likely a TS, did she steal it. 2. she developed it at work, what type of relationship did she have with employer – she came up with it while working for CarTech, but what if she came up with it at home on her own time effort and energy. If while at work - Under common law it appears that she’s in #2 – they cannot permit her from leaving but they can use it to. If not at work – hmmm…
vii. Trailer Clauses
1. have a clause in the employment or invention K that says – if you leave, anything you invent in the next 6 mo (for example) is ours.
2. need to be reasonable – length, related to work employee did, does employer really need the K.
e. K-ing to protect the secret
i. Warner-Lambert – 108 – k is to pay for Listerine. ( argues that it is not longer a TS so they shouldn’t have to pay. ( says K isn’t premised on the demise of the TS. Ct – agreed with (
ii. Issues – the main limit on TS protection is that the information must be secret, as long as it is you get protection (even if forever). Here we have a case where WR must pay the royalty but the formula is in the public domain. 
iii. Why? Freedom to contract. Be careful what you K for. 
iv. Should you be allow to K around TS law (or IP law in general).
f. Remedies
i. Full spectrum of remedies – none, enforce expectations, actual loss, disgorgement of profits, injunction, punitive damages, jail.
ii. USTA § 2, 3, 4 – 112
iii. Mix of K/tort remedies and property law remedies.
iv. Head – Start Injunction – the court can make a person who stole a TS “wait” a certain amount of time, this time is based on how long it would have taken to develop the TS in the first place. This will place the thief and the victim on the same position
v. If its impossible to do this because the thief has already entered the market, they can be required to pay a “reasonable royalty”
vi. K-2 Ski – 113 
vii. Criminal – government is the ( on your behalf.  Burden of proof is higher.
1. Economic Espionage Act of 1996 – EEA – 119
a. More expansive list of crimes than USTA
Extends to information in any form.

III. Patent Law

a. Theory – patented goods are public goods. If they did not receive protection, they’d be easily copied and the inventor would be denied their return on their hard work, to make sure there is an incentive to invent – we protect their invention for a limited period of time.
b. Definitions
i. Claims – define the boundaries of the property right that the patent confers.  “metes and bounds” 
1. Claims are laid out in the prosecution. The art of patent prosecution is to obtain claims that are as broad as possible without going over the line. 
2. Claims can be nested. 
3. independent claims and dependent claims - 133
ii. Patent prosecution – the back and forth application process between the patent examiner and the applicant
iii. Specification – describes the invention. Names all the parts or components of the invention, describes how they work, and illustrates how they work together to perform the invention’s function. Claims follow the specification.
c. Federal Courts Improvement Act (1982) – created the Court of Appeals for the Federal Circuit – among its responsibilities is to hear all patent appeals.
d. Rights conferred – exclude others from making, using, selling, offering for sale, or importing the claimed invention.
i. Blocking patents – a patented invention itself may be covered by a preexisting patent – which is called a “pioneering patent”. Both holders of their respect patents can block the use of either patent until they agree on terms to authorize their uses.
ii. Patents do not grant affirmative rights to do anything – drugs that are patented must still get FDA approval before they can be sold for example. They just give you the exclusionary rights above.
e. Length of Term – 20 years from the date of application (so the patent is “in force” for 20 years minus the amount of time it takes for the prosecution).
f. Requirements of Patentability
i. Nutshell
1. Patentable Subject Matter – certain types of things are not patentable – products of nature, abstract ideas, and other things left to copyright and trademark law – songs, books, words, etc.
2. Utility – usefulness - very small restriction
3. Novelty – need to show you’re the first person to come up with the invention (POLICY-  is to reward the actual inventor)
4. Non-obviousness – your invention needs to be sufficiently major step to warrant the granting of exclusive rights (patent). Needs to be something more than people with ordinary skill in the art could figure out (patent for a fuschia pencil rather than the usual cream color isn’t patentable)
5. Enablement or disclosure – you must give society the necessary information to make the invention so that people in the field can make it once your patent expires (POLICY - its part of the quid pro quo of the patent – give us the information and then we give you exclusive rights/ it also shows that you did in fact make it)
g. Patentable Subject Matter
i. Chakrabarty – 138 – sup ct. – person engineered some bacteria that will decay oil by adding an extra plasmid. Bacteria was not naturally occurring with the extra plasmid. Patent examiner rejected the bacteria (microorganisms are products of nature and living beings) for patentability but granted claims on the process of making the bacteria and the substrate used to deliver it.  Sup Ct – patentable.  1. The relevant distinction is between products of nature – animate and inanimate; and human-made inventions.  2. broad language of § 101 
ii. Funk Bros. – 141 – person tries to patent a mixture of six species of bacteria that live on a plants roots. Sup. Ct. – culture was only the handiwork of nature, they’ve always infected the plant naturally – combination produces no new bacteria, no change in the six species, no enlargement of their utility.
iii. Parke-Davis – 147 – scientist tried to patent a more pure form of adrenalin.  It was medically superior because it was more pure and had less tissue in it. two original claims – 1. for the active ingredient 2. for the process.  Patent office rejected claim 1 under American Wood Paper – no product is patentable when it has merely been separated from surrounding materials by the patentee and remains unchanged. L. Hand – scientist changed it when he found a way to get the salt out of it – commercial and therapeutic novelty, these were not just grains of the substance in a purer state. 
1. American Wood Paper is the general rule, this Parke-Davis exception shouldn’t really be viewed broadly. This is a n outlier.
iv. Ex parte Ltimer – 149 – tried to patent plant filaments. Patent Commissioner – process claim is patentable, filaments themselves are not because discovering their nature is not patentable – they had already existed like a jewel in the ground.
1. In general – process claims of getting the material are patentable (above two cases) but not the material itself because it already existed.
2. Why is this important? If you own the process nobody can use that process- but others can make the material using a different process than yours. But if you own the material patent itself nobody can make the material – NO MATTER WHAT PROCESS they use.
v. Abstract Ideas – Rubber-Tip Pencil – 151 – an idea itself is not patentable but a new device by which it is made practically useful is.
vi. Printed Matter – a printed piece of paper with forms on it cannot be patented.  So games are generally not patentable because the boards and dice are not new inventions even tho the printed matter might be but printed matter is not patentable unless its part of a new invention that claims a new and useful structure or if the relationship between the printed matter and the physical structure is a new and nonobvious one.
vii. Business Methods – Past – were not patentable. State Street Bank – 1998 – business methods are patentable as a process.
h. Utility 
i. minimal obstacle to obtaining a patent – only if an invention has absolutely no “practical utility” will a patent be denied 
ii. high water mark – Brenner – 157 – need to be able to tell the PTO the use in order to get a patent. Cant just invent something and not know the use of the invention. 
iii. § 101 – “whoever invents any new and useful process, machine, manufacture, or composition of matter, may obtain a patent therefore…”
iv. even if an invention works in an experimental setting and has no proven use, you can get a patent 
v. EXCEPTION – some pharmaceuticals cases question whether lab promises are enough
vi. Types of Utility
1. General Utility – does the invention actually do anything.
2. Specific Utility – does the invention do what you claim it does.
3. Beneficial or Moral Utility – the invention must have some minimal social utility; or at least not be harmful or deleterious.
i. Novelty and Statutory Bars
i. 35 U.S.C § 102 (a) – Novelty – (“new compared to the prior art”) you get a patent unless one of these four events occurs before the date of my invention
1. Invention was known by others in the US before you invented.
2. Others were using the invention in the US before you invented.
3. If the invention was patented anywhere in the world before you invented it.
4. Described in a printed publication anywhere in the world before you invented it. 
a. Rosaire – 169 - ( is a gas/oil drilling company and they use a process that they had patented. ( claims they used the process prior to the (.  ( responds that their use was experimental and not really public use enough to be “known or used by others in this country” Ct – the use was in prospecting and the project was stopped so that the data gathered could be analyized. This wasn’t an experimental use to see if the process works but a use in prospecting. Patents were invalid and ( wins. 
b. Garlock – 171 – concerning “secret” prior use – nonsecret use of a claimed process in the usual course of producing articles for commercial purposes is a public use. – VERY broad standard 
i. could lead to the case where you have a TS and someone else independently invents the item and then patents it and they get the patent. 
c. MacNeale – 172 – the safe case – even though the feature was hidden from view after the safe is built, it wasn’t hidden to the workers and the safe could have been destroyed to reveal the patented invention.  This type of use was prior use.
d. Picard – airplane engine case – experimental engine is sold and then perfected and used by buyer (?). did this make the abandoned experiment prior art? – Ct. whether or not its prior art “depends on how far it becomes part of the stock of knowledge of the art in question”
e. Inherency Doctrine – 173 – two lines of cases:
i. when accidental producer is not aware of production and did not intend to produce the good – then this type of production will not bar the granting of a patent after later intentional production. 
ii. If a product is known in the prior art already (such as above since it was produced and known – just not intentionally), an inventor cannot obtain a patent on that product merely by putting it to a new use “even if the new result had not been contemplated before.” You can get a process patent tho.
ii. Statutory Bars – 35 U.S.C. § 102 (b) – General concept is you are the first to invent but then you screw up and sit on your rights. 
1. Cannot get a patent if
a. If its in public use in the US more than a year before filing.
b. “on sale” in the US more than a year before filing.
c. Patented anywhere in the world a year prior to you applying for your patent.
d. Described in a printed publication anywhere in the world more than a year before you file your patent application.
2. Policy – maybe the public came to rely on your information and so they should have its benefit. This also limits the amount of time you can delay (intentionally sometimes) so that you don’t take an industry by surprise – its free now so use it, then later you file a patent – submarine patent
3. Problem 3-7 – 177 – progress report sent to govt and industry people (33 total). Then you don’t file a patent until over a year has passed. Was this public and now your barred under § 102 (b) – Ct. – no, the group was private and limited due to export controls. So its not a public publication. Different than the phd thesis in the library because the library is open to the public to come and look at stuff.
4. Publication 
a. In Re Hall – publication of a phd dissertation in German with three copies in a basement, was enough to bar patent.  Touchstone: public accessability.
5. Public Use
a. Egbert v. Lippmann – 178 – inventor of an improvement in the corset lets his girlfriend use it. he didn’t tell her to keep it confidential. And between the time he invented it and then decided to patent it (11 years) other corset makers had copied the design and were using it. Ct – 1. the fact that the original use was not commercial didn’t matter. 2. others were using it and it would be unfair to take it from their use (submarine patent).
b. Pfaff v. Wells – 183 – On Sale – invention does not actually have to be built. 1. product must the be subject of a commercial offer for sale (in this case a guy improved a computer chip and offered to deliver the finished product in 6 mo.) 2. invention must be ready for patenting (either by proof of reduction to practice or proof that the inventor had reduced the invention to drawings that were sufficiently specific to enable a person skilled in the art to practice the invention).
c. Cf. City of Elizabeth – 185 – Experimental Use Exception – guy invents a paving material for streets. He experiments with it and tests it by having people use it everyday on a street. Others begin to copy it. was this public use.  Ct – the only way to test the street was to have him place it down for use, he also maintained control of the experiment and checked up on it. if you can make an experiment private then you should, but if you cannot then you shouldn’t be harmed. 
j. Priority Rules and the First to Invent
i. 35 U.S.C. § 102 (g) – you can get a patent unless someone else invented first and:
1. she did not abandon, suppress, or conceal the invention.
2. First to invent? – first to reduce to practice (make an actual working version)
3. EXCEPTION – if you are the first to conceive and then you diligently work to reduce to practice and the other “inventor’s” date of conception.
ii. Interferences - patent priority contests
iii. Reasonable Diligence to reduce to practice? – Kanamaru – 190 – Griffith had an earlier conception date than Kanamaru’s patent application. Griffith’s reduction to practice was after Kanamaru’s patent application.  Ct – G didn’t use reasonable diligence because the 6 mo. Lag was due to a graduate student returning to work because there was no shortage of other personel nor was the graduate, that’s just not a reasonable excuse. 
1. Tornqvist – 191 – later filing due to vacation extended due to illness by father is reasonable
2. De Wallace – 191 – applicant’s bona fide attempts to perfect his invention, poor health, responsibility to feed his family, and daily job demands excused his delay in reducing invention to practice.
iv. Foreign Inventors – 194 – under GATT/TRIPS, a foreign inventor can introduce evidence of conception and reduction to practice
v. Prior User Right – in the EU if people were using the invention prior to your patent, they get to keep using it as they were before (no radical changes in output or what not) (the EU uses first to file to award a patent, not first to invent).
k. Nonobviousness – 35 U.S.C. § 103 – requires you to move beyond what would be obvious from the prior art.
i. PHOSITA – person having ordinary skill in the art. But the PHOSITA also knows ALL the prior art no matter how obscure.
ii. Prior Art – any reference or use that would be invalidating under  102 except its not an identical invention. This is a broader fishing expedition through the references and shit in the field.
iii. Patent applicants are required to disclose prior art know to them that is material to the new invention, they don’t have to do a search of the prior art…just what they know.
iv. Hindsight Issue – when a court looks back at an invention. It might be easy to say “oh yeah, that’s so obvious” but in fact nobody thought of it for years…courts often try to be very careful in making this kind of hindsight judgment.
v. Process:
1. Identify prior art in the field of invention
2. Identify differences between the invention and the prior art – What’s New?
3. Identify relevant skills in the art – PHOSITA
4. Secondary Considerations
5. After viewing 1-4: Is the invention obvious?
6. #5 is a judgment call, its fact specific and case-by-case
A&P Tea Co. – 201. 
vi. Graham v. John Deere – 195 – use a hinge plate to give a plow piece greater flex. The only difference between this patent and the prior art is the placement of the plate. Is this obvious? Ct – the court in the end says this just isn’t enough. 
vii. Combining References – A+B – peanutbutter cups.
1. In re Vaeck – 209 – scientist makes a bacteria that kills mosquitoes. Art says this chemical will kill mosquitoes and there are bacteria that produce the chemical. Its also known that mosquitoes eat cyanobacteria. Scientist takes the necessary proteins from the first bacteria and puts them in the cyanobacteria. Patentable? Ct – yes patentable. Nothing in prior art suggests you should make insecticidal cyanobacteria. 
2. Suggestion Test – First, does the prior art suggest the PHOSITA should make the claimed invention or carry out the claimed process. Second, doe the prior art reveal that in so making or carrying out, the PHOSITA will have a reasonable chance of success. 
a. Courts require that some prior art must suggest the combination AND show that the combination will work.  If A+B might be rather difficult or hard and not really talked about in the prior art beyond suggestion then a patent is warranted. Note 2 pg 213.
b. Implicit vs. Explicit – the suggestion does not have to be explicit. However, just how close to explicit it must be is a question based on the facts of the particular case – note 1 pg 213.
3. DNA/Biotech – In re Bell – 213 – bell tries to patent the human gene sequence needed to code for two growth factors. The patent examiner rejects on grounds of obviousness because two publications disclose the amino acid sequences for the growth factors and a prior patent explains how to clone genes.  Ct – because the possible number of gene sequences is so enormous to actually find the correct one is so much work that it is reasonable to grant a patent. You must protect the effort it takes to get the information in order to protect the reward.
viii. Secondary Considerations – can be used as plus factors, Fed. Cir considers it a fourth factor in determining nonobviousness (its required for the factual determination of obviousness consideration)
1. commercial success – if the invention is successful then we can assume there were other people working to develop the product, and since you’re the first to invent, then it was a hard problem because you alone succeeded first. However, think of chip designs which rely on 1000s of patents, did the chip succeed because of your tiny patent? No…probably not.  + Factor.
2. long felt need – have people felt for a long time that they’ve wanted it? if so, then you can assume many people were working on the idea…see above. + Factor.
3. Failure of others – if you can show that others failed, then you can argue that it was nonobvious to the PHOSITA because you were the first to get it right. + Factor.
4. Copying – if you can show that others copied your product then you can argue this shows how hard the problem is to solve and therefore how nonobvious your invention really was. + Factor.
5. Unexpected Results – everyone thinks A+B = C but in fact A +B = D…this shows that the PHOSITA didn’t have the knowledge the inventor did.  + Factor.
6. Acquiescence – if you are acknowledged out in the field as the inventor, then you probably are. + Factor.
7. Simultaneous Invention – if several people invent the product within a year or so of each other what does this show…was it long felt need or was it nonobvious? Negative or ? Factor. 
l. Describing and Enabling the Invention
i. 35 U.S.C. § 112 – (1) enablement; (2) written description; (3) best mode 
ii. Enablement – applicant must disclose enough about the invention to allow a PHOSITA to build it.
1. Policy:
a. tradeoff – we give you exclusive use and in return you tell us what you built in enough detail so when patent expires, we can all use it.
b. make sure the patentee is not claiming to own anything they are not entitled to.
i. Fiers v. Revel – 218 – three people claim a dna sequence. One party’s claim was rejected because the applicant had not listed the actual DNA sequence in his application.  court couldn’t determine that he actually had the sequence vs. just a plan to get it.
c. scope of the planned invention – how broadly is your claim defined.
i. The Incandescent Lamp Patent – 219 – Sawyer and Mann discovered carbonized paper for a light source. They claim all vegetable and fibrous material use as a filament. Question is – did they test enough varied samples to figure out what the common property was that the fibers had that made them good filaments. Ct – no, since they had not discovered a common element between the various kinds of plant fibers that made them good conductors – they had found ONE that worked, that didn’t mean they got ALL.
ii. Velcro – counter example, it works the same way no matter what way it is used – fasten shoes or cargo containers.
iii. Atlas Powder – 237 – they made broad claims about compounds in explosives but because a PHOSITA in the chemistry field had enough info to make the explosives that was good enough. PHOSITA is industry specific. 
iii. Written Description - 225
1. the patent specification “must clearly allow PHOSITA to recognize that the inventor invented what is claimed.
2. the written description requirement is designed to prevent an applicant from making broad claims that are unsupported by the work they actually did. Patent specification says I invented A (with no broadening language) and in the claims the person says I want a patent on A, B, C.
3. Gentry – 227 – Gentry invents a console that can allow two chairs to can face the same direction.  Berkline comes out with a slightly (trivial change) different product that wont infringe on Gentry’s original claims. Gentry withdrew its claims and redid them to cover Berkline.  Gentry now claims Berkline infringed the patent. Ct – Berkline didn’t infringe. You didn’t think of what Berkline did until you saw they were doing it. your specification doesn’t support your claims. 
4. Interplay between § 103 and § 112 – written description requirement limits enablement. 
5. Biotech – think about how § 103 allows disclosure of an amino acid sequence without its underlying gene sequence being considered obvious (because of the hard work involved in finding it) – but at the same time § 112  limits this because if the  applicant makes claims that are too broad then they have to argue that the same PHOSITA can also produce those examples covered by the claims without too much extra effort – and for § 103 we just granted nonobviousness because it was so hard. So § 112 hems in § 103. 
iv. Best Mode Requirement – 238
1. § 112 requires that the applicant reveal the “best mode” of making the invention so that the is no holding back of knowledge from the public – i.e. trying to maintain some aspect of the invention under TS Law
2. purely subjective test – it only applies if you the inventor know the best mode of production. If you don’t, no need to disclose.
m. Infringement
i. Claim Interpretation – start here to see what the claims actually are before we can tell if they were infringed.
ii. Interpretive sources
1. Claim language – give it its plain and ordinary meaning. This gets pretty substantial weight.
a. Stumbling blocks
i. what does it mean to the PHOSITA.
1. this leads to expert testimony
ii. words are plain out ambiguous. – mapping words to a product or process is just plain imprecise.
1. context matters – words have different meanings based on context they are used in.
2. where does context come from? See cannons of construction below.
2. Patent Specification
a. Renshaw – 241 - what does “when” mean? Specification says that when infers right at contact or closely in time as possible vs. anytime after contact. 
b. Claim describes what you own, you only use the specification to define terms. The specification does not limit the claims. What you built vs. what you claim.
c. Often the specification will supply the necessary meaning of a term w/o resort to a dictionary.
3. Prosecution History
a. Written documentary exchanges between PTO and applicant. This information can be useful for interpreting patent claims. If you limit it to get around the prior art, then this can effect the meaning of your claims.  Think of Renshaw – what if they said in their application prosecution, well I mean for my product to do its process immediately. Then we have a better idea what was meant by when.
b. But we have to be careful not to add or take away claims based on prosecution history. You cannot use statements made during prosecution to add to your claims.
4. Extrinsic Evidence 
a. Dictionaries – Webster’s is used by the courts a lot. Often use technical dictionaries published by the field also.
b. Expert testimony – dueling experts
i. Problem – people lose their advance notice of what the claims mean because experts can change this meaning.
iii. Cannons of Construction
1. Look at other claims – “claim differentiation” 245 courts presume that you wouldn’t write two claims to cover the same thing. So courts say, if you interpret a claim such that it covers another claim, then you’ve read it wrong. (claims are not redundant) – don’t read the limitations on a narrow claim into a broader claim.
2. Claim-specification relationship – 244 – the specification is everything else in the patent EXCEPT the claims. Often people specifically define terms in the specification. Rule: if I do it in the patent specification then I trump any other definition of the term. 
3. Patentee as Lexicographer – 245 – patentee uses a word in a specific way within the patent application that gives it a special meaning…then that meaning should be used. The word “red” means “black” in the application.
4. Presumptive Breadth
a. A claim should be interpreted so as to preserve its validity. Rhine – 246 (this does not allow a court to engage in a wholesale rewrite of the claim).
b. If a claim has two viable alternative interpretations, the narrower one should apply. 
iv. Interpretive Procedures
1. Interpretation is a matter of law, not fact (no right to jury trial) Markman – 246.
2. Process: 1. start with intrinsic evidence. If it is enough, then you cannot use extrinsic. 2. move to public record – claims, specification, file history – if its enough, then don’t use extrinsic. 3. finally if all wont help, then use extrinsic but it may not be used to contradict claims. Vitronics – 242.
3. Markman Hearing – claims are a question of law, and the dist. Ct. rules on what they mean.  Then the appellate court reviews. If expert testimony is used, then the appellate court doesn’t get to see actual testimony but only what was written…Cybor Corp. – since the issue is a question of fact, the Fed. Cir reviews appeals de novo. 250
n. Infringement
i. Literal Infringement
1. Larami Corp – 250 – water pistol case – shoots water, lights, sounds.  Broad claims. Any toy that shoots water from a compressed container.  Ct. - look at the exact claims. If even one element of the claim is missing – then no infringement. Claim required internal chamber for water, supersoaker had external…be careful of claim drafting.
2. General rule – in order for infringement to occur. All elements of the claim must be present in the infringing product. REVERSE is not always true – it generally does not matter if the ( product has more elements than the claim.
3. result – if you have a broad basic patent on a new technology then you have a great deal of control over its development and use.
ii. Doctrine of Equivalents
1. Function-Way-Result Test – “if it performs substantially the same function in substantially the same way to obtain the same result.
a. Graver Tank -  257 – welding metals case. ( used manganese for its welding material (not an alkaline earth metal) (’s patent covers alkaline earth metals – so no literal infringement.  Issue – was substitution of manganese in view of the technology and prior art a change of such substance as to make the doctrine of equivalents inapplicable, or under the circumstances the change was so insubstantial that it falls under the doctrine - Ct – it has same result, performs same way, and has same function so its infringement.
i. Consider: purpose of the ingredient, qualities it has when combined with the others, function it was intended to perform, where a PHOSITA would have known of the interchangeability of an ingredient not contained in the patent.
b. Larami – how does function way result test work with the prior supersoaker case – the key is the word therein – the outside chamber meets the function way result test if you analyze generally…but if you argue that the tank has other functions such as ease of filling and being removable then you can argue around the function-way-result test.
2. DoE may not be used to expand a claim to cover structures described in prior art.
3. Element by element test – Pennwalt Corp – 262 - DoE is element by element- each element in the patent claim must have a corresponding part in the accused device – either an identical element or an equivalent.
4. Reasonable Interchangeablity Test – would PHOSITA in the industry realize you can use the claimed infringing element as interchangeable?
5. Prosecution History Estoppel – claims must be interpreted in lght of the patent prosecution proceedings. If a applicant withdraws certain claims and amends them because they were denied they are estopped from arguing under the DoE that those prior claims apply. Narrowing claims to protect their validity means you cannot assert the broader claims later. Festo sup 8. 
a. Festo – 
i. Rejected absolute bar.
ii. What kinds of amendments give rise to estoppel? When an amendment is made to secure the patent and narrows the scope of the patent, estoppel applies. (cosmetic – no estoppel). 10
iii. Is it an absolute bar? No, subject matter surrendered by the amendment needs to be examined. 1. foreseeability – if a reasonable patent drafter could not have foreseen that making the change would foreclose the ( product, the outcome might be unfair. 2.  should not foreclose claims of equivalence for aspects of the invention that have a peripheral relation to the reason for the amendment was submitted. 
b. Warner-Jenkinson – 262 – patentee limits patent after PTO rejects concerning the PH of a die they want patented. 6.0-9.0 ( die has a PH below 5. so there isn’t literal infringement. ( argues DoE applies. ( says prosecution history estoppel due to changed claims. Ct – burden is on ( to explain why change was made.  Presumption is that the change was related to patentability and therefore prosecution history estoppel applies.  – absolute bar.
6. What is an Element?
a. you need to show 
7. Later developed technologies
8. Reverse Doctrine of Equivalents – 284 – the claimed infringing invention is so changed that you can say it fits within the claims but not within the scope of the invention.  Significant improvements might place an invention outside the equitable bounds of the patent claims. 285. VERY RARE.
iii. Means-Plus-Function Claims – 287
1. § 112 ¶ 6 – allows an applicant to claim the means or steps of doing something. “A means for inputting data” signals the PTO to go and look at the specification and see the precise manner of input.
2. “means” is a signal to depart from the rules to read the patent specification and interpret the claim using the specification.
iv. Contributory Infringement – I build A, but others use A in combination with something else to infringe B.
1. touchstone – “Staple Item of Commerce” - does A have substantial noninfringing uses? Yes – then no infringement.
a. Example – if I sell peanut butter and chocolate together, then I’m not infringing Peanutbutter Cups.
v. Inducement – I get someone to infringe for me. 
1. requires 
a. direct infringement by someone
b. knowledge – If I had known or had reason to know, that there would be infringement. 
c. Knowledge is a strict requirement – if I reasonably think the patent is invalid, then its not inducement.
2. Problem 3-13 -  294 – Rubik makes a cube but someone has already patented how to solve it. the patentee sues for contributory infringement. Yup – no other use but to infringe the patent.
o. Defenses
i. Experimental Use Defense
1. very narrow defense – pure scientific inquiry - if the use has some ultimate goal in the market gain, then you are not in this defense.
2. exception - regulatory testing of a patented drug is ok – 35 U.S.C. § 271 (e)(1)
ii. Inequitable Conduct
1. lying to the patent office.
2. deceitful intent is required 
3. Kingsdown Medical – 297 – long patent prosecution where firm expanded claims to cover competitors product (common). Some formerly rejected claims were “accidentally” put back into the final patent. ( claims this is inequitable conduct. Ct – no deceitful intent. Must show you wanted to lie to the patent examiner about a material fact. In this case the mistake was a ministerial error due to the length and complexity of the prosecution. (so minor nobody caught it until three years into litigation).
iii. Patent Misuse
1. patent holders cannot use their patent in a way that overly expands its power. Similar to antitrust analysis.
2. Motion Picture Patents Company – 303 – price maintenance requirement to purchase machine and using only patented motion pictures was illegal.  
3. congress amended laws to allow certain tying of nonstaple goods to the patented good. (remember though nonstaple goods are goods that would fall under contributory infringement if sold by others.)
4. Braun Medical – 309 – key inquiry is has the patentee “impermissibly broadened the ‘physical or temporal scope’ of the patent grant with an anticompetitive effect.”
5. exhaustion of patent rights – after first sale in commerce, patentee’s control over the goods is exhausted.
6. see pg 310-314.
iv. Continuing Application Laches
1. you keep extending your application and then spring the patent on the world.
2. rare that it is applied – Symbol Technologies – unequitable, unreasonable delay creates laches. 
p. Remedies
i. Basis of patent is a property rule rather than liability so courts are frequent in granting an injunction.
ii. Injunctions
1. problem – courts are reluctant to grant a preliminary injunction. So you have to sue and win to get an injunction. This is a very long process – often over 8 years. 
iii. Damages
1. types
a. lost profits
i. very hard to figure out – need to show demand for the good, need to show that noninfringing subsitutites are not as good as your patented good, what is market share and what is the infringers given infringement, given no infringement, then you have to show the components of profits – P, Q, Costs.
ii. These have to be shown with enough certainty to allow the court to award the lost profits.
iii. Pushing the envelope
1. Can take account of price erosion. – lost profits not just on sales you didn’t make but on the lowering below monopoly price. So you got to have some economic models.
2. convoyed sales – things you would have sold with the patented good – the complimentary goods you sold on the entire system of products.
3. Sales of unpatented goods – Rite- Hite 332
4. damages and lost profits after the patent expired – 332 – you have a head start selling due to your infringement.
iv. Deterrence? – hardship comes in your build up of plant and equipment that you can no longer use if you are found guilty. Yeah you gotta give up lost profits or pay a royalty but this might not be as “hardship” as it seems.
b. reasonable royalty/compulsory licensing – usually for health and public safety
c. treble damages – if you can show willful infringement.
i. Willful infringement requires:
1. aware of the patent
2. should understand that you infringed it
3. the patent is valid.
d. (unjust enrichment and disgorgment of profits are not in the mix)
e. No criminal
IV. Copyright
a. History and Philosophy
i. Copyright protection started with the printing press and has expanded from there.
ii. Constitutional basis – promote the progress science and the arts – pg 347.
iii. Utilitarian is the main underpinning of copyright protection – comes from the Constitutional grant. Ct cases – benefits to the author are secondary to the public benefits and enhanced public interest. Natural Law arguments, and Moral arguments 351-352
b. Requirements
i. 17 USC § 102 (a) – Subject matter of Copyright 353
ii. Fixation
1. § 102 (a) – “fixed in a tangible medium of expression” Def of fixed – 163 supp – sufficiently permanent or stable enough to be perceived, reproduced, or otherwise communicated for a period of more than a transitory duration. Broadcasted works – fixed if simultaneously being fixed and transmitted. § 1101 – 1994 – bootlegged copies of concerts are illegal.
2. Why?
a. Evidentiary/notice – you need to have fixed what you own so I know whether or not I am copying it. State law protects unfixed works – such was things famous people say in public or songs played at a concert without being recorded.
3. Infringement issue with fixation – in order to infringe a work must also be fixed § 106 (1) with § 101 defn. the issue has arisen in RAM cases – are the information stored in RAM – Cts – yes its fixed. MAI v. Peak Computing – 366.
4. not a high requirement.
iii. Originality
1. not a high bar to getting a copyright
2. Feist – 356 – Feist is developing a Kansas wide phone book.  Wants to use certain information published in the white pages of a competitor. The competitor says no. Feist goes ahead and uses the information. Ct – Facts themselves are not original. Your display of those facts can be protectable but not the underlying facts. In this case, the arrangement of the numbers alphabetically was not nearly original enough.
3. ProCD – 363 - ( used K law to prohibit buyers from copying the database. Court – this was ok. General consensus is you can get out of this limitation through k law. 
4. databases – use k law to protect. Or as lexis/westlaw – u have to log onto their server and access the data that way.
5. Mason – 363 – maps are protectable.
6. Coral – person takes photographs in the public domain, digitizes them and then claims copyright. Ct – this is now where near original enough. The images are exact copies of the ones in the public domain.
iv. Formalities 
1.  general idea is formalities of copyright have been relaxed.
2. publication
a. past – only got protection by publishing, if you didn’t publish state common law might give you protection
b. now (post 1976) – original works of authorship have protection from the moment of creation. Publication can effect other things like the length of the copyright but not for protection.  
3. notice
a. © - used to have to use this or other marks.
b. Now – nah don’t need to do propectively from 1989 Berne Convention. You might still put it on there with a date so that the public knows since we’ve become used to it. There are damages issues that can be affected but not protection itself.
4. registration
a. past – no protection until you registered it with Copyright Office. This is just a ministerial function, send in form and cash and you got it.
b. Now – split. 1. any work created or published outside the US there is no registration requirement. 2. Works created in US require registration before you can sue. This does affect damages too – cant get damages for actions prior to registration.
c. deposit – if you register you have to give a copy. And if you publish a work you have to give two copies to Library of Congress. But the deposit requirement in the LofC is strict, you can pay a fine.
5. issues – since notice has been done away with it can be hard to know if something is indeed copyrighted. You don’t have the safe harbor you had when © had to be used.
6. restoration of foreign copyrights - § 104 (a) – foreign works that had fallen into the public domain due to formalities were regranted their copyrights. Pg. 374
c. Copyrightable Subject Matter
i. Distinguishing Function and Expression – Limits on Copyrightability 
1. Idea-Expression Dichotomy
a. General Idea – you cannot copyright an idea, just your expression of the idea
2. Useful Article Doctrine
3. Government Works
ii. The Domain and Scope of Copyright Protection
d. Ownership and Duration
e. Rights of Copyright owners
f. Defenses
g. Remedies
V. Trademarks and Trade Dress
Prior Art








