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Patent Requirements

I Philosophical underpinnings

A Utilitarian, primarily

B Reward theory, prospect theory

C Moral entitlement not much of a role (then patent would be avail to independent inventor)

D Personhood not much of a role (tough to see personality invested in pesticide, for instance)

II Five req’ts for patent

A Patentable subject matter

B Novelty (no identical prior invention)

C Usefulness

D Nonobviousness (nontrivial ext; this is the most important element)

E Disclosure

III Rights conferred by a patent

A Exclude others from making, using, selling, offering for sale, or importing the claimed invention for 20 years from date of app

IV App consists of: specification, including summary of invention and drawings; claims; oath

V Patent litigation (Fed Cir)

A When is invention invented?  When it is fully conceived in mind of inventor OR reduced to practice — so if reduce to practice first, accidentally, then later realize (conception), date of accident is date of invention

B Infringement

C Other forms of patent litigation:

1 Priority dispute (who invented first?); if fear infringement suit, may pre-emptively seek declaratory judgment that patent is invalid; patent owners can complain to ITC to block importation of products that infringe US patents

Patent Req’ts — Patentable Subject Matter

I “process, machine, manufacture, or composition of matter”  (35 USC § 101)

II What is patentable

A Living things, if not naturally occurring.  (Chakrabarty)

B Composition of two or more substances.  But composition must add new functionality; may not be mere combination of two pre-existing behaviors

1 Exs: Funk Bros. Seed Co.; sports drink

C Purification exception: purified and isolated form of naturally-occurring substance, if purified form never appears in nature

1 Ex: DNA; adrenaline case (Parke-Davis)

D Process: method for making, using, or doing something 

1 Includes business methods

2 Use patent: new use for existing product

E Software (application of algorithm).  (2/16/04 p. 10)

1 Software patent/algorithm okay, as long as it has APPLIED utility

a Ex: program to factor primes not patentable (it’s not applied — it’s pure math), but program to encrypt e-mail using this method of factoring primes would be

2 Some old rules:

3 Patent on use of mathematical algorithm okay if process results in USEFUL, CONCRETE, AND TANGIBLE RESULT (may be simply numbers, if useful, e.g. asset amounts in accounts).  (State Street)

4 Also may be patented as essential part of larger patented machine

5 Post-solution activity req’d: so long as something useful happens after the computer does its calculation (the mold opens), the process is patentable.  (Diamond rubber mold case)

III What isn’t patentable

A Gen’y, discoveries and inventions so fundamental that to patent them would be to unduly burden future inventors

B Laws of nature, physical phenomena, abstract ideas 

C Products of nature (incl plant, mineral discovered) 

D Discovery of inherent property (but use thereof patentable) 

E Medical procedure when practiced by LICENSED MEDICAL PRACTITIONER (or someone under direction of med prac).  You can get a patent on a med procedure, but statutorily you can’t sue a doctor or a related health care entity, so it’s effectively useless.  (35 USC § 287(c))

1 But no shield from patents on medical devices, chemicals, biotech

F Printed matter (ex: games that employ phys elts that aren’t new (board, dice), but merely have different matter printed on them)

G Abstract ideas

H Algorithm not applied to specific task / pure math (merely factoring primes, for example, or a computer program that factors primes.  In contrast, an encryption program using this algo would be patentable)

Patent Req’ts — Utility

I ELTS:  (PTO Guidelines) (Brenner — potential anti-tumor steroid; subject of further research)

A Utility must be SPECIFIC, CREDIBLE, SUBSTANTIAL

B AND invention must be OPERABLE

II Specific, cred, subst

A Specific ex: patent on gene sequence must show that sequence will uncover particular type of disease, not merely “a disease”

B Credible

1 Whether person of OSITRA would accept that invention is currently avail for use.  Ex: no perpetual motion machines

C Substantial

1 Real-world use.  Exs: no throwaway use (e.g., landfill, snake food)

III Operable

A Person of OSITRA would accept that invention actually does what it’s intended to do

IV Utility is judged at the time of invention

V If product created by process isn’t useful, neither is the process.  (Brenner)

VI Drug products: need SUBSTANTIAL LIKELIHOOD that drug will work, show by factors incl:

A Structural similarity to useful products (unless unpredictability in this class of compounds, per Brenner)

B OR r’ble correlation betw evidence and utility

C OR data from in vitro and animal testing

D OR human clinical data (but not req’d)

E — That product is subject of scientific research that may show usefulness is insufficient

F “Patent is not a hunting license.”  (Brenner)

VII Gene sequencing

A When have you established utility after you’ve mapped a gene sequence?  Is merely mapping it enough?

B PTO’s guidelines:

1 Sequence must correlate to some extent w/ a particular physiological condition.  Level of correlation req’d not clea.  (1/27/04 p. 15) 

Patent Req’ts — Novelty

I Novelty — Anticipation.  (35 USC §§ 102(a), (e))

A Anticipation: when does prior art ANTICIPATE an invention?

1 ELTS:

a Anticipation

b AND enablement

2 Novelty is judged as of date of CONCEPTION: invention fully conceived in operable form 

a But if can’t prove date of conception, then as of date of REDUCTION TO PRACTICE: when inventor made invention and performed any necy testing

3 Anticipation: reference must embody ALL ELTS of claimed invention

a NO COMBINATION of prior art refs allowed — this is the SINGLE PRIOR ART REFERENCE rule

b Applies even if prior art was used for different purpose or in a different setting

4 Enablement: must enable person of OSITRA to replicate

5 EXCEPTIONS to single prior art reference rule.  These prior art refs WON’T ANTICIPATE:

a Presence of an unrecognized de minimis quantity.  (Star implosion ex)

b INHERENCY: 

i If invention accidental/unwitting/merely probable, then NO ANTICIPATION (soap produced in steam boiler ex)

ii BUT if reference includes elts that aren’t expressly stated, but are necessarily present in product or process described in reference, reference WILL anticipate.  Ex: point on graph in Russian Metallurgy journal

6 Anticipation of genus claims

a A prior art ref that is merely a species of the claimed genus ANTICIPATES the entire genus

b Ex: patent clams range of alloy ingredients.  Publication of point on graph w/in that range anticipates whole genus 

c TODO what is rule about narrowing reissue???

B What counts as prior art?

1 ELTS:  (35 USC § 102(a))

a Public knowledge / public use in US prior to invention date

b OR published anywhere BY OTHERS prior to invention date

c OR patented anywhere BY OTHERS prior to invention date

2 Public knowledge 

a Factors in evaluating:

i Number and credibility of observers; intent of presenter (secrecy?); number of disclosures; extent to which observers understood invention

b Excludes gvt classified research and trade secrets

c Effective date: date known by members of public

3 Public use

a Types of use

i INFORMING USE

1 By applicant or third party = public use

ii NON-INFORMING USE

1 By applicant = public use (Egbert corsets)

2 By third party = not clear

iii SECRET USE (public use or sale of product made from secret process) 

1 By applicant = public use

2 By third party = not public use

b Gen’y, even one person counts as public use (Egbert)

c Prior inventor need not apply for patent, and need not publish his work — need not take affirmative steps to inform world — but it must be out there, not secret.  (Rosaire oil prospecting — only a few people knew, but they weren’t trying to keep it secret, so it invalidated)

d EXCEPTION: experimental use.  (Pavement Company)

i ELTS:

1 Good faith effort to reduce invention to practice

2 Invention cannot feasibly be tested in private

3 Due diligence

4 Under control of inventor (critical req’t)

ii What is okay:

1 Reducing invention to practice (NOT refinement, perfecting); put invention in another’s premises, and let others use it under inventor’s surveillance; public may derive incidental benefit from the experimental use

iii What isn’t:

1 Perfecting invention (after reducing it to practice); selling invention; letting others make and use it on their own

4 Published

a Published journals; books, theses, reports indexed (by subject matter) and available in library; web page; conference papers

i Effective date: date available to public: when one member of gen’l public receives it

1 Ex: manuscript sent to publisher NOT publicly avail; but when publ arrives in a subscriber’s mailbox, then publicly avail

2 Evidence of SPECIFIC date of public accessibility not nec’y where routine business practice suggests date of accessibility (ex: when publ is received by library, it’s usually available w/in, say, two weeks).  (Hall)

b Includes patent apps.  Effective date: date rights conferred

c Does NOT include trade secrets, gov’t classified research

5 Incomplete invention

a If invention has not been perfected to point of usefulness, it is not prior art

b BUT if it is eventually perfected and made useful, it may be considered an anticipation or a part of the prior art

II Novelty — Loss of Right.  (35 USC § 102(b))

A Loss of right ELTS:  (35 USC § 102(b))

1 Public use in US more than one year prior to app (see above)

2 OR on sale in US more than one year prior to app

3 OR described in printed pub anywhere more than one year prior to app (see above)

4 OR patented anywhere more than one year prior to app

B These rules include publ by INVENTOR HIMSELF

C IDENTITY OF INVENTION (e.g., every elt disclosed in prior art) not required here, unlike § 102(a).  Sufficient to start clock under § 102(b) if invention is obvious in light of the prior art

D On sale

1 ELTS:

a Must be subject of an offer for sale

b AND must be “ready for patenting” (i.e., reduced to practice OR described sufficiently)

2 Single sale or offer to sell product will start clock, even if made in secret, but discussions that don’t lead to definite offer to sell won’t bar

3 Process may be considered “sold” if product of secret process is sold by inventor; if sold by third party, then no

4 Sale TO INVENTOR starts the clock

5 Sale by third party who STOLE invention may bar patent.  (GM cooling system example)

III Novelty — Other rules

A Abandonment bar.  (35 USC § 102(c))

1 Patent invalid if invention abandoned

2 Test based on inventor’s intent: express or implied from a long and unexcused delay in filing

B Foreign patent bar.  (35 USC § 102(d))

1 Patent invalid if:

a Inventor himself applied for patent in foreign country > one year prior to US app date

b AND patent issued prior to US app date

C Secret prior art.  (35 USC § 102(e))

1 Invention is barred if:

a Described in a published US patent app filed BY ANOTHER prior to invention 

b OR described US patent app filed BY ANOTHER prior to invention which was GRANTED

D Derivation bar.  (35 USC § 102(f))

1 Person must have invented the subject matter himself.  Inventor presumed correct under 35 USC § 282

2 In order to be invalidated for derivation, COMPLETE CONCEPTION of invention must have been communicated to you.  So independent invention okay if other inventor abandoned

E Priority rules and the first to invent.  (35 USC § 102(g))

1 Patent gen’y goes to first to CONCEIVE

2 Patent invalid if ELTS:

a In interference proceeding, another inventor establishes that he INVENTED FIRST in a WTO country and didn’t abandon, suppress, or conceal.  (35 USC § 102(g)(1))

b OR another inventor establishes that he INVENTED FIRST in the US and didn’t abandon, suppress, or conceal (not in interference proceeding).  (35 USC § 102(g)(2))

3 This is where first to conceive, last to reduce to practice comes up

4 This means that first inventor A to REDUCE TO PRACTICE has priority unless another inventor B shows ELTS:

a First CONCEPTION

b AND R’BLE DILIGENCE in reducing to practice from before A’s conception date

5 In other words, first to CONCEIVE gets patent if he was r’bly diligent in reducing to practice (from immediately prior to A’s conception) and did not abandon, suppress, or conceal the invention.  Otherwise, patent goes to first to reduce to practice

6 Conception:

a The formation in the inventor’s mind of a definite idea of a complete and operative invention as it is thereafter reduced to practice

b A person of ordinary skill in the art could reduce to practice w/o undue experimentation

7 Reduction to practice: 

a Inventor has established that invention works for intended purpose

b Actual reduction to practice exs: building a model, making a drawing

c Constructive: filing an enabling patent application (model not req’d)

d SIMULTANEOUS conception and reduction to practice: when inventor creates invention, but doesn’t realize what he’s done until later, the date of creation is the date of simultaneous conception and reduction to practice

8 R’ble diligence:

a Measured from right before second inventor’s conception through first conceiver’s reduction to practice

b Valid excuses: illness, disaster, need to develop closely related invention to test the primary invention

c Invalid excuses: insufficient money, relocation

9 Abandoned, suppressed, or concealed:

a Ex: Peeler v. Miller: reduced to practice, but patent not filed for four years b/c was sitting in lawyer’s in-box.  Invention abandoned

10 Proving priority

a Evidence of contemporaneous disclosure that would enable one w/ OSITRA to make the invention req’d

Patent Req’ts — Nonobviousness

I Patent barred if:  (35 USC § 103)

A Invention would have been obvious to person w/ OSITRA at time of invention 

B In other words, would person w/ OSITRA, faced w/ same problem and w/ no knowledge of the patent, select the patented elts to combine?

II Steps of § 103 analysis:

A Assess scope and content of prior art

B Assess level of ordinary skill in the art

C Assess differences betw prior art and current claim

D Would differences have been obvious?  Would it have been obvious to combine elts across references?

E Assess secondary considerations: commercial success, long-felt but unsolved need, failure of others, copying, unexpected results, praise for the invention, disbelief of experts

1 NEXUS REQ’T: These factors must be present BECAUSE of inventive characteristics, NOT for other reasons (e.g., comm success b/c of athlete’s endorsement rather than product’s quality) 

III Patentability not negated by manner in which invention was made.  No “flash of genius” required; accidental invention okay

IV What is prior art for obviousness?

A All § 102 art that is R’BLY PERTINENT to invention

B What art is R’BLY PERTINENT:

1 Does reference fall w/in same FIELD OF INDUSTRY?  If not, is reference related to PARTICULAR PROBLEM?

2 Fed Cir leans emphasizes “particular problem” aspect

C Because all § 102 art is prior art, could include:

1 Friend’s suggestion, even though he didn’t fully convey invention — this would be avail as prior art under § 102(f) (derivation)

2 Art coming AFTER invention date, but more than a year before you apply for patent — avail as prior art under § 102(b) (loss of right)

V To determine OSITRA, consider factors:

A Type of problems encountered in the art; prior art solutions to the problems; sophistication of the technology; educational level of active workers in the field

B BUT person is presumed to have EXTRAORDINARY KNOWLEGE: knows all relevant prior art

VI COMBINING REFS

A There must be TEACHING, SUGGESTION, OR MOTIVATION to combine prior art refs (Dembiczak)

B The t/s/m may flow from the prior art refs, from the knowledge of one of OSITRA, or from the nature of the problem to be solved

C TEST whether there is t/s/m:  (Vaeck)

1 Suggestion to try this step

2 AND r’ble expectation of success

D Suggestion: whether the prior art would have suggested to those of ordinary skill in the art that they should make the claimed item.  If it would entail UNDUE EXPERIMENTATION, suggestion is inadequate

E R’ble expectation of success: Whether the prior art would also have revealed that those of ordinary skill would have a r’ble expectation of success

F See also 2/3/04 p. 11

Patent Req’ts — Disclosure

I Disclosure gen’y

A App must contain:

1 Specification (incl written descr and claims); drawings (if necy); oath.  Specimens may be req’d

B Claims:

1 Must point out subject matter inventor regards as his invention

II Disclosure — Written Description

A What is req’d in WRITTEN DESCR.  (35 USC § 112)

1 Prove to world that the applicant was in POSSESSION of the invention at the time of the application

2 AND ENABLE person w/ OSITRA to make and use the invention

3 AND best mode, if inventor has one

B In possession:

1 Let person of OSITRA recognize that inventor invented what is claimed.  (Gentry Gallery)

2 “Possession” doesn’t have to mean physically invented or possessed

3 For DNA must give sequence; for bio inventions, sample may be req’d where inventor can’t fully describe what he has created

C Enablement:

1 TEST: Person of OSITRA need not engage in undue experimentation in order to make and use the invention

a Must give specific guidance as to the type of material to use (e.g., as lightbulb filament) — can’t leave it open to 500,000 possibilities.  (Incandescent Lamp)

b Must give proportions of ingredients w/ some specificity.  (Incandescent Lamp)

c Factors to consider:

i Quantity of experimentation necy; amount of direction given; presence of working examples; etc.  (2/4/04 p. 5) 

2 Need NOT show or know HOW IT WORKS (e.g., for a drug, how precisely it achieves its effect)

3 This req’t may limit broad claims.  Ex: Morse tried to claim all uses of electricity to print symbols at a distance (telegraph).  But this claim isn’t enabling, b/c it doesn’t tell you how to make all uses of electricity to print symbols at a distance

4 Factors to consider (illustrative, not mandatory): quantity of experimentation nec’y, amount of guidance presented, presence or absence of working exs, others

5 Software: source code gen’y not necy

D Best mode

1 Only req’d if inventor actually knows of a best mode

2 Objective best mode not req’d.  Only what inventor considers best mode

3 Unclaimed elts necy to practice best mode must be disclosed (e.g., specific type of metal, even though that type of metal in particular not claimed)

III Disclosure — Claims

A Claims must point out PARTICULARLY what inventor regards as his invention.  (35 USC § 112)

B TEST: 

1 Claim must r’bly apprise those w/ OSITRA of the scope of the invention

2 For products, must list STRUCTURAL ELTS

3 For processes, must list STEPS

4 Can’t be overbroad

C Breadth of claim

1 If you claim a broad subject matter (e.g., all use of “fibrous and textile materials” as lightbulb filaments), the subject matter must all share the characteristic you discover.  If they don’t (if it turns out only a few fibrous materials are useful as lightbulb filaments), you may not claim the broad range of materials.  (Incandescent Lamp)

2 Put another way, if you claim a single working example, you can’t claim an extremely broad range of products

D Product-by-process claims

1 Covers a product, but claims product by describing product used to make it.  Often used where inventor can’t fully described product (as in drug patent)

2 Unclear whether claim reads onto same product made through a different process

E Means-plus-function claims

1 Claim expresses an elt as a means for performing a function, rather than reciting specific structure material, or acts

a Written description must describe something that can act as such a means

b Ex: claim as combination an invention consisting of a novel microprocessor along w/ “means for inputting data to be processed.”  The “means” could be a keyboard, a hard drive, etc

c MEANS must be described in specification

d The means are considered part of the claim — an accused device that doesn’t have those means doesn’t infringe

F Essential element doctrine (Gentry Gallery)

1 If some claim is an ESSENTIAL ELEMENT of your claim (i.e., a distinguishing feature), you’re limited to that claim — you can’t claim a broad range of equivs

2 In Gentry Gallery, it was sofa controls on “fixed console.”  D, however, had console on moving console.  Gentry had made a big deal during prosecution about how critical it was that the controls were on the “fixed console”

Patent Infringement

I Rights conferred by patent.  (35 USC §§ 271-72)

A Exclude from making, using, offering to sell, or selling w/in US

1 Not infringement to possess

2 Offer for sale only counts if sale offered takes place w/in patent term (e.g., K for sale that will be completed AFTER term is not infringement)

B Exclude from importing patented invention into US (incl inventions made by a patented process)

C License, assign, and transfer interest

II Infringement analysis

A Types of infringement: direct v. indirect (active inducement, contributory), literal v. nonliteral 

B STEPS of analysis:

1 Construe claims

2 Eval literal

3 Eval nonliteral (means/way/result on each claim; pioneering invention?)

III Claim construction: what do claims mean?

A Judge interprets claims (Markman hearing).  Fed Cir reviews claim interpretation de novo

B How are claims constructed?  (Texas Digital Systems)

1 Interpretive process:

a Step 1: Evaluate claim lang to determine ord meaning

b Step 2: Consult dictionaries, encyclopedias, and treatises publicly avail at time patent issued

c Step 3: Assess intrinsic evidence: does it rebut ord meaning?

i Patentee as lexicographer; narrowing based on specification; narrowing based on prosecution history estoppel

d Step 4: If ambiguity, consider extrinsic evidence

2 Expert witnesses

a No extrinsic ev allowed if intrinsic ev alone resolves ambiguity

C Evaluating language: claims — CANONS

1 Ord meaning: words have ord meaning unless it appears that inventor used them differently

2 Ct may not read a limitation into a claim from the written description

a EXCEPTION: means-plus-function claims.  (35 USC § 112 ¶ 6)

3 Presumptive breadth:

a A claim should be interpreted so as to preserve its validity (e.g., don’t interpret the claim now in such a way that would have resulted in it infringing prior art back when it was granted)

b If a claim is subject to two viable interpretations, narrower view should apply

4 Same meaning: claims should have same meaning for validity and enforcement

5 Ambiguity: if claim is ambiguous, will be construed to preserve validity.  But ct won’t read a limitation into a claim merely to preserve validity

6 Consistency: word should not be given different meaning across claims

7 Claim differentiation: cts avoid construction of a claim that would render another claim in the patent redundant

8 Inventor’s interpretation of words given after patent has issued are given no weight

D Evaluating language: patent specification

1 Cts will look at context of patent — overall purpose of invention — as guide

E Evaluating language: prosecution history

1 Applicant may make stmts during prosecution that limit meaning of claim terms

IV Determining literal infringement

A Patentholder must show the presence of every elt for a particular claim in the accused device

B If even one elt is missing, no infringement ON THAT CLAIM

V Determining non-literal infringement (D/E).  (Graver Tank magnesium or manganese in welding)

A D/E TEST:  (BT/Prodigy)

1 Substantially the same function/way/result on each elt

2 Substantially the same function/way/result on overall invention.  (Hilton Davis)

B Pioneering invention gets broader coverage than improvement invention

1 For software, D/E is applied very narrowly

C Subject matter “disclosed but not claimed.”  (Johnson & Johnston)

1 When a patent discloses but declines to claim subject matter, this PRECLUDES use of D/E on that disclosed matter.  The disclosed matter is dedicated to the public domain

2 BUT there is a safety valve: Patentee can capture the material w/in two years of patent grant through a broadening reissue.  (35 USC § 251)

VI Doctrine of equivalents for means-plus-function claims.  (35 USC § 112 ¶ 6)

A Means-plus-function example:

1 Claim as combination an invention consisting of a novel microprocessor along w/ “means for inputting data to be processed.”  The “means” could be a keyboard, a hard drive, etc

B Means-plus-function LIMITATION:

1 The MEANS must be defined in the SPECIFICATION

2 If you have a means-plus-function claim, you are limited under D/E to means described in your spec

C Means-plus-function claim MAY BE INFRINGED under D/E in ONE CIRCUM

1 M-p-f claims don’t get D/E protection for PRE-EXISTING TECH, but do get D/E protection for AFTER-ARISING TECH.  (2/17/04 p. 8)

VII Prosecution history estoppel

A This is a LIMITATION on the D/E

B Estoppel may arise when an amendment is made to NARROW a claim

1 No D/E will be allowed on narrowed elts — in other words, you can’t stretch the bounds of those elts

C Rationale: claims typically narrowed to avoid prior art.  If subject matter wouldn’t have been allowed by PTO at time of patent issuance b/c of prior art, it cannot be claimed now under doctrine of equivs

D BUT EXCEPTION: PHE doesn’t apply if:  (Festo)

1 (this is the exc-to-exc-to-exc-to-rule)

2 Accused device not f’ble at time of patent app by person w/ OSITRA

3 OR if rationale underlying amendment was only tangentially related to the equivalent

4 OR if there is some other reason you could not have described the substitute

E Exception-to-exception-to-exception-to-rule:

1 RULE = direct infringement

a Exception = doctrine of equivs: stretch bounds of patent

i Exception = prosecution history estoppel: but don’t stretch if you’ve filed narrowing amendment on this claim — this applies to ANY reason related to patenting, not just amendments to avoid prior art [but see exception below]

1 Exception = not foreseeable: but do stretch if the accused device was not f’ble; or if the rationale underlying the amendment was only tangentially related to the equiv; or if there is some other reason you could not have described the substitute

F Evaluating f’bility for purposes of exception to PHE

1 Educational level of the inventor; type of probs encountered in the art; prior art solutions to the probs; rapidity w/ which innovations are made; sophistication of the tech; educ level of active workers in the field

G EXAMPLE of PHE:

1 Warner-Jenkinson: patent app = process for dye purification.  At first, no pH specified — so this is a genus claim.  Prior art turns up for similar process w/ pH > 9.  This species claim would invalidate our genus claim.  So to get this patent, applicant restricts his patent to pH from 6.0 to 9.0.  Patent issues; now competitor is using process at pH 5.0.  Does it infringe?  Or does PHE on the narrowed pH range prevent patentee from using D/E?

H EXAMPLE of exception to PHE (assuming present rules):

1 Wright Bros patent flying machine w/ wing covered in cloth.  They amend their patent on the cloth cover claim.  Somebody comes along and makes a plane w/ wing covered in nylon.  Wright Bros argue that synthetic cloth hadn’t been invented and wasn’t f’ble.  So they ARE allowed to use D/E against the infringer, and they win 

I Reverse doctrine of equivalents

1 Almost never used

2 RULE: Device that falls w/in literal claims but is so changed in principle from patented article that it performs substantially same function in substantially different way is BEYOND D/E — no infringement

3 Ex: Westinghouse’s patented train brake vastly improved upon by another inventor

VIII Patent ownership 

A Er typically owns patent if ee was hired to do this sort of work.  But if ee refuses to assign rights ahead of time, he’ll own patent

1 Patent law doesn’t use copyright’s scope of employment test 

B Shop right

1 Er may have ltd right to use invention w/o ee’s consent or w/o paying if ee developed invention using er’s equipment

C Joint inventors

1 Joint inventor must contribute significantly to conception or reduction to practice of the invention

2 Contribution must be INVENTIVE, not merely explaining existing tech, etc

3 Joint owners may each exercise any of the patent rights, w/o consent of other joint owners, w/ no obl to share revenue.  (35 USC § 262)

IX Patent licensing 

A Patent rights are freely assignable

B Assignment must be in writing

C Assignee estoppel:

1 If inventor sells his rights to patent, he may be barred from challenging validity of the patent

D NO licensee estoppel: licensee is free to assert invalidity (but not if agr’t to not challenge was made in sett’t or consent decree)

X Indirect infringement

A Contributory

1 This is for offering, selling, or importing material you know is used in infringing product/process.  (Active Cardio)

2 ELTS:

a Direct infringement by third party

b AND knowledge of infringing behavior

c AND contributory acts

d AND no substantial non-infringing uses (i.e., not a staple product)

B Active inducement

1 Actively and knowingly aiding another’s direct infringement.  (Advanced Cardio)

2 ELTS:

a Intent (incl knowledge of patent)

b AND providing instructions or otherwise aiding

Patent Defenses

I Legal defenses

A Invalidity

B Non-infringement: no literal or D/E infringement; PHE; reverse D/E

C W/ authority

1 Exhaustion/first sale

a If buyer lawfully buys invention, he is impliedly allowed to use device and resell it (unless you explicitly contract otherwise)

2 Implied license

a When person buys patented product, he has implied license to any use which parties might r’bly contemplate invention would be put

b Shop right

c Repair (not reconstruction): ink jet cartridge example

i Mere replacement of individual parts = repair, okay; but after “patented combination, as a whole, has been spent,” and ceases to exist, if you rebuild it, that’s reconstruction

D Experimental use

1 To get approval for drugs, med devices about to come out from under patent.  (35 USC § 271(e))

2 Common law: basic research

a Very narrow — must have no connection whatsoever to commercial use.  (University use is gen’y NOT shielded b/c often a commercial enterprise)

E Prior user right

1 Only applies to business methods.  (35 USC § 273)

F Medical activities

1 Can’t sue docs, hospitals for use of medical procedure (but can sue on use of device, drug).  (35 USC § 287(c))

G Intervening rights

1 Ex: when you’ve already made some goods that weren’t infringing when you made them, but then the patent was broadened to encompass your goods, you can sell those already made, but you can’t make more.  (35 USC § 252) 

H State sovereign immunity

I S/L = 6 years.  (35 USC § 286) 

II Inequitable conduct

A If ineq cond occurred on even one claim during prosecution, entire patent is invalid.  (Kingsdown)

B Violate DUTY OF CANDOR ELTS:  (Kingsdown)

1 Failure to disclose material info

2 OR submission of false material

3 w/ intent to deceive

C Materiality and intent must be proven w/ C&C evidence.  Intent may include gross negl or acts indicating an intent to deceive

D Usu arises w/ undisclosed prior art

1 Patent applicant has no duty to do a prior art search, but does have a duty to disclose prior art he knows about

III Equitable defenses

A Double patenting

B Patent misuse (see below)

C Laches

1 ELTS:

a Unr’ble delay in bringing suit or prosecuting patent (e.g., “submarining” patents)

b AND material prejudice to P

2 Bars all damages prior to suit

D Equitable estoppel

1 ELTS:

a Misleading conduct or communication that leads infringer to r’bly infer patent owner won’t enforce

b AND reliance

c AND material prejudice

2 Bars all suits against this infringer

IV Patent misuse.  (Motion Picture)

A Judicially-created doctrine based on ANTI-TRUST:

1 Patent does not confer right to restrict use of the invention once purchased by another (except reconstruction b/c this is making the device)

2 Attempt to use patent in this way will result in patent invalidity

B BUT Congress has statutorily abrogated the ability of judges to invalidate patents b/c of licensing restrictions imposed by patentees (e.g., forcing purchase of another product) UNLESS anti-competitive.  (35 USC § 271(d)(5))

C Some common types of licenses:

1 Nonmetered licenses

a Def’n = license where fees are assessed as % of sales, regardless of amount of use of licensed patents.  Have been held to be misuse

2 Grantback clause

a License agr’t in which licensee agrees to give patentee rights to any improvement patents the licensee develops w/ the orig patent.  These are gen’y okay

3 Field-of-use restrictions

a Gen’y okay to restrict manner in which licensee uses patented product (e.g., geographic restrictions, which market, etc)

D Using patent to fix prices would be clear antitrust violation

E Patent suppression

Patent Remedies

I Standing

A Who may enforce a patent?

1 Patent owner, assignee, or exclusive licensee, but not non-excl licensee

B Who may challenge the validity of a patent?

1 Licensee: no licensee estoppel (licensees are often in the best position to challenge validity)

2 But assignees are estopped

II Injunctions

A Before infringement has been found (preliminary injunction)

1 Prelim injunction granted based on these ELTS:

a R’ble likelihood of success on the merits

b AND irreparable harm if PI not granted

c AND balance of hardships in movant’s favor

i Look at effect of patent owner’s mkt share, reputation, and goodwill

ii Expiration date of patent not relevant

d AND impact of PI on public interest acceptable

2 Irreparable harm is PRESUMED where there is a r’ble likelihood of success

a But presumption is REBUTTABLE

B After infringement has been found (permanent injunction)

1 Typically, permanent injunction granted where infringement found

2 But sometimes, no perm injunc granted -- instead, compulsory license (infringer must pay to use in future)

C STAY of injunction possible.  (2/18/04 p. 5)

III Damages.  (35 USC § 284)

A Increased damages

1 Can be awarded at ct’s discretion based on ELTS:

a Willfulness

b Egregiousness of conduct based on totality of circums

2 Up to treble damages possible

3 Also: sometimes, atty’s fees; prejudgment interest

B Lost profits

1 DIVERTED SALES: to collect damages for profits lost as a result of infringement, patentee must show ELTS:

a Demand for the patented product

b AND absence of acceptable noninfringing substs

c AND mfring and mkting capability to exploit the demand

d AND profit he would have made

e (DAMP)

2 Cts may consider effect on prices of non-substitute goods (ex: conventional photog’s effect on instant photog in Polaroid case)

3 You could also argue PRICE EROSION rather than diverted sales

4 Other lost profits mechanisms:

a Increased costs to compete (e.g., ads)

b “Convoyed” sales

i You claim that you would have made money on things such as repairs, parts, etc

C Royalties

1 When lost profits can’t be proved, patentee is entitled to a r’ble royalty

2 Based on:

a Established royalty

b OR hypothetical arms’ length negotiation at time infringement began

c (for factors see 2/28/04 p. 7)

3 Increased damages

a Can be awarded based on ELTS:

i Willfulness

ii Egregiousness of conduct based on totality of circums

D Timing of relief.  (35 USC § 280) 

1 No damages accrue prior to patent app being published

2 Damages (r’ble royalty) awarded back to patent issuance if there is marking or actual notice

3 Damages (r’ble royalty) awarded back to patent publication (which is usu before issuance) if actual notice and issued claims substantially similar to orig claims

a Recall that patent is published after 18 mos

4 S/L limits damage to 6 YEARS

Trademark Gen’y
I Intro

A Trademark’s main purpose is to identify the SOURCE of goods or svcs

B Guiding principle of TM law = CONSUMER PERCEPTION

C Service mark exs:

1 James Bond 007

2 Starbuck’s (on retail outlets — would be TM on products)

II What can be a mark

A Names, symbols, logos, company names, slogans or phrases

B Also colors, fragrances, sounds — so long as the mark serves the purpose of conveying the SOURCE of the goods

1 But, color/sound must, like descriptive word, acquire 2dary meaning in order to receive protection.  (Qualitex)

C FUNCTIONAL aspect can’t be trademarked — that would be like an indefinite patent

D When evaluating whether something could serve as trademark or not, cts looks at:  (Qualitex)

1 Functionality doctrine (can’t TM functional aspects)

2 Source-identifying doctrine (TM conveys source of product)

III Types of marks

A Types: trademark, service mark, trade name, certification mark, collective mark

B Trademark = words, phrases, logos, symbols used to identify a mfr’s goods (that is, source of goods).  (15 USC § 1127)

1 No company names (unless used on goods, of course)

C Service mark = same as trademarks, but identify services rather than goods.  (15 USC § 1127)

a Titles, character names, other features of radio/TV programs may be protected

D Trade names = names to identify COMPANY itself.  No fed protection (unless they actually function to identify the source of particular goods or svcs); some state protection

E Certification mark

1 Word, name, symbol, device, or combination used by person OTHER THAN ITS OWNER to certify regional or other origin, material, mode of mfr, quality, or other characteristics OR to certify that work or labor on goods was performed by members of union or other organization.  (15 USC § 1127)

2 This includes seals of approval

a Ex: Roquefort cheese, kosher certification, union made (but not particular union; e.g., UAW)

3 Owner of mark must adhere to standards it set out when it registered the mark to hold onto it, and must not withhold mark from qualifying mfrs

F Collective mark

1 TM or SM used by members of a collective org.  (15 USC § 1127)

a Thus, mark must meet TM or SM standards — must be used on goods or svcs (though goods/svcs req’t is looser than for TM or SM)

2 May be used on goods to show mfr’s membership, or on group members’ indicia of membership

3 Compare to cert mark: coll mark may be used by owner, cert mark may not

4 Ex: AFL-CIO logo, Jaycees logo

G Trade dress and product configurations

1 Protects design and packaging of materials, and design and shape of product, if configuration serves same source-identifying function as trademark.  Overall image protected

2 Registration not nec’y

3 Protected by 15 USC § 1125 (which also protects TM’s, service marks, etc when they aren’t registered)

IV What a mark must do

A To be a TM, mark must be used to identify SOURCE of goods

1 Mere endorsement can qualify; also mfr to mark owner’s specs

2 Consumer need not identify owner (“anonymous” source)

3 TEST for whether mark identifies source:

a Creates separate and distinct commercial impression

b that identifies source to consumers as DISTINCT from other sources

c Ct considers factors incl: use of symbol in mktplace context, size & placement of mark, use of TM symbol, industry practices, others

4 Distinct commercial impression:

a Part of composite mark may not identify source on its own; then no TM in mere part of mark

B Other ways mark may FAIL to identify source of good:

1 May simply describe the product’s color; may be the message of the product rather than source ID (“Damn I’m good” on jewelry); may be viewed as decorative rather than identifying

2 No good if simply describes product itself

a Ex: clip from TV show can’t be TM for itself — but could be mark for other goods or services

Trademark Req’ts for Protection
I Requirements for protection

II You get protection whether you register or not, if you meet these REQTS:

A Distinctiveness (rules are different for marks v. trade dress/product configuration)

B No exclusions

C Priority

D Bona fide USE in commerce in connection w/ goods or services (or intent-to-use registration followed by actual use)

III Distinctiveness

A Mark can be INHERENTLY DISTINCTIVE (arb, sugg) or have SECONDARY MEANING (descriptive).  No protection for generic marks

B Inherently distinctive mark becomes protected upon use; descriptive mark must first acquire 2dary meaning

C Four categories of marks: arbitrary, suggestive, descriptive, generic.  (Zatarain’s)

1 Arbitrary: no rel’p to product or services.  Exs: Kodak, Ivory soap.  No 2dary meaning req’t — automatically protected upon registration

2 Suggestive: implies, rather than describes, some characteristic of product.  Consumer must exercise imagination to connect to product.  

a No 2dary meaning req’t — automatically protected upon registration

b Exs: Chicken of the Sea tuna 

3 Descriptive: identifies a CHARACTERISTIC or QUALITY of good or service

a Protectable only w/ SECONDARY MEANING

b Includes geographic names, personal names

c Exs: Vision Center, Trim nail clippers, ChapStick, Berkeley Systems (geographic)

d Mark that is not literally descriptive — requires a slight bit of imagination — may still be descriptive rather than suggestive (Lightning Messenger Service)

e Laudatory phrase — “Cleans faster than light!” — are typically descriptive, if consumers don’t take them literally.  If consumers take them literally, then may be deceptive, and thus unprotectable

4 Generic: name of genus or class of which good or service is merely a member.  Tells consumer what it is, rather than where it came from.  NOT PROTECTABLE

a A distinctive mark can become generic through widespread use (e.g., thermos, aspirin).  But widespread generic use doesn’t necessarily make distinctive work generic, if it is still regarded as a source identifier (e.g., Rollerblades)

b Ex: car, bed.  Contrast w/ Craftmatic Adjustable Bed

D Secondary meaning

1 Secondary meaning is ACQUIRED MEANING

2 Exists when primary significance of the word in the product context is to identify the source (as any TM does) rather than to describe the product

3 Major inquiry here is CONSUMERS’ ATTITUDE toward the mark.  Factors include amount of advertising, volume of sales, length and manner of use — extent to which these have ALTERED PUBLIC MEANING of terms.  (Zatarain’s)

a Best evidence = surveys

E TESTS for when a mark is descriptive (v. suggestive):

1 Dictionary test: does ord use of word draw attention to purpose or function of product?  Then tends to be descriptive

2 Imagination test: 

a If term requires imagination to reach a conclusion as to nature of goods, it is suggestive

b But if term standing alone conveys info as to product’s characteristics, it is descriptive

3 Competitors’ need to use in describing product: would competitors be likely to need the terms to describe their products?

4 Competitors’ actual usage in describing product: have others used the term to describe their products?

F Other marks that require 2dary meaning:

1 Color (but the word “red” or “purple” could be arbitrary: “Cyan” as software brand)

2 Primarily a surname (that is, primarily viewed by consumers as a surname).  (15 USC §§ 1052(e)(4), (f))

3 Primarily geographically descriptive marks

a Descriptive (accurate description of where came from)

i Secondary meaning: registrable (ex: New York Times)

ii No 2dary meaning: not registrable

b Misdescriptive (inaccurate description of where came from)

i Deceptive: not registrable

1 This is where consumers WILL interpret mark as indicating origin

2 Ex: “Cuban Cigars” from North Carolina

ii Non-deceptive: registrable W/O 2dary meaning b/c arbitrary

1 This is where consumers WON’T interpret mark as indicating origin — consumers won’t associate the goods w/ the place

2 Ex: Philadelphia Cream Cheese, The Atlantic Monthly

4 Misdescriptive marks

a Three levels: misdescriptive, deceptively misdescriptive, deceptive

i Protection for misdescriptive and deceptively misdescriptive marks if 2dary meaning

ii But no protection for deceptive marks

b Misdescriptive: if descriptive info conveyed is erroneous, but consumers don’t take it literally (e.g., “Cane Men” candy is not from sugar cane, but consumers know “cane” doesn’t refer to sugar cane)

c Deceptively misdescriptive: if descriptive info conveyed is erroneous, and consumers take it literally.  However, NOT MATERIAL to whether consumer buys (e.g., “Cane Men” candy is not from sugar cane, and consumers think “cane” means sugar cane, but they’d buy it anyway if they knew the truth)

d Deceptive: like deceptively misdescriptive, but IS MATERIAL to consumer (same ex as above, but consumers wouldn’t buy if they knew the truth)

e AND note that a LAUDABLE mark (“Number one in car car”) could be construed as misdescriptive (or worse) if people took it literally.  If they didn’t it would be merely descriptive, thus requiring 2dary meaning

G Doctrine of foreign equivalents

1 Word must be translated into English, and then evaluated for protectability — so generic in another lang may be generic in English.  But some cts hold it will be descriptive

H Acronyms/abbreviations

1 Question is whether misspelled word or acronym has same connotation as orig term or mark.  If so, then no protection

I Prefixes

1 Prefix attached to common word yields descriptive term.  Ex: eFashion, Virtual Fashion

J Fair use (for DESCRIPTIVE marks).  (15 USC § 1115(b)(4))

1 TODO move this to defenses???

2 When descriptive term has acq’d 2dary meaning, it it protectable.  But FAIR USE applies when ELTS:

a Term is used in good faith

b Only to describe the goods or services, or their origin

c AND use won’t tend to confuse consumers as to origin of goods

3 Ex: Vision Center is descriptive term w/ 2dary meaning, thus protectable.  But Fred’s Vision Center would be fair use

IV Distinctiveness for trade dress

A Two different types of trade dress:

1 Product packaging

2 Product design

3 Tertium quid.  (Taco Cabana)

B Product packaging:

1 To be protected, trade dress must have ELTS:  (Taco Cabana)

a Inherently distinctive

b OR have secondary meaning 

c — these are same req’ts as for any other mark: identify source

2 Must be NON-FUNCTIONAL

C Product design:

1 Only protectable upon showing of SECONDARY MEANING.  (Samara Brothers; baby clothes)

2 Product design can’t be inherently distinctive b/c consumer more likely to interpret design as functional aspect of product rather than source

D Tertium quid — in between.  Treat as packaging.  (Taco Cabana)

V Exclusions.  (15 USC § 1052, mostly)

A Likely to cause confusion w/ existing mark.  (15 USC § 1052(d))

1 Determined by factors incl strength of P’s mark, degree of similarity betw marks, proximity of market sectors, actual confusion (same factors as for infringement, but infringement looks at actual confusion, whereas here we’re looking at prospective confusion)

B Functional matter

1 Three ways feature can be functional ELTS:

a Essential to use or purpose of the device

b OR affects cost or quality of the device

c OR exclusive use by one seller would put other mfrs at a significant non-reputation-related disadvantage

2 Color can be functional (green on farm equip b/c farmers like green; black on outboard motors)

C These are technically bars on REGISTRATION, but it’s unclear whether marks that fall into these categories could get protection under 15 USC § 1125 [LA § 43]

1 Deceptive (see above: misdescriptive and material to consumers’ purchase)

a Summary of deceptive:

b Deceptive = nonprotectable (consumers take it literally, material)

c Deceptively misdescriptive (consumers take it literally, but immaterial)

i If primarily geographical, nonprotectable

ii If other category, must have 2dary meaning

d Misdescriptive = doesn’t require 2dary meaning (consumers don’t take it literally)

2 Immoral/scandalous/disparaging marks.  (15 USC § 1052(a))

a Immoral or scandalous TEST:

i Determine likely meaning of matter in question

ii Determine whether meaning is scandalous to a substantial portion of pop

iii — Intent relevant, but not dispositive

b Disparaging marks:

i Perceptions of gen’l pop irrelevant; perceptions of targeted pop are all that count

3 Gvt symbols (flags, insignia, etc) — but including these in your mark is okay

4 Names or likenesses if individuals, except w/ consent

VI Priority

A Priority may come up during an opposition, a cancellation, or an infringement suit

1 It applies only to confusingly similar marks (b/c there’s no collision betw marks unless they’re confusingly similar)

B Registration is NOT NECY to get priority.  It is merely one way to establish a priority date.  Use always req’d for priority (incl intent-to-use app followed by actual use) 

C Priority based on use

1 Priority goes to the first mark USED

2 Types of use:

a Actual use

b Constructive use

c Analogous use

3 Actual use

a Use in commerce

b Priority date = date of use, not reg — no need to register if in actual use

4 Constructive use

a Est’d by date of intent-to-use app, provided owner subsequently files statement of actual use

b  Priority date = date of app

5 Analogous use

a Est’d by use in ads, trade publications, etc, when followed up by use in commerce

b Priority date = date of use in ads, publications, whatever

D Recall that priority date for descriptive marks is when they acquire 2dary meaning.  So priority for descriptive marks is est’d by use of mark AS A MARK — that is, use once it has acquired 2dary meaning

E Geographic limitations

1 At common law, use of mark establishes rights and priority, but only in particular geographic area

2 Fed registration establishes nationwide priority

3 BUT unregistered marks in prior use retain their priority in their geographic area — then they can’t expand beyond those limits

a Senior mark gets protection in are where product has REPUTATION, not merely where it’s sold

b Senior mark can prevent others from exploiting mark outside est’d geo area — only innocent use of the similar mark is protected

F Summary of priority for registered v. unregistered marks:

1 Two parties use same UNREGISTERED mark for goods:

a Common law rule applies

b Each party is entitled to geo area.  If areas clash, first party to use in that area wins

2 If earliest user anywhere registers, he’s entitled to exclusive use throughout country

a BUT if A was using the mark PRIOR to other’s registration, A may continue to use in areas he was in before other’s registration — will be frozen in that area

3 If both parties file for reg of marks that were in use in different areas at the same time, interference declared

4 Earliest party always wins — Zazu hair salon could have registered had they been in interstate hair products biz 

VII Use

A Mark must be used in interstate commerce to receive protection

1 Or mark must be registered w/ intent-to-use registration, followed by actual use

2 Intent to use a mark w/o registration and w/o actual use confers no rights.  (Zazu) 

B For inherently descriptive marks, protection vests immediately upon use/intent-to-use reg

C For marks that require 2dary meaning, protection vests upon use once 2dary meaning acq’d

1 This means a senior user could lose to a junior user who acquire 2dary meaning first

D What constitutes use

1 Use must not be simply token use to reserve mark, and must be lawful.  (15 USC § 1127)

2 Profit or revenue not req’d — could be given away in ad campaign — but must have some commercial aspect 

a Ads ALONE wouldn’t count for goods — must actually be used on the product (or on containers product is sold in, other options) 

b BUT under Camden Yards case, ads DO COUNT for goods / services sold in US — if followed by actual use.  Priority dates back to ads

3 Not mere token use — shipping a few items to your friend.  (Zazu)

Trademark Registration

I Registration

A Req’ts for registration

1 Use

2 OR bona fida intent to use (ITU)

a Intent-to-use reg does NOT MAKE MARK PROTECTABLE.  It doesn’t become enforceable until actual use (and 2dary meaning acq’d, if necy)

3 AND, for principal reg, all the req’ts for protection

a But w/o 2dary meaning, descriptive mark can be registered on supp reg

B Advantages of registration

1 Nationwide constr use and notice for purposes of priority.  (15 USC § 1072)

2 Cert of registration is prima facie evidence of validity.  (15 USC § 1057(b))

3 May achieve incontestable status after five years.  (15 USC § 1065)

4 May bring fed suit w/o regard to diversity, minimum damages.  (15 USC § 1121)

5 But you don’t need to be registered to get protection: 15 USC § 1125(a)-(b) [LA § 43(a)-(b)] still protects

C Principal v. supplemental register

1 Principal reg is for marks that meet the elts of protectability, above (distinctiveness, priority, etc)

2 Supplemental register is for marks that don’t meet U.S. standards 

a Most are registered on supp reg to facilitate protection in other countries, b/c some other countries require registration in home country for protection

b Most are descriptive w/o 2dary meaning (not allowed on princ reg)

c To qualify, mark need only be capable of distinguishing goods or svcs.  Need not actually function in that way

d No generic marks, but trade dress may be registered

e No constr notice of ownership, can’t be used to prevent importation of infringing goods.  But may be litigated (common law protection), and may provide notice to others that mark is in use

D PTO may declare interference proceeding for priority determination

E ITU process

1 Apply; mark published by PTO for opposition; 30-day opposition period, then Notice of Allowance issued.  You then have six months (extendible to up to 3 years) to use the mark in commerce

2 This gives you priority back to date of filing of ITU application

F Grounds for refusing registration

1 See 15 USC § 1052 (LA § 2) for grounds for refusal.  These pretty much follow the req’s for protection, above (not distinctive, likelihood of confusion, scandalous, etc)

2 Note geo and surnames CAN be registered if have 2dary meaning (e.g., McDonald’s)

G Opposition

1 Any party w/ standing may attack application for reg prior to reg granted

2 May oppose on any grounds that preclude protection (e.g., no distinctiveness)

3 Must prove 

a Likelihood of damage (standing)

b AND valid legal grounds for rejection 

H Cancellation

1 Similar to opposition, but after mark registered.  After five years, mark may become incontestable — then grounds of cancellation limited (see incontestability, below)

I Concurrent registration

II Incontestability.  (15 USC § 1065)

A After 5 years of registration and continuous use, mark becomes incontestable

B Opposing litigant may not challenge incontestable mark’s validity, priority, registration (except obtained fraudulently), or ownership

C Principal advantage: owner of mark need no longer show 2dary meaning.  (Park n’ Fly)

D But some defenses still avail against infringement claim on incontestable mark:  (Park n’ Fly) (15 USC § 1115(b))

1 Used to exclude competition — antitrust

2 Mark has become generic

3 Functionality

4 Fraudulent reg

5 Fair use (see defenses, below)

6 Rights of junior user of mark subsequently registered by senior user

III Assignment

A Assignment may be void if buyer of mark will deliver different goods under the mark, thus confusing consumers

B Valid assignment requires signed instrument

Trademark Infringement

I Causes of action

A Unauthorized use likely to cause confusion

B False designation of origin / false description

C False advertising that causes commercial, competitive injury

D Dilution

E Domain names: bad-faith registration, trafficking, or use of domain name similar to a TM

II Unauthorized use

A This applies only to REGISTERED MARKS

B ELTS:  (15 USC § 1114)

1 Ownership of valid REGISTERED mark

2 Use

3 in commerce

4 of the mark or a similar mark

5 in connection w/ sale, offering for sale, distrib, or advertising

6 causing likelihood of confusion, mistake, or deception

C Ownership of valid registered mark

1 Complete def if mark is invalid (e.g., b/c functional or descriptive w/o 2dary meaning)

2 But incontestability limits grounds for defense

D Use

1 Less stringent than use req’t for protection

2 Accused mark need not be used on goods or svcs, but unless used to indicate source, there’s usu no likelihood of confusion

E In commerce

1 As for protection.  Non-commercial use w/ effect on commerce can qualify

2 Use outside US may count if there’s an effect on US commerce

3 Ex: advertise one mark, but ship some other product — use in ads sufficient b/c in connection w/ sale for infringement

4 Ex: advertise one mark, but don’t ship anything — use in offer for sale sufficient for infringement

F The mark or a similar mark

1 Parody of Gucci like Goochie might not infringe b/c unlikely to cause confusion

G In connection w/ marketing

1 Sign in window of store is sufficient

2 Need not be on same goods (e.g., tractor TM used on SUV) — as long as likelihood of confusion is present

H Likelihood of confusion

1 Factors for determining likelihood of confusion include:  (Sleekcraft) (4/6/04 p. 24)

a Strength of P’s mark (distinctiveness, commercial str)

b Degree of similarity of marks (sound, sight, meaning)

c Proximity of products in mkt (consumers, sellers)

d Actual confusion

e Marketing channels used

f Good faith (intention to pass off as other mark?)

g Sophistication of relevant consumers

h Likelihood of bridging the gap

2 Need not actually confuse — only probability of confusion for R’BLY PRUDENT consumer

3 Confused party need not be potential purchaser; post-sale confusion sufficient (knockoffs that buyer knows are knockoffs — other observers might not)

4 Initial interest doctrine:

a Use of TM in confusing manner, even if confusion dispelled before sale attempt, can infringe

b Some cts limit this to when consumers spend time or money on basis of D’s use of P’s mark

c Ex: store advertises Kodak cameras, but when consumers get there, they have only other brands.  Even if consumers are made aware of this when they get there, this could be infringement b/c they expended time and trouble to get there

d Ex: D uses P’s mark when it makes cold calls.  By the time confusion is cleared up, customer has gone some way towards purchase

5 Reverse confusion:

a Use of well-known junior mark confuses consumers into thinking senior mark is the infringer

b Ex: Miracle Bra makers make Miraclesuit swimwear.  Miraclesuit swimwear is little-know SENIOR user.  Miracle Bra’s version infringes b/c consumers will likely think orig Miraclesuit is a knock-off

III Defenses against unauthorized use

A Invalidity

1 If mark is unregistered, or registered but not incontestable, any grounds of invalidity may be used

a E.g. no priority, not distinctive, immoral, scandalous, deceptive

2 But if incontestable, you can’t claim invalid b/c merely descriptive, deceptively misdescriptive, primarily geo misdescriptive, or primarily a surname

B All marks are subject to these defenses:

1 Fraudulent reg

2 Abandonment

3 Rights of junior user of mark subsequently registered by senior user

4 Use to exclude competition (antitrust)

5 Functional.  (TrafFix Devices)

6 Use of mark to misrepresent

7 Fair use of mark as individual’s name or as descriptive term

8 Parody

9 Nominative (non-trademark) use

10 First Amendment

a Includes reference, parody (Mattel — Barbie Girl song) 

C Fair use defense against primarily a surname, descriptive geographic mark

1 Balance right to use name/geo term w/ protection of senior user and consumer against likelihood of confusion

D Abandonment

1 Mark may be abandoned in several ways:

a Owner discontinues use w/ intent not to resumt

b Mark becomes generic name for the goods or svcs

c Mark loses its significance as a mark

2 Discontinued use

a Three years’ nonuse = prima facie ev of abandonment

b Token use not enough, but use need not be continuous, and use need not meet req’ts of use necy to establish initial protection

3 Genericization.  (Murphy Bed)

a Occurs when public views term as name for class of goods, not as source identifier

4 Mark loses its significance

a Sale by owner to buyer who uses mark on goods of completely different qualities

b Licensing w/o owner retaining any control over use (assignment in gross).  (15 USC § 1060)

c Widespread infringement

IV False designation of origin / false description

A These C/As can be brought by anyone who could be damages commercially by the violations

1 For false designation, P must have protectable interest in relevant designation

2 For false ads, P must be a competitor who suffered a competitive injury.  So a consumer can’t sue

B False designation of origin.  (15 USC § 1125(a)(1))

1 This can apply to UNREGISTERD MARKS as well as registered marks

2 Similar to infringement of registered mark: liability for likelihood of confusion about source

3 General stds for unregistered mark are same as for reg mark

4 But an UNREGISTRABLE mark is probably not protected here (but could be under false advertising)

5 This can also apply to TRADE NAMES or other nonmark symbols

6 A user of a GENERIC mark lacks standing under this C/A b/c has no protectable interest 

7 And can apply to COMMERCIAL ACTIVITIES, not merely false origin in connection w/ goods an services

a Ex: presenting someone else’s work as one’s own (like plagiarism) or inaccurately attributing work to someone else (Monty Python example)

C False advertising.  (15 USC § 1125(a)(2))

1 This can protect to UNREGISTERED MARKS as well as registered marks

2 ELTS:

a Misrepresentation of nature, characteristics, qualities, or geo origin

b of yours or another’s goods or svcs

c in commercial advertising or promotion

3 Literal falsity not req’d; implied misrep qualifies

4 But stmts of opinion don’t qualify

5 Name on box can qualify as false advertising

6 Exs:

a Competitor falsely claims my products contain rat turds; competitor falsely claims his product cures common cold; competitor falsely claims his product has 50% more vitamin C than mine

V Remedies

A Injunction

B Damages

1 Recover D’s profits, damages sustained by P

2 Limitations:

a If no notice was used and D didn’t have actual notice of mark, damages may be barred.  (15 USC § 1111)

b For dilution, you only get money for WILLFUL violations 

C Destruction of infringing articles.  (15 USC § 1118)

D Cancellation of registered marks

E Addition of disclaimer to product, corrective advertising

F Statutory dams:  (15 USC § 1117)

1 $500-$100,000 per mark per good

2 If willful, up to $1mm per use

VI Dilution.  (15 USC § 1125(c))

A Owner of FAMOUS mark or trade name may enjoin another’s use of the mark in commerce, if the use begins after the mark has become famous and causes dilution of the distinctive quality of the mark

1 Ex: if someone were to start using “Kodak” on bikes.  No likelihood of confusion, thus no infringement.  But it would lessen power of Kodak to instantly call to mind photo goods and svcs

B TWO TYPES of dilution:

1 Blurring = lessening mark’s power to identify

2 Tarnishment = damaging mark’s reputation

C ELTS:

1 Senior mark = famous

2 Senior mark = distinctive (but descriptive marks gen’y okay if acquired distinctiveness)

3 Junior use = commercial use in commerce

4 Junior use begins after sr mark becomes famous

5 Jr mark causes ACTUAL dilution of distinctive quality of sr mark.  (V Secret)

D Dilution = lessening of capacity of famous mark to identify and distinguish goods and services.  (15 USC § 1127)

1 That is, reducing public’s perception that mark signifies something unique or singular

2 Lessening mark’s VALUE (e.g., by criticizing owner) is different from lessening mark’s ability to ID source.  Only latter is actionable for dilution

E Actual dilution.  (V Secret)

1 “Call to mind” isn’t enough

2 Evidence of adverse impact on famous mark req’d

3 But actual loss of sales and profits not necy

4 Surveys not necy where jr and sr marks are identical

F FAME req’t — look at factors including:  (15 USC § 1125(c))

1 Degree of distinctiveness

2 Duration and extent of use of mark

3 Duration and extend of advertising and publicity of mark

4 Geographical extent of use of mark

5 Sales channels mark is used in

6 Degree of recognition among public

7 Nature and extent of use of similar marks by third parties

8 Whether mark is registered

G This is intended to stop NONINFRINGING uses that cause harm

H INHERENT distinctiveness req’d for dilution?

1 Sup Ct leans toward “yes” — mark w/ acq’d distinctiveness has less claim to originality

I No competition betw parties or likelihood of confusion req’d

J Post-sale dilution counts too

K LIMITATIONS:

1 Fair use in comparative advertising not actionable

2 Noncommercial use not actionable

a This can include parodic use in COMMERCIAL product.  (Barbie Girl song)

3 News reporting or commentary not actionable

VII Cybersquatting

A Mark owner has C/A against anyone who:

1 Has a BAD FAITH intent to profit from a protected mark

2 AND registers, traffics in, or uses a domain name that is identical or confusingly similar to a distinctive mark OR dilutes a famous mark

VIII Contributory infringement

A Mfr or distributor who aids or encourages infringement is liable.  Must have actual knowledge or r’ble suspicion

B Types of liability:

1 Landlord: knows/reason infringement is taking place on premises

2 Printing: printing ad or info on infringing products

3 Supplier: continues to supply misbranded products after learning they are misbranded

Copyright Requirements
I Gen’y

A Rights conferred by copyright: copying, derivative works, distribution, performance and display

B EXAM APPROACH:

1 Figure out initial ownership — is it a work made for hire?  (ee v. indep cont)

2 Then look at validity of transfers

II Copyrightable subject matter

A Copyright protection ELTS:  (17 USC § 102(a))

1 Original to the author

2 works of authorship
3 fixed in a tangible medium

B Original

1 Two REQTS for originality:  (Feist Publications)

a Independently created

b Modicum of creativity

2 Modicum of creativity

a Doesn’t require much — just something more than trivial variation

b But sweat of the brow is insufficient: mere MECHANICAL compilation of facts not protectable.  (Feist — phone book)

i However, compilations of facts are often protectable where assembly required creativity: arrangement and selection of facts req’d some originality

c Copying: mere SLAVISH repro shows no creativity, even if technically difficult.  But some forms of copying may require creativity: e.g., engraving a repro of a photo

3 Protection extends only to ORIGINAL elts of work.  It is not infringement to copy nonprotected elts of a work

4 Exs of works that don’t qualify as original: FACTS (b/c not independently created); listings of ingredients or contents; familiar symbols or designs; alphabetical listing in phone book

C Works of authorship

1 Require human author: work created by mechanical process (e.g., security camera) or animal not protected

2 Exs of things that qualify: literary works, musical works, dramatic works, pantomimes, choreographic works, pictures, sculptures, movies, sound recordings, architectural works.  (17 USC § 102(a))

3 Exs of things that don’t qualify as “works:” names, titles, slogans; short phrases; a rhythm

D Fixation

1 Fixation ELTS:  (17 USC § 101)

a Fixed by or under authority of author

b AND sufficiently stable

c AND more than transitory duration

2 No human-readability req’t for fixation (e.g., player piano rolls are protected, though they’re not human-readable)

3 Unauthorized fixation doesn’t trigger author’s (c) — author must have authorized the fixation that begins his (c) protection.  Retroactive auth doesn’t work

a Ex: if I give a speech that I haven’t written down, and someone surreptitiously records it (unauth fixation), no (c) violation.  But if I have written the speech down (auth fixation), and someone records it, then copies and sells it, then violation 

b Another ex: I go to a concert and record the band w/o auth.  If their music isn’t recorded or otherwise fixed at the time, I can do anything w/ it.  If they have their music already recorded or otherwise fixed, I can’t do anything w/ the recording

i If band hasn’t already recorded what they’re playing, if they simultaneously BROADCAST and record, I can’t do anything w/ the recording

ii This refers to the recording.  I’m violating the composition any way you look at it

4 If a fixation is made at same time as work is transmitted, this counts as fixation.  (17 USC § 101)

a The purpose of this is to close a bootlegger’s loophole for live TV broadcast: w/o this rule, live TV broadcast wouldn’t yet be fixed on first broadcast, so wouldn’t be protected.  W/ this rule, if authorized recording of broadcast occurs simultaneously, it’s fully protected 

5 Video game images are fixed in ROM

III Rules for specific types of works

A Literary: includes anything made w/ letters, numbers, or symbols.  Recipe, math proof, computer program

B Dramatic: includes work in which performed actions, speech, or incident convey thoughts to audience.  Movies, novels, comic books, operas, video games (some of these may be literary too)

C Pictorial, graphic, sculptural: 2-D and 3-D.  Technical drawings, archi plans, belt buckle design, vodka bottle

D Audiovisual: need not have sound, but requires a machine to view

E Architectural:

1 Includes overall form, but does not include individual standard features

2 Plans are protected — no one else can build from your plans unless purely functional

3 LIMITS:  (17 USC § 120)

a Only includes bldgs: furniture designed by architect is not an architectural work; store inside a mall might not be a bldg

b No protection for non-inhabitable structures, like bridges

c If bldg is visible from public place, no right against making, distributing, displaying images of bldg

d Owner of bldg may alter, destroy w/o permission from (C) owner 

F Sound recordings:

1 There are often TWO copyrights involved in a sound recording: the (C) copyright in the musical composition and the (P) copyright in the recording 

2 Excludes sound accompanying a movie

3 LIMITS:

a Anti-bootlegging: 17 USC § 1101

b No ANALOG public perf right.  Yes digital public perf right

c Right to make copies limited to LITERAL infringement (??? so I guess you can’t stop cover?) 

d Compulsory licenses apply (TODO flesh out)

IV Excluded subject matter

A Idea, procedure, method of operation, process, system, principle, discovery.  (17 USC § 102(b))

B Blank forms such as time cards, graph paper, account books, diaries, bank checks, scorecards, address books, order forms — these record info and do not themselves convey information

1 But some cts have held some blank forms protectable — e.g., coloring books, complex baseball prediction charts (b/c of creativity in laying out info)

C Typefaces

D Government works

1 No protection for any work prepared by an officer or ee of the US gov’t as part of that person’s official duties.  (17 USC §§ 101, 105)

a This usu includes work done by private contractor where could simply have been done by gvt itself

b But gov’t may hold copyrights given to it by others.  (17 USC § 105)

c State law differs

Copyright Limitation Doctrines
I Copyright protects only elts of work that are creative expression

II Idea v. expression

A Protection for creative expression of idea, but not for idea

B Use abstraction and filtration test to figure out what is expression, what is idea

C TODO see copyright estoppel, prob 4-5

D No protection where to grant copyright would effectively be a perpetual patent on a SYSTEM.  (Baker v. Selden)

E MERGER DOCTRINE: when there are only a few ways to express an idea, idea behind work MERGES w/ its expression — then work is not (c)able.  (Morrisey v. P&G — Tide box tops)

F “Scenes a fair”

1 Elements that necessarily follow from the unprotected idea (e.g., a buddy cop movie has an ornery police chief) aren’t protected

III Functional aspects of works

A Just b/c an item is useful doesn’t mean it’s not protectable (e.g., computer program, map)

B Analysis requires separating protectable expressive elts from unprotectable functional elts

1 Functional elements of a work aren’t protectable

2 And expressive elts won’t be protectable if they flow necessarily from the unprotectable idea (Baker v. Selden accounting forms, Procter & Gamble contest instructions)

C When is something functional?

1 Consider effect on competitors’ freedom, compliance w/ industry standards, others’ ability to efficiently create their products

IV The useful article doctrine

A USEFUL ARTICLE is not merely a functional work

B Doctrine only applies to PICTORIAL, GRAPHICAL, SCULPTURAL works

C Useful article = work having an intrinsic utilITARIAN function that is not merely to portray its own appearance or to convey information.  (17 USC § 101)

1 Ex: maps, computer programs, clocks are useful things but aren’t “useful articles” b/c they convey information

D Design of useful article may be protected only if it has Conceptual separability or phys separability
E CONCEPTUAL SEPARABILITY

1 Only artistic elts that are SEPARABLE — SEPARATE and CAPABLE OF EXISTING INDEPENDENTLY of utilitarian aspects — are copyrightable.  (Brandir — bike rack)

2 TESTS:

a Design process TEST:  (test used in Brandir)

i Is designer able to make aesthetic choices that are unaffected by functional considerations?

b Goldstein test

i Conceptual separability exists if ELTS:

1 It can stand on its own as a work of art

2 AND the useful article would be equally useful w/o it

F PHYS SEPARABILITY

1 Expressive elt of useful art is physically separable if it can STAND ALONE from the article as a whole and if such separation DOES NOT IMPAIR UTILITY of article

V No protection for systems

A Author has no copyright to a system (such as a bookkeeping system) he’s come up w/, though he has a copyright to a book explaining the system.  (Baker v. Selden)

B Another author may explain the same system in his own way

C The system is the IDEA — no right to that.  Copyright act excludes “systems” from protection

D The book is the EXPRESSION — yes right to that UNLESS you’re merely giving step-by-step instructions; these may be unprotectable b/c they are NEC’Y to the idea

VI Infringing works

A Portions of a work that infringe other works are themselves unprotected.  (17 USC § 103(a))

1 Ex: author takes another’s short story and expands it into a novel.  Insofar as novel takes protected expression, it is unprotectable

B But, of course, copying the infringing work is still illegal b/c it infringes the orig work

VII Sui generis: Integrated circuit designs, boat hull designs given temporary copyright protection by recent acts

Copyright Protection Mechanics

I Compilations v. collective works:

A Collective work = collection of independent works (each of which may be protectable)

1 Results in a bunch of copyrights: one for work as a whole, one for each of works included in collection (if they are protectable)

2 Ex: NEWSPAPER

B Compilation = work formed by collection of preexisting materials such that combination of works is an orig work of authorship.  A compilation of unprotectable elts may itself be protectable.  (But of course you don’t get protection for the unprotectable elts of your work, per 17 USC § 103)

1 May result in one copyright for whole work, or many if constituent elts are independently protectable

2 Ex: something w/ your expression plus public domain expression 

C Owner of copyright in collective work only has right to copy the included works in the same context

1 Owner of collective work copyright (e.g., in magazine or newspaper) does not automatically have right to publish articles online or in databases — publisher may not simply remove arts from their context in print to distribute them online

2 Perhaps if publisher simply put digital version of each issue online, that would be okay

II Initial ownership of copyrights

A When does protection attach?

1 Under 1909 Act, publication w/ notice req’d

2 Under 1976 Act, protection starts when created.  (17 USC § 302(a))

a Vests initially in author.  (17 USC § 201)

B Who owns the copyright?

1 Note that under the 1976 Act regime, esp where work made by lots of people (like a big movie), important for main author (e.g., movie studio) to have work vest in him initially.  If other contributors had to xfer copyright in their part to the author, they could terminate the xfer in 35 years.  This would be a big problem

2 EXAM APPROACH:

a Who is the author (and therefore initial owner of copyright)?

b Has ownership of copyright been transferred?  If so, has transfer been terminated pursuant to contract or statutory right?

III Initial ownership: who is the author? 

A Work made for hire

1 1909 regime:

a Any works created w/in scope of employment or commissioned by indep contractors presumed to belong to employer.  TEST = “at INSTANCE and EXPENSE” of employer

b Presumption could be overcome w/ alt agr’t, industry custom, or lack of creative control by er

2 Work for hire analysis ELTS:

a Was creator ee w/in scope of employment?

i If yes, then work for hire: copyright vests in er

ii If no, was creator indep contractor?

1 If yes, then does work fall into nine categories (see below) AND is there a written agr’t designating work for hire?

a If yes, then work for hire: copyright vests in er

b Else not work for hire: copyright vests in creator

3 Nine categories for indep contractor:

a Contrib to collective work; part of motion picture or other A/V work; translation; supplementary work; compilation; instructional text; test; answer material for a test; atlas 

4 Was creator ee or indep contractor?  (17 USC § 101)

a If prepared by EE w/in scope of employment, then EMPLOYEE (time/space, hired to perf, er’s interests)

b Else factors to analyze for indep contractor:

i  Skill req’d; right to control work; right to assign add’l projects; payment of benefits, taxes; who supplies tools; location of work; duration of rel’p betw parties; method of payment; level of principal’s control over working hours, etc — and other factors

B Joint authors

1 Joint work = work prepared by two or more authors w/ intention that their contributions be merged into inseparable or interdependent parts of a single whole.  (17 USC § 101)

2 ELTS of joint work:  (Lee)

a Copyrightable work

b Two or more authors (in some juris’s, each must contrib independently copyrightable elts of work) 

c Authors must intend their contributions be merged into single whole

d Authors must intend each other to be joint authors

3 Factors suggesting authorship/joint authorship:  (Lee)

a Author exercises control as the inventive mastermind

b Coauthors make objective manifestations of their intent to be co-authors

c Audience appeal of work depends on contribs of both, and share of each in success cannot be appraised

4 Merely making a creative and copyrightable contribution to a work does not establish authorship.  (Lee)

5 Joint authors have equal, undivided interests in the copyright.  Each has right to license or use w/o permission from other.  But must share profits

C Collective works

1 Collective work = work, such as periodical issue, anthology, or encyc, in which a number of contributions, each separate and independent works, are assembled into a collective whole.  (17 USC § 101)

2 Owner of copyright in collective work can only copy a particular contribution as part of the whole (newspaper article in online database example).  (17 USC § 201(c)) 

a BUT under work made for hire doctrine, contributions to collective works are among the enumerated categories — so if req’ts met (indep cont, written agr’t), author of collective work will be owner of copyright on individual work

3 Owner of copyright in coll work can also make revisions or later coll work in same series

a BUT online database is not a revision of a print newspaper.  (Tasini v. NYT)

D Compilation

1 You can combine copyrightable elts w/ non-copyrightable elts.  At the end you’ll have two copyrights: copyright on protectable constituent elts, and copyright on whole thing

2 You can also combine non-copyrightable elts into something copyrightable as a whole

IV Transfer of copyright

A Ownership of material object is separate from ownership of copyright

B Writing req’ts:

1 Xfer of copyright other than nonexclusive license must be in writing, signed by owner

2 Nonexclusive license need not be in writing

C Transfers may be recorded, but it’s not req’d.  (17 USC §§ 204-205)

D Termination of transfer.  (3/2/04 p. 4)

1 Work published prior to 1978

a Termination at end of 1st term (28 years)

i Automatic

ii Assignable right (but REVERTS to author’s successors if author dies)

1 So if author transfers this renewal right, the transferee can hang onto the copyright until the end of the second 28-year term

2 But if author dies before 1st term is up, renewal right goes to successors — they can renew, thus reclaiming the copyright

b Termination at beginning of 19-year extension (1976 Act)

i 5-year window commencing later of 1/1/78 or year 56

ii This termination right is NOT ASSIGNABLE

c Termination at beginning of 20-year extension (CTEA)

i Another 5-year window commencing at start of year 75

2 Work published after 1978

a Transfer at year X lasts forever unless auth or family gives notice of termination between X+25 and X+35.  (17 USC § 203)

b Termination will take effect between X+30 and X+35

c This right may not be waived

d EXCEPTIONS:

i Works made for hire are exempted from this (to protect movie, magazine, newspaper industries, and others)

ii Grantees may continue to use deriv works prepared pursuant to grant, but may not prepare new deriv works

E Division of transfer

1 Division, transfer:

a Under 1909 Act, copyright indivisible

b Individual rights conferred by copyright may be transferred freely.  (17 USC § 201(d))

2 Any owner of an exclusive right in a copyright may bring an infringement suit.  (17 USC § 201(d))

V Formalities

A Notice

1 1909 Act, req’d.  If published w/o notice, public domain

2 1976 Act, optional — but eliminates “innocent infringement” defense.  (17 USC §§ 401-02)

B Registration

1 Work must be registered before infringement action allowed (except for moral rights action).  (17 USC § 411)

2 Registration constitutes prima facie evidence of validity of copyright.  (17 USC § 410(c))

3 P may only get statutory damages or attorneys’ fees for infringement that occurred after registration

a May get full actual dams for infringement while work was unregistered — but can’t file the lawsuit until registered

C Deposit req’d for valid reg

D Publication.  (2/24/04 p. 13)

1 Distribution to select group for ltd purpose doesn’t constitute publ

2 Publication w/o notice example:

a John Lee Hooker / ZZ Top case — Hooker’s album released w/o notice; under pre-1976 rule, publ w/o notice forfeited (c) 

VI Duration

A Works published 12/31/1922 or earlier

1 28 + (renewal req’d) + 28 — now expired

B Works published 1923-1949

1 Start = date of publ

2 28 + (renewal req’d) + 28 + 19 (1976 Act) + 20 (CTEA) = 95 + end of year 

C Works published 1950-1963

1 Start = date of publ

2 28 + (renewal req’d) + 28 + 19 (1976 Act) + 20 (CTEA) = 95 + end of year

D Works published 1964-1977

1 As for 1950-1963, but renewal automatic at end of 1st term: so, 95 years from first publ

E Works created since 1978

1 Start = date of creation

2 LA + 70 + end of year

a LA measured from longest-surviving author’s death for joint works

3 Institutional author (work for hire) / anonymous / pseudonymous: 95 years from publ, or 120 years from creation, whichever is shorter (TODO plus end of year???).  (17 USC § 302(c)) 

F Works created before 1978, but not yet published

1 Start = 1/1/1978

2 If published between 1/1/1978 and 12/31/2002, greater of 12/31/47 or LA + 70 + end of year

3 If not published by 12/31/2002, greater of 12/31/2002 or LA + 70 + end of year

Copyright Infringement

I Rights of copyright owners gen’y

A Exclusive right to:  (17 USC § 106)

1 Make copies

2 Make derivative works (adaptation)

3 Distribute to public (through sale, rental, lease, loan)

4 Public perf

5 Public display

6 Digital performance right.  (17 USC § 106(6))

B Also: moral rights.  (17 USC § 106A)

C EXAM APPROACH:

1 Has D potentially infringed?  (e.g., copied, made derivative works, distributed to public, etc)

2 Did D copy (or adapt, or distribute, etc) protected material, or did D only use nonprotected material?

3 Is D’s work substantially similar?  (factual, legal copying)

4 Defense?  Does a limit on P’s exclusive right protect D?

II Right to make copies.  (17 USC § 106(1)) 

A Gen’y

1 This includes all rights to “fix” work in tangible medium, incl sound recording

a But you can also “copy” by performing — performance not covered under this section

2 Not ltd to exact dupe: includes “substantially similar” repro.  (17 USC § 101 — def’n of “copies”)

3 Copy must be FIXED under this section!

4 Receipt of an infringing copy isn’t infringement (though distrib is, of course).  You don’t infringe merely by HAVING the copy — you infringe by making or distributing the copy

B Infringement ELTS:  (Porter)

1 Actual copying (factual copying)

2 Unlawful appropriation (legal copying: copying of protected material)

3 Resulting in substantial similarity

C Copying prong:

1 ELTS:

a Direct evidence

b OR access plus substantial/probative similarity (inverse ratio rule)

c OR striking similarity (similarity so close as to make it impossible that you didn’t copy)

2 Establishing actual copying gets you to the jury

3 Copying may be UNINTENTIONAL.  Ex: George Harrison song

D Unlawful appropriation prong:

1 Abstraction and filtration test ELTS:  (Nichols)

a Dissect P’s work into elts

i Evaluate protectability of each elt

ii Filter out unprotected elts 

iii Leaving only “golden nuggets”

b Look for substantial similarity.  Consider:

i Type of people to whom the works seem similar

ii AND nature of the similarity

1 Substantial similarity betw elt of D’s work and a “golden nugget” from P’s work

2 OR substantial similarity of two works as a whole (combination of minor protected elts combines to infringe)

iii AND degree of similarity that amounts to “substantial” (sliding scale; the fewer ways there are to express an idea, the greater the similarity must be)

2 Std is whether layman would believe one had copied the other.  Some cts use layman w/ characteristics of target audience (e.g., 17-year-old boy for video game)

3 Copying must be SUBSTANTIAL and must copy the EXPRESSION, not merely the idea

E Limits on exclusive copying right

1 Sound recordings:

a Right to exclude copiers only applies to capturing ACTUAL SOUNDS of a recording — that is, mechanical dupe.  Simply imitating doesn’t infringe

b Consumers may make copies of sound recordings for noncommercial use.  (17 USC § 1008)

2 Public library or archives that make only one copy at a time for certain uses.  (17 USC § 108)

3 Broadcasters may make ephemeral copies during course of broadcasting.  (17 USC §§ 112, 118(d))

4 Fair use

F Ex: P creates Uncle Sam piggy bank very similar to one in public domain.  D makes a knock-off of P’s bank.  P sues.  Is P’s bank copyrightable?  No.  It doesn’t show a “modicum of creativity” beyond the public domain work

III Right to prepare derivative works.  (17 USC § 106(2))

A Gen’y

1 Derivative work = work based upon preexisting work(s).  (17 USC § 101)

a Ex: translation, dramatization, sound recording, art reproduction, abridgment

b And: work consisting of editorial revisions, annotations, or other modifications representing an original work of authorship

c Prototypical example = Star Wars merchandise

2 Work need not be fixed, unlike a copy

B Derivative work ELTS:

1 Deriv work must constitute a new, copyrightable work

a Otherwise you’re just USING your copy of the orig work

2 Substantial similarity w/ orig work req’d

C New work prong:

1 Enhancing original not deriv work (Game Genie).  (Contra Galaxian speed-up) 

2 Gluing artwork on tiles not deriv work

3 But recast, transform, or adapt: then new work

D Protection of unlawful deriv work

1 No copyright protection for portion of infringing deriv work in which infringing material appears.  (17 USC § 103(a))

a But author of infringing work still has protection for what he added that isn’t infringing

E Protection of fictional characters.  (Rocky case)

1 TEST: protection may be granted if the character is developed w/ enough specificity to constitute protectable expression

2 TEST: protection may not be granted unless the char itself constitutes the story being told

IV Right to distribute.  (17 USC § 106(3))

A Gen’y

1 Includes sale, lease, lending

2 User who copies w/o distributing, or distributes w/o copying, is still guilty of infringement b/c right to copy and right to distribute are separate, exclusive rights

3 Making an unauth copy avail online for downloading violates this right

B Importation of copyrighted works acquired abroad is prohibited.  (17 USC § 602)

1 This applies to both AUTHORIZED (17 USC § 602(a)) and unauthorized copies (17 USC § 602(b))

2 Exceptions for gvt use (but not for schools or for audiovisual works, except for archival purposes), personal use (ltd number of copies), and educational or religious purposes (w/ some limits)

3 BUT this doctrine conflicts w/ first sale doctrine

a Copyrighted work manufactured in U.S. may be acquired abroad and reimported

b But work mfr’ed outside U.S. may not be reimported b/c of § 602

C First sale doctrine:  (17 USC § 109(a))

1 Copyright holder can’t restrict what purchaser of a LAWFUL copy does w/ that copy.  Purchaser can’t copy it, but can resell it w/o restriction

2 EXCEPTIONS:

a No rental of records, software

V Right to PUBLIC performance and display.  (17 USC §§ 106(4)-(6))

A Gen’y

1 What is PUBLIC?

a Open to public OR where substantial number of people outside of family circle and friends is gathered OR to broadcast to the public

2 In case of broadcast, doesn’t matter if no one’s watching at the time

3 Applies to literary, musical, dramatic, others — but NOT sound recordings.  (§ 106(4))

B Perf v. display

1 If it moves, it’s a performance.  If it stands still, it’s a display

2 Any act taken to make a work perceivable to viewer or listener is a perf

a Playing a videotape, turning on TV, turning on radio

3 Showing a movie in a theater is public PERF, not public display

C Display rights.  (§ 106(5))

1 Applies to same types of art as public perf right

2 Owner of a particular copy may display it at its location, incl in public place.  (17 USC § 109(c), I think)

a This includes projection of no more than one image at a time

3 Showing artwork in a gallery is not infringement, but showing that piece of art in a TV broadcast or over the Internet is

D Sound recordings.  (17 USC § 114)

1 NO ANALOG PUBLIC PERF RIGHT IN SOUND RECORDINGS.  Only digital public perf right.  (17 USC § 106(6))

2 But copyright in underlying musical composition is not similarly restricted

E Statutory limits on perf and display rights

1 Public interest

a Most live educational perfs and displays are exempt, as are transmissions to classrooms for “laudable” purposes.  (17 USC §§ 110(1)-(2))

b Record stores may play records to promote sale.  (17 USC § 110(7))

i But video stores playing videos appears to be prohibited

c Small businesses, restaurants, larger establishments conforming to limits on number of speakers and size of TVs may play sounds recordings, display TV broadcasts w/o royalties.  (17 USC § 110(5))

2 Compulsory licenses

a Rebroadcasting allowed when not for profit and not content-controlled (e.g., apartment building rebroadcasting a signal to each unit).  (17 USC § 111?  119?)

b Cable TV providers may rebroadcast broadcast TV, but must pay statutory royalty based on revenue.  (17 USC § 111)

c “Cover” license — see defenses

d Jukebox owners may publicly perf works in jukebox w/ payment of royalty.  (17 USC § 116)

e Public broadcasters may transmit musical and artistic works w/ payment of royalty.  (17 USC § 118)

3 Exclusions

a Entity authorized to transmit a perf or display may make and keep small number of copies for archival/security purposes.  (17 USC § 112) 

4 Fair use

VI Moral rights.  (17 USC § 106A) (3/8/04 p. 9)

A These go beyond rights of economic control

B Limited to works of visual art in limited edition, w/ lots of exclusions

C Limited to originals, not copies

D Include right to prevent use of artist’s name on works he didn’t create (false attribution), mutilation, use of artist’s name on works that have been modified or distorted

VII Contributory and vicarious infringement

A Vicarious infringement.  (Cherry Auction)

1 Vicarious infringement = liability for infringement based on agency principles

2 ELTS:

a There is direct infringement

b AND D has RIGHT and ABILITY to supervise infringing activity

c AND D has direct financial interest in infringing activities

3 Ex: liability may be imposed on operator of business where infringement enhances the attractiveness of the venue to potential customers

B Contrib infringement.  (Cherry Auction)

1 Contrib infringement = liability based on direct contribution to another’s infringement

2 ELTS:

a There is direct infringement

b AND D has knowledge of infringing activity

c AND D induces, causes, or materially contributes to infringing conduct of another

3 Ex: providing site and facilities for known infringing activity is sufficient for liab

4 Liability for trafficking goods used in infringement:

a Staple article of commerce doctrine, just like in patent: no contrib infringement if product is capable of substantial non-infringing uses.  (Sony Betamax case)

b BUT see digital copyright for more

Copyright — Digital
I DMCA anti-circumvention

A DMCA prohibits doing these acts WITHOUT AUTH:

1 Circumvention of/trafficking in devices to circumvent ANTIACCESS tech.  (17 USC § 1201(a))

2 Trafficking in devices or services to circumvent ANTIACCESS or ANTICOPYING tech.  (17 USC § 1201(b))

3 — Idea here is that circumventing anticopying isn’t illegal b/c could be for fair use

B Antiaccess v. anticopying

1 Antiaccess prevents someone who has physical possession of work (or receives work via broadcast) from ACCESSING that work.  Ex: scrambled broadcast, encrypted e-book

2 Anticopying would be copy protection

C What makes a device violate the anti-circumvention provisions?  (17 USC § 1201)

1 Primarily designed to circumvent access-control mechanism

2 OR have only ltd commercially significant other use

3 OR are marketed for use in circumventing access-control mechanism

D Limitations on anti-circumvention provisions:

1 Reverse engineering:

a Exemption for rev eng’g to make a COMPUTER PROGRAM interoperable.  (17 USC § 1201(f)(1)) (Sega Genesis case)

b During process of rev eng’g, you can copy when it’s necy for rev eng’g.  (Sega Genesis)

c This does not include making DEVICES interoperable.  (Lexmark)

d And you can ultimately actually copy material that’s needed for interoperability (e.g., some unlock code) — but you can’t take add’l stuff unrelated to getting around the auth system.  (Lexmark)

2 Skylink garage door holding: to violate DMCA, you must LACK AUTHORIZATION from copyright owner.  Auth can be implied through industry practice, customers’ expectation coupled w/ absence of explicit prohibition on access 

E EXCEPTIONS

1 TODO see 3/30/04 p. 6

2 FAIR USE doesn’t apply to DMCA anti-circumvention rules.  You can circumvent based on the explicit exceptions only, not based on fair use

II DMCA & removal of copyright info

A Under 17 USC § 1202, can’t remove info identifying work, author, copyright owner, terms of use

III Digital copyright legislation

A Record and software rental legis — rental not allowed.  (17 USC § 109(b))

B Audio Home Recording Rights Act of 1992

1 See 17 USC §§ 1001-10

2 SCMS req’d on digital audio recording devices

3 Mfrs of devices and blank media must pay royalty

a But they are immunized from contributory liab

4 Immunity for home (non-commercial) copying.  (17 USC § 1008)

IV Cases

A A&M v. Napster holdings

1 OSP safe harbor defense

a To be eligible for OSP safe harbor under DMCA (17 USC § 512), you must

i Implement and inform users of policy for terminating repeat infringers

ii AND use standard technical measures to identify and protect copyrighted works

b Typical scenario: copyright owner notifies OSP of infringement.  OSP notifies user of infringement.  User can file counter-notification if claiming non-infringement.  Content owner then has to sue

c Napster didn’t have mechanism in place to do this.  Once ct ordered them to, they collapsed b/c too much to police

2 Napster was commercial b/c their use displaced commercial sales

3 Staple article of commerce defense (Sony Betamax) didn’t apply even though Napster capable of non-infringing use — b/c, unlike Sony, Napster continued to be involved through index of files

4 Contrib / vicarious

a Recall contrib: knowledge + material contribution; vicarious: right to control + financial benefit

b Napster falls into both categories

V Contributory and vicarious infringement

A Contrib infringement.  (Napster)

1 Recall contrib infringer is one who, w/ KNOWLEDGE (or reason to know) of infringing activity, MATERIALLY CONTRIBUTES to infringing conduct of others

a In other words, liability if D engages in personal conduct that encourages or assists the infringement

2 Even where Sony defense applies — where device is capable of substantial non-infringing use — contrib infringement may exist where accused has ELTS:  (Napster) (Grokster)

a ACTUAL KNOWLEDGE of SPECIFIC ACTS of infringement

b AND DOES NOTHING

3 This means you must have the ability to do something about it, and you must know about it at the time you provide the material contrib

B Vicarious infringement.  (Napster) (Grokster)

1 Recall vicarious infringer is one who has RIGHT and ABILITY to supervise infringing activity and D has direct financial interest in infringing activities

2 Ability to remove users’ accounts, filter out material is sufficient ability to control to give rise to vicarious liability for infringement

Copyright — Software

I Network benefits to computer users

A More programs

B Data exchange

C Lower training costs

D Job mobility

E More people use, more users benefit

F Existence of alternative products isn’t necessarily a benefit to users

II Limits on exclusive rights in computer programs

A Computer fair use: COPYING and ADAPTATION allowed when made by OWNER of authorized copy as essential step in using program OR for backup copies.  (17 USC § 117(a))

B Owner OR LESSEE of program may make or authorize copies when made by activation of computer to maintain it.  (17 USC § 117(c) — in response to Peak case)

III Scope of software copyright

A Software is protected as a literary work

B Protection for literal elts of code

1 Fully protected, even in object code form

C Protection for nonliteral elts of code

1 Infringement may exist where copier has taken fundamental essence or structure

2 HOW TO ANALYZE:  (Altai — program layer to run scheduler on multiple OSs)

a Three steps employing the pyramid method:

i ABSTRACTION, FILTRATION, COMPARISON

b Abstraction layers:

i Main purpose, program structure, modules, algorithms/data structures, source code, object code 

c Filtration step:

i MERGER doctrine applies to software.  Three types of elts NOT PROTECTABLE:

1 EFFICIENCY: Where particular design is necy to efficiently implement a function, that design is not protectable — the implementation is inseparable from the design

2 EXTERNAL CONSIDS: This is also true where particular design is necy b/c of external consids: specs of computer, compatibility, widely accepted programming practices, compatibility, ergonomics, etc

3 PUBLIC DOMAIN: Certain design/implementation may be in public domain

ii SCENES A FAIRE doctrine also applies (this would include efficiency aspects, I guess, or perhaps compatibility aspects — stuff that simply has to be there.  Merger might be more stuff like standard help file text)

d Good example of this method: Data East v. Epyx (Karate Champ)

3 Standard for determining illicit copying.  (Apple v. Microsoft)

a In normal, “broad” literary works, we use standard of substantial similarity

b But in “narrow,” predominantly functional works (e.g., computer programs), we use standard of “virtual identity”

D Protection for functional elements and protocols

1 No protection for menu hierarchies.  (Lotus)

2 17 USC § 102(b) says no protection for “idea, procedure, process, system, method of operation” 

3 If certain words are essential to operating something, they are part of “method of operation.”  (Lotus)

a Menu system is a method of operation

E Protection for program outputs: user interfaces

1 Screen displays are protectable as A/V works

2 Many aspects of GUI are in public domain.  (Apple v. Microsoft)

IV Fair use and derivative works

A Sony v. Connectix: porting PlayStation to Mac was fair use.  Ct assigned little importance to INTERMEDIATE COPYING, though Connectix did copy 100%

V Copyright misuse

A Founded on anti-trust; analogous to patent misuse

B But anti-trust violation need not be shown

C Limits on:

1 Attempt to extend scope of copyright protection (such as noncompete clause)

2 Attempt to extend protection to works not w/in scope of holder’s copyright

Copyright Defenses & Remedies
I Fair use.  (17 USC § 107)

A Factors:

1 Purpose and character of use 

a Two sub-factors: character of use (transformative?), purpose of use (commercial?)

2 Nature of copyrighted work (creative?)

3 Amount and substantiality used

4 Effect on potential mkt value of orig

B Effect on mkt value of orig factor:

1 Presence of mkt through which infringer could pay for the use weighs against fair use.  (Texaco)

C If work is unpublished, weighs against fair use.  (Nation)

1 This is a KEY, though not determinative, factor 

2 This is b/c use infringes author’s right to decide when and whether work will be made public

D Videotaping/photocopying

1 Videotaping TV broadcast for private, noncommercial use is fair use b/c TIME-SHIFTING is legit fair use.  (Sony)

2 Photocopying for archival purposes (if purpose is to let several people keep a copy w/o buying more of the original) may supersede original, thus precluding fair use

II First sale

A Owner of a lawful copy has some rights:

1 Distribution right: may sell that copy.  (17 USC § 109(a))

a Of course, licensing agr’t may restrict for something like software

b And NO RENTAL/LENDING of computer programs or sound recordings for commercial benefit

2 Display right: may display to public (where copy is located; or projected in only one image at a time).  (17 USC § 109(c))

3 Import copy made in US.  Not clear whether importing copy made outside US is okay

III Compulsory license for nondramatic musical works

A Cover license: once an authorized sound recording of a musical work has been distributed in US, anyone else may obtain compulsory license to make and sell a NEW recording of the work.  (17 USC § 115)

1 Limits on this license: licensee may not publicly perform work; may not change work’s basic character; sale only for PRIVATE use — cannot make new recording as part of movie soundtrack, for instance

IV OSP safe harbor

A Limited liability for copies made in network transmission, routing, caching, copies made by users

V Other defenses

A Independent creation

B Consent/license

C Inequitable conduct (ex: failing to disclose your own plagiarism)

D Misuse (anti-competitive use.  ex: only licensing your product if buyer agrees not to buy another product)

E First Amendment.  Fair use and idea-expression dichotomy draw the line betw speech that is protected and that which is not

F Immoral/illegal/obscene works — defense no longer valid

G S/L.  3 years “after claim accrued.”  Question is when claim accrues: upon each infringing act?  One continuous act?

VI Remedies

A Reg req’d to bring infringement action

B Damages: actual or statutory.  (17 USC § 504)

1 Statutory: $750 to $30k per work infringed.  For unknowing infringers, as low as $200 per work

2 For willful infringement, up to $150k per work

C Injunction.  (17 USC § 502)

D Impounding/destruction of infringing articles.  (17 USC § 503)

E Criminal penalties for certain willful infringement for commercial gain.  (17 USC § 506)

Trade Secret
I Gen’y

A Trade secret = info is valuable b/c it is kept secret

B Trade secret law protects against wrongful access to info

C Sources of trade secret law

1 State common law

a Rest of Unfair Competition

2 State statutes

a Uniform Trade Secrets Act

3 Federal Economic Espionage Act

D Protection lasts until info is disclosed

E Most trade secret info is info that wouldn’t be patentable.  It’s just general know-how

II Requirements

A ELTS for protectable subject matter

1 Information not gen’y known

2 AND info has commercial value

3 AND r’ble efforts to maintain secrecy

4 AND info not readily ascertainable (not req’d in Cal)

B Info not gen’y known

1 Includes formula, pattern (e.g., drawings of a machine), compilation, program, device, method, technique, or process

2 How much secrecy is req’d?

a Absolute secrecy not req’d: a few competitors might know, but this likely wouldn’t be “generally known.”  (Metallurgical Industries)

b Confidentiality a factor, but not req’d

c Fact that statements weren’t public announcements weighs in P’s favor

d Ct will also look at amount of money spent to develop the info to see how much secrecy they’ll require — if company spent lots of money, ct will be more lenient

3 “Generally known” refers not to general public, but rather to those who might obtain value from the info (i.e., usually, those in the industry)

C Commercial value

1 Value must be ECONOMIC

2 Cts look at factors including:

a Value to P’s business; expert testimony; cost of developing the info; licensing by others; cost of security.  (Metallurgical Industries)

3 Types of info w/ commercial value

a Info could be only valuable for one-time use (e.g., info about upcoming merger)

b Could be NEGATIVE info: results of a study indicating a process won’t work

c Info might have potential value — need not be in present use

D R’ble efforts to maintain secrecy

1 See below

E Info not readily ascertainable

1 Info that is in public, but is not widely known IN THIS INDUSTRY can be a trade secret — others in the industry aren’t likely to ascertain it

2 Availability, ease of rev eng’g, non-obviousness

3 If lengthy, expensive work req’d to gain info, info is not readily ascertainable

4 Just b/c info is AVAIL to public (e.g., in a ct filing) does not necy destroy secrecy

F What’s not protectable

1 Personal skill

2 General knowledge

3 Info that is readily ascertainable (but could be protected in Cal)

III R’ble security measures

A Mere INEXISTENCE of r’ble security measures will kill T/S — even if those r’ble sec measures DON’T cause a disclosure

B Security need not be perfect — R’BLE measures req’d.  (Rockwell, Du Pont)

C Cts weigh costs and benefits of security

1 Costs of security include both physical measures and loss of business as a result of sec measures (e.g., people don’t want to work there, people work more slowly, etc) 

D Benefits include value of deterring customers

E Other factors to determine whether measures were r’ble include:

1 Whether owner has security program in place; value of info; need to disclose to ees and others to use info; limits on disclosure; use of NDA’s; physical limits on access; tracking copies

2 Existence of a security program is most important factor

a Esp where one is in place, inadvertent disclosure or failure to get NDA may not preclude protection

F Measures that have been found sufficient include:

1 Advising ees of existence of trade secret

2 Limiting access to “need to know”

3 Controlling access

IV Effect of public disclosure

A Can result in info being gen’y known, or can be evidence that r’ble security measures not taken

B Various situations:

1 Purposeful disclosure — lost

2 Disclosure through distributing PRODUCT

a Trade secret is apparent on product — lost

b 
Trade secret is hidden on product (e.g., object code) — depends on ease of rev eng’g

3 
Accidental — depends; can you prohibit recips of that info from disclosing?

C  
Recips of trade secret who didn’t get the info through improper means can’t be stopped from disclosing

D Gvt can require disclosure of some trade secrets: for defense contracts, for drug approval, for EPA approval

1 If this results in public knowledge, tough for the secret owner

Trade Secret — Misappropriation & Remedies
I Misappropriation

A Misappropriation ELTS

1 Acquiring, disclosing, or using a trade secret by or acquired by

2 improper means (or from someone who you know/reason used improper means)

3 OR breach of confidence (or from someone you know/reason committed breach of confidence)

B Improper means

1 Need not be illegal: taking pictures from airplane can breach.  (Du Pont)

2 This includes material breach of NDA

C Breach of confidence

1 Two types of confidential rel’ps:

a Express

i 
Person made express promise of confidentiality PRIOR to the disclosure of the trade secret

b Implied

i Trade secret was disclosed to the person under circums such that

1 Person knew/reason that the disclosure was intended to be confidential

2 AND other party had r’ble belief that person consented to confidentiality

ii Includes disclosure during sale negotiations.  (Smith — shipping containers)

D Receipt of trade secret by accident: if you know/reason it’s a T/S, you can’t disclose

E Reverse eng’g okay.  (Chicago Lock)

1 But note that rev eng’g doesn’t suddenly mean it’s public knowledge.  Now maybe BOTH companies have the trade secret

2 Contrast w/ patent: rev eng’g illegal b/c you’re making use of the invention

3 Contrast w/ copyright: rev eng’g sometimes illegal b/c of copying

II Remedies

A Injunction

1 Typically temporary: until info becomes publicly avail

2 Ct may order return of copies of info or destruction of products

3 Permanent injunction may be granted, even if info is now public, for D who did something egregious like break into competitor’s office

B Damages

1 Can include: actual losses, D’s wrongful profits, D’s payment of r’ble royalty

2 Punitive dams and costs avail for willful and malicious misappropriation

III Departing employees

A Must show ELTS:

1 A trade secret

2 AND a legal basis on which to predicate relief: a legal convenant OR a confidential rel’p.  (Wexler — sanitation products case)

B Info learned from former er

1 T/S may not be disclosed

2 But ees can take gen’l knowledge and skill

C Inevitable disclosure

1 
Former er seeks to stop ee from working for another company even though he hasn’t actually disclosed a T/S; er claims it’s INEVITABLE that ee will disclose T/S.  (PepsiCo v. Redmond)

2 Ct enjoins ee from working for the other company

D Issue for non-competes: is it R’BLE to restrain?

1 In Cal, non-compete agr’ts are gen’y unenforceable

E Raiding former er’s ees

1 Solicitation gen’y permissible

2 But nonsolicitation agr’ts are enforceable

F Competing w/ former er

1 Competition gen’y permissible

2 R’ble noncompete agr’ts valid in most states (but not Cal)

G Types of agr’ts

1 Assignment agr’t (assign inventions, T/S to er)

a 
Some ers will try to claim all inventions ee creates.  Cal abridges er’s claim to inventions created by ee on his own time, his own facilities, etc, and don’t relate to ee’s work for er

2 NDAs

3 Non-compete agr’ts

a Some states, enforceable if r’ble

b Others, enforceable if T/S likely to be disclosed

c Cal, gen’y unenforceable (Cal Bus & Prof Code § 16600)

i Exceptions:

1 Former ee may not disclose T/S

2 
Agr’t not to compete in a similar business after selling business is enforceable

4 Trailer clause

a Agr’t as part of severance package, for instance

b 
Assignment of future patents / copyrights related to ee’s work for er.  Gen’y enforceable if r’ble

5 Ownership of ee inventions in absence of assignment agr’t

a Gen’l knowledge and skill: not ownable.  (Wexler v. Greenberg)

b Inventions made using info provided by er: unclear

c Patentable inventions

i If “hired to invent” — owner by er

ii 
Invention in er’s shop — er has shop right, at least: ee may own patent, but er has right to practice it (but can’t license to others)

iii Independent inventions — owner by ee

State Doctrines — Federal Preemption
I Copyright

A Preemption under 17 USC § 301

B Fed law doesn’t preempt state rights that aren’t equiv to fed rights

1 Ex: right to OWN works (as opposed to copy); right to inherit; rights in unfixed works

C But subject matter excluded by copyright is not protectable by state copyright law (e.g., ideas)

D Extra elt TEST:

1 Would violator of fed law also violate the state law?  Then state law is pre-empted

2 But if state law adds an elt — thus could violate fed law w/o violating state law — then no preemption

3 BUT extra elt must be SIGNIFICANT

a Ex: not merely “for commercial gain” tacked onto no-copying law

E Private Ks sometimes allowed to preempt copyright.  (ProCD)

II Hypo

A Book license agr’t.  You agree not to:

1 resell/transfer this book

2 read chapter 12 before chapter 11

3 write an unfavorable review

4 make copies (ever)

B Menell argues: once that book is made avail to public, fed copyright law kicks in and should preempt this license

State Doctrines — Idea Protection
I Idea protection — three doctrines:

A Misappropriation

B Implied contract

C Confidential rel’p

II Misappropriation

A “Hot news” misappropriation

1 Int’l News Service v. Associated Press (1918)

2 Sup Ct holds some limited IP right in news

a  “Hot news” protected for short period of time

3 Copyright preemption?  But this passes extra element test 

4 ELTS:  (NBA v. Motorola case)

a P generates info at a cost

b Info is time-sensitive

c D’s use of info constitutes free-riding on P’s efforts

d D is in direct competition w/ a product or svc offered by P

e Ability of other parties to free-ride on P’s effort would so reduce P’s incentive that its existence or quality would be threatened

B Idea submissions

1 ELTS:

a Absolute NOVELTY

b Implied PROMISE to pay

2 Defenses:

a Lack of novelty

b Independent creation

c Waiver

3 Downey Jell-o case — but idea wasn’t novel 

III Implied contract

A Reqts:  (Desny v. Wilder)

1 Disclosure of idea clearly conditioned on an obligation to pay if it’s used

2 Condition set forth BEFORE disclosure and recipient must voluntarily accept

3 Novelty to the buyer (some states also require general novelty — Cal doesn’t)

B Implied by industry custom — if mfr accepts meeting w/ inventor, he impliedly promises to pay if he uses idea.  (Play-by-Play Toys)

State Doctrines — Right of Publicity
I Recurrent issues:

A Scope of the right

B Tension w/ 1st Amend

C Copyright preemption

D Character protection

II Doctrines protecting publicity interests

A Statutory right of publicity

1 “Name, voice, signature, photograph, or likeness”

2 Living and dead

B Common law right of “identity” publicity

C Trademark

D Unfair competition

III Use of identity

A Cts seem to be saying that if consumer makes connection to celebrity, this is a violation

B Mossbacher: red Ferrari # 11 / Winston ad red car # 71 case.  Winston can’t use Mossbacher’s identity

C Bette Midler: Ford can’t use sound-alike in Lincoln ad

D Vanna White: Samsung can’t use robot that suggests Vanna White

IV Use of likeness

A Artistic rendering may be so realistic that it amounts to using celebrity’s likeness.  (Three Stooges rendering case)

V Fair use defense similar to copyright

State Doctrines — Trespass to Chattels
I Ebay v. Bidder’s Edge case

A Even if Bidder’s Edge isn’t actually degrading Ebay’s performance, ct reasons that if lots of people do it, Ebay’s performance will be degraded

B Menell suggests nuisance might be a better doctrine here
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