THEORY/POLICY

A.
Intellectual property vs. real property

1.    Non-rivalrous consumption – more than one person can use at same time

2. Non-excludability – out there for all to see

3. Public goods quality – like defense, environment

a. Inventor takes great risk that he may not be “compensated” for investment

B.
PURPOSES:
1. Allow creator to appropriate benefits of his creation

2. Protection – incentive to invent – R & D

3. Prevent free-riding; unfair competition

4. Encourage follow-on innovation, more uses, transformative and competitive works

5. Benefit the public and consumer

C.
Alternatives to IP:

1. Government subsidy of creation

a. National Endowment of the Arts model – impossible to match amt. of subsidy w/ actual

  social benefit conferred; costs associated w/ deciding who is funded; political element

b. Taxes:  tax on tape goes back to musicians to compensate for decreased sales due to copying

c. IP is a govt. subsidy w/out the middleman; cheaper than tax system; allows market to determine

  value of goods;  BUT – some things will only come into being if subsidized

D.
JUSTIFICATIONS

1. Locke’s labor theory:  Entitled to fruits of one’s efforts

2. Utilitarian:  existence of property rights increases number of socially useful creations

3. Hegel (personhood): Property rights help fulfill themselves

4. Breyer:  Author always has lead time over copiers (so = natural form of appropriation); ISSUE:  does

  lead time give enough profit to provide incentive to create?;  can recoup investment by bundling –

  linking ideas to physical assets

5. Machlup:  Patents only valuable at some times

6. Radin (personhood approach):  Two types of property

a.  Fungible – replaceable, compensable by money

b.  Personal – irreplaceable, value cannot be monetized, e.g. wedding ring, family portrait, IP

7. Attribution:  Primitive right to be known as creator of sometime (like moral rights) – doesn’t include

  inherent right of compensation

TRADE SECRETS

Why Protect:
1. Wrongfulness of conduct (acquire secret by “improper means”

2. Bargain (elements of) - contract

a. Employer/employee

b. Licensor/licensee (buyer/seller of info.)      use/disclosure of info. in violation of confid. rel.

3. Property Law

a. Grant rights to create incentives to innovate (if no legal right – no incentive b/c no return on invest.)

b. Can disclose some info. w/out revealing secret more readily

c. AAROW’S PARADOX:  business context:  can’t sell secret in absence of some protection b/c can’t   

  figure out how to value it

4. Encourage licensing

5. Efficient investment in security measures

A.  
Introduction

1. UNIFORM TRADE SECRETS ACT, with 1985 Amendments
a. Definition:

1.
Information

a.  Very broad definition



- includes chemical formulas, technical info.


b.   Thoughts?



- DFC v. Brown: Employee said found solution to Y2K – wanted $ - DFC said 




we own that info. b/c Brown’s an employee



-  Violates public policy to say once you’ve learned info. you can’t use it



-  Can take general knowledge, skill, expertise in an industry



-  If you make effort to memorize info – violates TS law
2.
Which has value
3. 
Not generally known (secret) OR readily ascertainable (CA Code dropped “readily”)

4.
Economic value
5.
Value comes from secrecy
6.
Reasonable efforts to protect the secret
a. Trade secret claim:

1.  Protectable knowledge/information not generally known to all

a. Current trend:  protect any valuable info. so long as can add economic value to P.

2.   D. acquired info. wrongfully/misappropriated

3.   P. took reasonable precautions to prevent disclosure



c.  Definitions in ACT  (FILL IN INFO IF NECESSARY)

B.
SUBJECT MATTER

1. “Trade Secrets” (defining):

a. Information:

(1)  Formula, pattern, compilation, program, device, method, technique, process

(2)  Individual steps in process could not be secret, but whole process can be


a.  Metallurgical v. Fourtek: (zinc recovery process has known aspects but



not all aspects)  -  Okay that some elements known – combination can be TS
(3)  Negative know-how

(4)  Strict novelty not required if prior discovery sufficiently obscure

b. Secret (“not generally known or readily ascertainable)
(1) Restatement of Torts factors:

a.
  Extent to which info. known outside claimant’s business

b.  Extent to which known by employees and others involved in the business

c.  Extent of measures taken by claimant to guard secrecy of info.

d.  Value of info. to the business and competitors

e.  Amount of effort/money expended in developing info.

f.  Ease/difficult with which info. could be properly acquired/duplicated by others




(2)  Doesn’t require absolute secrecy/economic interests





a.  Foutek: (secret communicated to consultants, licensees, employees)





b.  Disclosures are not public announcements  (“To hold otherwise would greatly 






limit the holder’s ability to profit from his secret”)





c.  KEY:  creation/maintenance of a confidential business relationship – must impose






some sort of obligation (ideally express)





*****TS protection works best where info. doesn’t have to leave factory (better







for PROCESS than PRODUCT ********




(3)  Can’t be patented or published



(4)  Limits on how broadly info. can be disseminated and still be a secret





a.  MS example:  doesn’t sell product – it licenses it – but has TS in source code;






if can translate from object code to source code, no more TS protection;  BUT






MS says agreement forbids disclosure of the info. – only a small # would have






effective access b/c most couldn’t use the info. (so it’s OK)



c.
Derives independent economic value, actual or potential, from not being generally known


d.
Subject to “reasonable efforts” to keep it secret:




***Easier for PROCESS than PRODUCT***




--- *****Restatement does not have this requirement*****




(1)  Reasonable efforts:





a.  Fourtek:





1.  Only authorized personnel saw modifications






2.  Furnaces in areas hidden from public view






3.  Signs warned all about restricted access






4.  Company required everyone authorized furnace to sign DNA





b.  Rockwell Graphic Systems:  (HELD:  for Rockwell on this issue)






1.  P. limited access to piece part drawings






2.  Kept in vault






3.  Needed ID badges






4.  Employees signs NDA’s






5.  Vendors allowed to make limited copies






6.  Vendors signed confidentiality agreements







BUT






7.  Did not segregate the piece part drawings 





c.  Electro-Craft Corp.  (HELD:  against ECC)






1.  Screened Handbook and publications for confidential info.






2.  Some employees signed confidentiality agreements







BUT






3.  Seven unlocked entrances w/out signs saying limited access






4.  No employee badges






5.  Documents not in central or locked location (some designs locked)






6.  Didn’t treat info. as if secret – not marked “confidential” on docs.






7.  Employee access to info. not restricted






8.  Tours given to vendors and customers





d.   If espionage not a major prob, don’t need tight “security” measures – but






still must show tight “confidentiality” measures



(2)  Confidentiality in absence of express agreement




a.  Entertainment Research Group:  (9th Cir.):  HELD: no confid. relationship  






between manufacturer and marketing firm hired to distribute





b.  IMAX Corp.  (9th Cir.):  Proprietor of IMAX theatre had duty to IMAX to 






protect specifications of projector as TS from competitor trying to reverse






engineer




(3)  Secrecy after product circulated





a.  Data General:  reasonable efforts to protect secrecy of idea in commercial






product (i.e. locks, black boxes, use of unreadable code) enough to 






maintain TS protection



d.  Disclosure:




(1)  No end point for TS in years – question is if it’s still secret




(2)  Sales of product doesn’t = disclosure – BUT: is the TS apparent from the product itself





a.  Metallurgical Industries v. Fourtek:  Metallurgical disclosed secrets only for profit –






weighed in favor of TS status




(3)  Public disclosure by someone other than TS owner – lose protection




(4)  May be disclosed inadvertently – against law for another to disclose if knows secret





acquired by accident or mistake




(5)  Once gone – most cases – can’t get it back





a.  Religious Technology Center v. Lerma:  Church of Scientology scriptures





       posted on Internet for 10 days;  HELD:  no TS protection – part of public





      domain; can only sue person who posted the info – not other downloaders




(6)  Patent always = disclosure for info. contained in patent





a.  Pre-patent issuance:  protection can co-exist

C.
MISAPPROPRIATION – What constitutes infringement?


1.
Improper Means:


a.  (UTSA):  Theft, bribery, misrepresentation, breach or inducement of a breach of a duty to 




maintain secrecy, or espionage


b.  Extortion; electronic intrusion



(1)
duPont v. Christopher:  (building plant to make chemicals by a TS process; D’s 






hired to fly over construction and take pictures)





a.  duPont took reasonable steps to protect secret – no requirement to take 






unreasonable precautions --- makeshift roof unreasonable



c.  What’s proper:




(1)  P. failed to take reasonable efforts to protect




(2)  Published


d.  (UTSA)  If acquired by accident/mistake, can’t use OR profit from info. you know you shouldn’t




have gotten



e.  Is everything not permitted prohibited?




(1)  What about conduct that’s wrongful only in that it acquires info.



f.  If forced to publish a TS by govt – govt must pay compensation


2.  
Misappropriation:


a.  Acquisition by person who knows and has reason to know that the TS was acquired by




improper means



b.  Disclosure or use of TS without consent by person who:




(1)  Used improper means to get TS




(2)  Knew/had reason to know it’s wrong




(3)  Knew/had reason to know it was a TS and had been acquired by accident/mistake



c.  RS Torts:




(1)  §757:  Disclosure or Use of Another’s Trade Secret




a.  Discover the secret by improper means





b.  Breach of confidence





c.  Learned the secret from third person






i.  With notice that it was a secret AND






ii. That third person used improper means OR






iii. That disclosure was a breach of duty





d.  Learned secret by mistake






i.  Knew it was a secret




(2)  §758  Innocent Discovery




a.  Learn from 3rd person





b.  Without notice it is a secret






i.  and disclosure was a breach of duty





c.  or learns the secret through mistake






i.  without notice of secrecy or mitake





d.  is liable only after notice, unless






i.  prior to notice paid in good faith for secret OR






ii. changed position so that liability would be inequitable




(3)  §759  Procuring by Improper Means





a.  One who, for the purpose of advancing a rival business interest, procures by  






improper means, info. about another’s business is liable for harm


3.  Confidential Relationship:



a.  Position of trust and confidence at time of disclosure



(1)  Express promise:  confidentiality agreements generally enforceable if info. is a TS




(2)  Implied:  where giver of info. intends it to be in confidence and receiver knows that 





and still decides to go ahead with transaction





a.  Smith v. Dravo Corp.  (P. had idea for containerized shipping; negotiate w/ D. 






to sell company; disclosed info, including patent apps; D. says no buy; goes






into competition, enters marketplace; puts P. out of business; containers not






exactly same – a different shape)  HELD:  for P.





******Arrow’s Information Paradox******





b.  Unsolicited submission usually not enough



b.
Must give recipient:




(1)  Notice info. intended to be confidential




(2)  Opportunity to reject the secret on the terms you offer



c.
RS (Third) of Unfair Competition §41




(1)  Person made express promise of confidentiality prior to disclosure of TS 







OR




(2)  TS disclosed under circumstances where relationship between parties/other facts





justify conclusions that, at disclosure:





a.  Person knew/had reason to know disclosure intended to be in confidence





b.  Other party to disclosure reasonable in inferring that receiver consented to






obligation of confidentiality


3.
REVERSE ENGINEERING


a.  Policy:




(1)  If you release product into world – maybe not as great of a concern to the law




(2)  To discourage monopolies and encourage competition in the marketplace




(3)  Prevents TS from being a perpetual patent



b.  CA courts:  Once on open market – anyone can reverse engineer 




(1)  Chicago Lock Co. v. Fanberg (key codes for “Ace” locks published – got the codes





from locksmiths who had picked the locks and deciphered the configurations)





HELD:  for D.  – valid RE



c.  Can you get around RE rule by license/K that says no RE:  Courts split



(1)  5th Circuit says no – all companies could do this and RE would have no effect


4.
Departing Employees:



****Even if no express agreement – almost always an implied agreement of confidentiality



a.  Can take general skill, knowledge, experience in the industry



(1)
Can’t take certain facts (i.e. general marketing strategy, clients, size of market





company is targeting)



b.  Solicitation:  “Raiding” the Company




(1)  Employees ask others to go with





a.  Public policy:  employees should be free to leave – should be able to ask to leave





b.  Solicitation of large group who worked together – okay, but closer case





c.  Some courts prohibit where there’s active inducement or where departing






employees have taken customer list which is a TS




(2)  Solicitation of clients:





a.  TS issue where job is to call on customers (customer list may be TS)





b.  Taking client w/you is okay – but courts are weary of improper access





c.  CA limits type of solicitation






1.  Can let know leaving and where going – burden for them to contact






     you further






2.  No saying “please come with me”






3.  Once client shows interest – can make sales pitch w/out same restrictions




(3)  ISSUE:  Planning to leave while working w/ old employer – if on payroll, employer time –





no solicitation






1.  Interference w/ business relationship






2.  W/potential economic benefit






3.  Breach of fiduciary duties


5.
Non-Competition Agreements:



a.  Majority:  Enforceable, but only if “reasonable”




(1)  Employer must have legitimate need/concern for this




(2)  Cannot effectively bar employee from any work whatsoever



b.  CA:  won’t uphold non-competition agreements except if owner of business sells and agrees 




not to compete w/ buyer by immediately building new business




(1)  Application Group v. Hunter’s Group  (MD non-competition agreement):  employee





works for MD company – leaves to work for CA company but telecommuting – CA





courts won’t uphold



c.  Elements:




(1)  Duration:





a.  Can’t last forever






- 3 years too long






- 1 or less usually enforceable





b.  Should acceptable duration vary by industry?






- e-commerce: one court says moves faster – so shorter duration




(2)  Geographic scope:  (less important b/c industries more global)





a.  No broader than necessary




(3)  Product scope


d.  Ambiguity strictly construed against employer



e.  Agreements reasonably limited are enforceable



f.  VA’s 3 part test:




(1)  From standpoint of employer, is it no greater than is necessary to protect legit business





concern?




(2)  From standpoint of employee, not unduly harsh and oppressive to earn a living?




(3)  Sound public policy?




(4)  Employer bears the burden of demonstrating the restraint is reasonable




(5)  Might be based on custom of industry



g.  Inevitable Disclosure Issues:




(1)  If no agreement – may sue and say b/c of position at new job, it is inevitable they 





will reveal TS





a.  Can enjoin from employment (Pepsi-Co) b/c effectively enjoining TS disclosure





b.  Have to pay them to take time off






1.  High degree of probability






2.  Of inevitable and immediate use of trade secrets





c.  Consider # of potential employees available






1.  If only a few, might say you have to let them hire


6.
Can Employees take own Inventions:


a.  Common law:  employees take with them when they leave



b.  Employees hired to invent:  employer ownership



c.  Employee invents in employer’s shop: limited, nonexclusive “shop right” on part of employer




to practice the invention




(1)  §2870 CA Labor Code:  if both satisfied, employee owns (can’t K around)





a.  invention made on employees own time and own resource





b.  invention doesn’t relate directly to employer’s business




(2)  Claim discovery after left:





a.  “Trailor clause”:  set period after leaving





b.  Courts apply “general reasonableness” – over 6 mos. later probably too long




(3)   Tough cases:





a.  Only connection is using company laptop, pens, pads – courts won’t buy (must






be like using a lab or machine)





b.  Independent contractors:  not subject to rules of ordinary employees





c.  Wexler v. Greenberg: (sanitation/maintenance manufacturer; chief chemist left;






used formulas he developed; formulas not a specific project)  HELD:  for D


7.
Agreements to Keep Secrets:



a.  Pro-contract:  If you want the license to end when the secret ends, say so



b.  Restatement on Unfair Competition:  NDAs on public domain are unenforceable restraint on trade



c.  Fed. Cir:  Issuance of a patent did not extinguish the confidentiality obligation of a NDA




1.  Warner-Lambert (S.D.N.Y.)  (formula for Listerine; license – royalty payment agreed





to; formula no longer a TS; Warner wants to stop paying.  HELD:  still must pay 

D.
DEFENSES


1.  Proper Means:



a.  Independent invention



b.  Reverse Engineering




(1)  Using computers to crack lock codes



c.  Observation of item in public use or on public display



d.  Published in literature

E.
REMEDIES

1.  Injunction


a.  For actual or threatened misappropriation




1.  “Head-start” injunctions:  For P’s who have published/disclosed their secret after it





was misappropriated





a.  Puts D. in same position as if they had independently discovered





b.  K-2 Ski Company:  wanted injunction against Head b/c employee moved to Head and

disclosed TS;  HELD:  injunction for as long as it would have taken Head to either reverse engineer or by independent development develop its ski legitimately (must take into account period for preliminary injunction)



b.  If unreasonable – injunction may condition future use upon payment of reasonable royalty


2.  Damages



a.  In addition to/in lieu of injunction:  for actual loss caused by misappropriation



b.  Unjust enrichment



c.  Willful/malicious misappropriation:  exemplary damages (not to exceed 2x other damages)

PATENTS
A.
Introduction


1.
Types of Claims:


a.  Product:  Covers the product, no matter how made 




1.  Broader protection than process patent




2.  Lower enforcement costs than process patents



b. Product by Process:  Intermediate between product and process



c.  Process: Narrow and hard to enforce because of evidentiary problems



d.  New Use:  Type of process claim




1.  “Method of doing x using y”




2.  Covers product if used in a particular manner.  If product itself is patented = blocking patents;





new use patentee can’t practice invention w/out license; product patentee can’t practice





w/out license from new guy



e.  Pioneer and Improvement:




1.  Pioneer:  dominant patent w/ broad scope (e.g. a product claim)




2.  Improvement:  much narrower; may be w/in scope of pioneer patent (e.g. new use);





if so, two patents are blocking and will require cross-licensing





a.  Give incentive to work on patented products b/c still can get reward if patentee






will license


2.
Purposes:


a.  To provide for limited period of time (17-20 years) protection once you get patent (in TS, get right




away




1.  Can prevent anyone form using/selling your invention in U.S. (control any economic use)



b.  Gives patent owner exclusive legal right to use/sell against anyone  (vs. TS where only against 




persons who improperly acquired)



c.  GOAL:  to reward novelty

3.
Elements:



a.  Patentable subject matter


b.  Novelty (not in public prior art)



c.  Useful


d.  Nontrivial extension of what was known  (Nonobvious)



e.  Disclosed and described in a way to enable others to make and use it  (Entitlement + written 




description)

B.
PATENTABLE SUBJECT MATTER:


1.  
§101



a.  Any new and useful process, machine, manufacture, or composition of matter, or any new




and useful improvement thereof



b.  Broad definition if taken literally



c.  Diamond v. Chakrabarty (live, human-made microorganism)




1.  Broad scope – anything under the sun made by man



d.  Funk Brothers:  discovery vs. invention


2.  
Limitations on Subject Matter:



a.  Products of nature:  (one of the bigger limits)




(1)  Diamond v. Chakrabarty (bacteria, human made, that his plasmids that eat oil spills)





a.  Doesn’t look like it’s found in nature





b.  Transformed a product in nature





c.  Conceivable evolution may generate bacterium like this – does this matter?





d.  Made transformations on admittedly natural raw materials





e.  HELD:  patentable




(2)  Discovery vs. invention




a.  Are you able to put the discovery to some beneficial use people hadn’t 






previously encountered





b.  Taking existing natural things and putting in proximity = discovery




c.  Does the “discovery/invention” still perform its same old natural function 






(Funk Brothers)




(3)  Practical problem:   unreasonable liability – anyone else who runs across it in nature





and uses it is violating patent




(4)  Conflict between IP and RP




(5)  Economic justification:  if you purify in such a way it becomes a new thing economically





(much more valuable), can get a patent (Learned Hand)





a.  Parke-Davis (purified adrenaline is patentable)




(6)  Example





a.  DNA sequences OK





b.  “New” plants and animals OK





c.  Previously unknown plants or animals – not ok





d.  Medical and surgical procedures






1.  Can patent – but can’t enforce (35 U.S.C. §287(c))



b. 
Abstract ideas:




(1)  Designed to prevent from owning concept devoid of any implementation





a.  Einstein can’t own E=mc2 





b.  The Telephone Cases:






1.  Patentable b/c for the use of electricity connected w/ the magneto






       and variable resistance methods – not just for use of electricity in general





c.  O’Reilly v. Morse





1.  Broad patent for process of using electromagnetism to produce discernable






       signals over telephone wires- OK






2.  Use of electromagnetism, however developed for marking or printing






        intelligible characters, signs, or letters, at any distances – DENIED







a.  Court seems to suggest it’s too Broad – not a prob. w/ subject matter



c.
Printed Matter/Business Methods



(1)  To divide world of newly created things into technological arts and creative or business arts




(2)  Printed Matter:





a.  Games (physical elements not new but what is printed on them new) – not ok





b.  If part of new/useful physical structure – OK




(3)  Business Methods:  recently called into question





a.  Doesn’t exist anymore (Fed. Cir. 1998)






1.  State Street Bank & Trust:  (system for consolidating accounts into







single account you could trade on, then separate at end of day)  - OK

C.
UTILITY

****Usually not a big issue b/c requirement not that strict****


1.  Requirements:



a.  Must do something (FUNCTIONAL UTILITY – GENERAL)




(1)  Utility for pharmaceutical products can be established by animal testing – 





a.  Human clinical trials not necessary




(2)  Machines only for amusement - OK



b.  Must actually do what it claims to do – has to work (SPECIFIC)



c.  Is it problematic from a societal standpoint?  (MORAL)




(1)  Doesn’t matter if deceptive (Jucy-Whip)

2.  Justifications:



a.  General:




(1)  What if it looks useless now but turns out to be useful later?





a.  Brenner – concern:  if someone else figures out a general use for it, won’t be 






able to use it  (claimed compounds’ utility b/c structural similarity to 






compounds w/ proven therapeutic potential – REJECTED






i.  Utility satisfied when specific benefit exists in currently available form





ii.  Reject’s Story’s “do no harm” standard (as long as not harmful, OK)






iii.  Brenner isn’t bad law, but Fed. Cir. has backed away form need  for real, 






     tangible utility – intermediate utility is enough




(2)  May discourage innovation b/c $$ spent developing may be lost until at ultimate use



b.  Specific: (does it work as it claims to)




(1)  Don’t want to preclude someone’s same invention which actually works



c.  Moral



(1)  Don’t want govt. stamp on invention that’s bad




(2)  PROB:  How do we define class of inventions that’s immoral?





a.  Example:  radar detector – now, so long as not illegal in all cases, it’s OK

D.
NOVELTY


****Everyone in world except United States measures from filing date**** (U.S.: first to invent)


1.  
§102  


a.  Person entitled to patent UNLESS:

(1)  §102(a): (novelty) known or used by others in this country; OR patented/described in 

printed publication in this/foreign country, before invention by patent applicant  OR

(2)  §102(b):  (statutory bar) patented/described in printed publication in this/foreign country 

OR 

in public use/on sale in this country, more than 1 yr prior to filing date for application in U.S., OR




(3)  §102(e) [secret prior art: previously-filed applicants]:  invention described in:





a.  application for patent, published under §122(b), by another filed in U.S. before






invention by applicant




(4)  §102(f) [derivation] he did not himself invent the subject matter sought to be patented OR




(5)  §102(g) [priority; first to invent]  before applicant’s invention, the invention was made in





this country by another who had not abandoned, suppressed, or concealed it.





a.  To determine priority:  consider reasonable diligence of first to conceive and last 

to reduce to practice, from a time prior to conception by the other


2.
Novelty (§102(a))



a.  “Known or used”:  




1.  Public Use: (not secret)





a.  We allow patents b/c public gets benefit of invention through public disclosure





b.  Avoids problem of people simply lying – need evidence of use






- Rosaire v. National Lead Co. (D. used method for oil prospecting before







P’s invented; D. did not publish – but did work out in public w/out







any attempt at concealment/effort to exclude public)  HELD:  P’s







patents invalid – D’s don’t have to take affirmative act to make public





c.  “Nonsecret use of a claimed process in the usual course of producing articles for a






commercial purpose is a public use”  W.L. Gore & Associates




d.  PROBLEM:  How do we measure “reasonably discoverable”





e.  Commercial sales not necessary for completed experiment to = public use 

(Corona Cord  Tire Co.)




2.  Known or used in U.S. OR patented/published anywhere





a.  Evidentiary problems – hard to show claimed use abroad; discovery problems





b.  Encourages use in the U.S. so it will be known



b.  “Inherency Doctrine”:  ACCIDENTAL DISCOVERY:




1.  Where unintended, “accidental” anticipation of an invention – inherent, unintended 





production of a physical product; inventor late intentionally makes it – barred by prior





art?





a.  Where 1st, accidental producer not aware of product and didn’t attempt to 

produce it, 1st production doesn’t bar patent on “invention”

b.  Where product known in art already, inventor can’t get patent on product 

merely by putting it to new use, “even if the result had not before been contemplated”





c.  Courts Split:  Some say any accidental discovery = bar; some ask if discoverer






knew of discovery or wanted it (put it to use?)

2.
Statutory Bars:  Publications



a.  §102(b):  …described in a printed publication in this or foreign country…more than one year prior




to application date




1.  Policy:  to encourage you to get your application on file quickly




2.  Publication = “public” when available to  1+ member of “the general public”




a.  In re Hall:  1 of 3 copies in a German library is sufficient – doesn’t have to be






widely distributed to bar patent




3.  In Europe – applications published 18 mos. after filed


3.
Statutory Bars:  Public Use


a.  If in public use or on sale 1 year before filed – no patent



b. What’s public use?




1.  Broader than “not secret” (Rosaire)




2.  A non-restricted use with no confidentiality agreement




a.  Egbert v. Lippman (man invents improvement to corset; gave to girlfriend to wear; 






invented in 1855; filed in 1866; whole industry came up with invention)






HELD:  public use b/c not restricted






i.  DISSENT:  Court should have found implied confidentiality agreement



c.  Experimental Use Exception



1.  TEST:





a.  Used under surveillance of inventor





b.  For purpose of testing machine/invention to ascertain if will fulfill purpose





c.  For purpose of making such alterations/improvements as necessary




2.  If bona fide effort to bring invention to perfect or ascertain whether will answer purpose





intended





a.  City of Elizabeth v. Pavement Company (invention is pavement; installed in main 






entryway to Boston 6 yrs. before filing; still conducting tests, observations)






HELD:  Not a public use that will bar patent






i.  Inventor experimenting on invention – only way is to use it






ii.  If intent isn’t public use – maybe it’s okay




3.  So long as it really is a true experiment





a.  surveillance





b.  testing





c.  alterations/improvements as necessary


4.
PRIORITY Rules:



a.  Basic Rules:




1.  Between two claimants – first inventor wins, so long as:





a.  She doesn’t abandon, suppress, or conceal




2.  To determine 1st to invent:  Generally, 1st to embody invention in actual working version





(reduce to practice) wins





a.  build it + file patent application that describes in enough detail to satisfy req.




3.  Exception:  if 2nd to reduce to practice is 1st to conceive the invention (think of), may be 





able to backdate to time of conception, depending on:





a.  Her own diligence  (“reasonable diligence of one who was first to conceive but 






last to reduce to practice”)






- only get patent if diligence before 2nd inventor’s conception of idea





b.  Date of other inventor’s conception



A




           conception     RTP                            File




B   




    conception

         RTP


File






- Starting presumption in favor of A (first to file)






- B’s burden to show he invented first – if B shows RTP






- A’s burden to show RTP 1st --- if A shows RTP 1st





- B’s burden to show 1st conception



*****Up until 1994, 102(g) applied only to inventions made in U.S. – foreign inventors could only




rely on dates of things that occurred in U.S. *****



*****In 1994, inventors could prove own entitlement by using evidence in WTO member country –




BUT, 102(g) not changed – so couldn’t prevent others from claiming patent



*****In 1999 §102(g)(1): in interference proceeding, use evidence from any WTO country both




affirmatively and negatively*****



b.  Reasonable diligence



1.  Must show reasonable diligence from time of 1st to file to claimed priority owner’s





reduction to practice (If priority owner is claiming 1st conception but other





guy was 1st to file, even before priority claimant RTP)





a.  Waiting for graduate student – but showed no shortage of personnel





b.  Convenience of timing of the semester – can’t justify 3 month delay for reasonable






diligence





c.  Delays caused by inventor’s efforts to refine an invention to the most marketable






and profitable form – not sufficient excuse for inactivity





d.  Must make reasonable efforts to secure funding for project

E.
NONOBVIOUSNESS:


1.  
§103:



a.
Would the invention have been obvious at time made to one of ordinary skill in the art?





- Exception for biotechnological process:  where invention is a new and nonobvious





   composition of matter produced using biotechnological process, consider the process





    as well as the composition of matter




1.  TEST:





a.  What is the scope and content of prior art and what are the differences between 






prior art and claimed invention?





b.  Who is the person with ordinary skill in the pertinent art?





c.  Would the person of ordinary skill find the differences between the claimed invention






and the prior art obvious?




2.  Steps:





a.  Find prior art





b.  Compare prior art to invention to identify differences





c.  Identify level of skill in the art (person having ordinary skill in the art – PHOSITA)






1.  Equivalent of reasonable person in tort  (reasonable expert)






2.  Charge our reasonable expert w/ knowledge of all prior art






3.  Assume PHOSITA is acting at time of invention (expunge hindsight bias)





d.  Secondary considerations/objective evidence



b.  
Combining References (can you combine 2 different prior art references)




1.  Need to show 2 things to show obviousness:





a.  Some sort of motivation/suggestion to combine the ideas in the first place








OR





      Suggestion implicit in the nature of the art (anyone working in field would know





      it’s logical to do so)





b.  Reasonable expectation of success (w/out “undue experimentation”)






a.  How often something like this done before






b.  Failure rate?




2.  In re Vaeck:  (put different gene sequences in cyanobacteria to ward off mosquitoes; prior





art is to take insecticidal proteins and put in bacteria)  HELD: not  obvious




3.  If prior art suggests motivation to try combination + combination once tried likely to be





successful = obvious





a.  If major difficulty in actually getting results – non-obvious






1.  In re Bell (to reverse engineer an amino acid to figure out human base)



c.  Secondary Considerations:




*** “Nexus” requirement:  before secondary considerations can show nonobviousness, 





must show those characteristics are attributable to the inventive characteristics of





the discovery as claimed in the patent




1.  Commercial success:  





a.  If lots of $ to be made and obvious, someone would have done it already





b.  Not a good test b/c:






1.  Depends on chain of inferences – willingness to connect commercial






     success on a patent






2.  May be due to dominant market position of patentee before intro. of invention





c.  Must work through four inferences first:






1.  The commercial success is due to the innovation






2.  Potential commercial success was perceived before its development






3.  Potential commercial success having been perceived, it is likely that efforts







were made [by a number of firms] to develop the improvement






4.  Efforts having been made by men of skill in the art, they failed b/c the







patentee was 1st to reduce his development to practice




2.  Failure of Others (a better test)





a.  If lots trying and didn’t do it – good evidence it’s hard to do – real PHOSITA’s






couldn’t do it




3.  Longfelt need:  





a.  Lots of people wanted this for a long time – market would have arisen to serve






if it were that easy to do




4.  Copying: 





a.  If everyone copies it = evidence of nonobviousness – otherwise, why copy from you





b.  BUT – maybe there was a need and market developed to fill it – doesn’t mean it 






was hard to do




5.  Simultaneous invention (supports obviousness):





a.  Shouldn’t go so far to reward person who got there first in the race if lots of 






people working on it




6.  Acquiescence:





a.  If everyone acknowledges you’re the inventor, it’s evidence of nonobviousness






(evidence the sample of PHOSITA’s thinks it’s yours)




7.  Unexpected results (flipside of In re Vaeck)





a.  Surprising result is evidence you went against ordinary wisdom so non-obvious




********These are all contestable inferences***********

F.
ENABLEMENT:  Have you taught PHOSITA how to make + use


1.  
§112



a.  
Requirements:




1.  Written description of the invention




2.  Clean and full enough to enable person skilled in the art to make and use the invention





(enablement requirement)





a.  Quantity of experimentation necessary





b.  Amount of direction or guidance presented





c.  Presence or absence of working examples





d.  Nature of the invention





e.  State of the prior art





f.  Relative skill of those in the art





g.  Predictability or unpredictability of the art





h.  Breadth of the claims




3.  Specify the best mode




4.  Sufficiently clear/definite terms  (clear claim requirement)





-Giving public knowledge in return for patent





- Provides a check/test on inventor to make sure he really had invented



b.  
Scope:  Can define an invention to a whole class of things if you define a “genus” sufficiently





you are entitled to own




1.  Incandescent Lamp Patent (1895)





a.  FACTS:  S&M had patent w/ claims to different materials acting as incandescing 






conductors;  Edison spent lots of time discovering particular type of bamboo






works in incandescent bulbs.  HELD:  no enablement b/c undue experimentation






required to practice different embodiments of the invention; only entitled to






genus claims if can identify some quality shared by all operable species



c.  Super Species Claims:




1.  Where genus already patented but particular species w/in that genus is subsequently





characterized and displays unexpected qualities, new guy can get patent



d.  Claims may be no broader than the supporting disclosure  (Gentry Gallery v. Berkline)  




1.  Case criticized  (p. 232-33)



e.  Policy:




1.  Written des:  guard against people coming up w/ modifications by looking at what





competitors doing after invention date




2.  Biotech/Chemistry cases:  Some disciplines can make minor tweak on some “inventions”





and make something else but does same thing – Fear:  if allow only to claim precise





chemical they produced – limit patent protection

G.  WRITTEN DESCRIPTION:  Would a PHOSITA believe you have possession of the invention?
H.
INFRINGEMENT


1.  CLAIM CONSTRUCTION



a.  Interpretive Sources:




1.  Claim language:





a.  Give preference to technical dictionaries in the field




2.  Patent Specification:  (written description )  (look to the whole patent)





a.  Claim differentiation (look to other claims):  don’t want interpretation of 






claims to lead to duplicate claims (b/c would render superfluous)





b.  Definition of terms:  Patentee can be own lexicographer (“red means blue”…)





c.  Doesn’t extend to statements patentee makes after patent issued




3.  Prosecution history (outside patent – but a public record)





a.  Written record between applicant and examiner






- original application






- amendments






- legal arguments






- disclosures





b.  Can’t put examiner on stand




4.  Extrinsic Evidence:





a.  Expert witnesses:






1.  Expert witnesses:  (Fed. cir. doesn’t like b/c q. o flaw – review de novo)





b.  Tiebreaker Rules:






1.  OLD RULE:  Interpret claims to preserve their validity






2.  If it’s a tie – chose the narrower one b/c that’s more fair




5.  Can’t read a claim to include prior art



b.  Canons of Construction




1.  Claim-Specification Relationship





a.  Can’t read a limitation into a claim from the written description




b.  Can look to written description to define term already in claim limitation




2.  Patentee as Lexicographer (definition other than ordinary definition required)





a.  Patentee can set forth own explicit definition for claim term





b.  Term(s) so deprives claim of clarity that there’s no means by which scope of claim






can be ascertained form the language used




3.  Claim Differentiation

a.  Don’t construe claims in way that would render another claim in patent 

redundant



4.  Presumptive Breadth





a.  Interpret claim to preserve validity





b.  If subject to two viable alternative interpretations, narrower one should apply



c.  Interpretive Procedures:




1.  Claim interpretation is a question of law  (review District Court findings de novo) (Markman)




2.  BUT – whether doctrine of equivalents applies is a question of fact (for jury)


2.  LITERAL INFRINGEMENT  --  element by element


a.   35 U.S.C.§271




1.  Gives patentee exclusive right to make, use, sell, offer for sale or import



b.  Every element contained in patent claim must also be in accused product/device




1.  Every word counts – look carefully at all words + meanings




2.  Doesn’t matter if new elements added 





a.  Larami v. Amron (water-gun case)






i.  HELD:  no infringement b/c called for internal liquid chamber and this was






      detachable



c.  If one element missing – no literal infringement



d.  If elements added – literal infringement


3.   DOCTRINE OF EQUIVALENTS



a.  Enlarges patent claim – but 




1.  Pioneer patents:  substantial range of equivalents





a.  Breadth depends on how important your invention is





b.  Must figure out how important the patent is




2.  Improvement patent:  little enlargement



b.  TEST:  Must perform :




1.  Substantially same function in



2.  Substantially same way in order to reach



3.  Substantially same result



c.  Graver Tank TEST:




1.  Function-way-result:  Does D’s product perform substantially same function in 





substantially same way to achieve substantially same result





a.  Requires element-by-element analysis (each element must have equivalent part)





b .  Useful for mechanical stuff – but not for non-mechanical 



d.  Reasonable Interchangeability TEST  (Warner-Jenkinson Co.)  (at time of infringement)




1.  Would people of reasonable skill in the art know that the products are reasonably





interchangeable 





a.  PROB:  application of both tests depends on level of abstraction w/which you ask q.





b.  EXAMPLE:  patent on method of laying pipe underground which involved shining 






beam of light (for straight line) – subsequently someone came up with laser to






lay pipe;  INFRINGEMENT notwithstanding patentee couldn’t have thought of






laser





c.  Hughes Aircraft v. U.S.  






i.  Broad interpretation of DOE – patent in 1 era covers new technology in 2nd



e.  Prosecution history estoppel:  




1.  Can’t take inconsistent positions:  if you represent to officer that claim A is narrow, can’t 





grab the ground you gave up





a.  Warner-Jenkinson  (distinguished from prior art (10 pH) by saying (6-9 pH)






1.  Problem – we know why they added 9.0 – but not 6.0






2.  Court must try to figure out why gave it up – if can’t, assume it was for 







something related to patentability




2.  Don’t take into account subjective motivation or intent



f. What is an element?




1.  “Substantial equivalent”: element substituted must not be such as would substantially





change the way in which the function of the claimed invention is performed



g.  New Technology:




1.  If uses technology developed after patent, can infringe subject to:





a.  So long as new technologies do not perform a different function or cause the






device to operate in a substantially different way  AND






i.  Texas Instruments :  HELD: major improvements in all the essential 







elements of hand-held calculators made them non-infringing








- reduced number of components








- increased efficiency of individual components








- enhanced overall design





b.  An improvement can escape infringement under “reverse” doc. of equiv.


4.  REVERSE DOCTRINE OF EQUIVALENTS


a.  Even if it fits w/in the literal language, it’s so much better it would be unfair to bring into the 




scope of the patent




1.  Rarely successfully used




2.  Applies to circumstances where there would be literal infringement





a.  Scripps v. Genentech (recombinant DNA form of blood protein Factor, a blood






clotting agent; Scripps had patent on Factor by isolating and purifying)






HELD:  no infringement – such a better way of doing it

   
5.  EQUIVALENTS FOR MEANS-PLUS-FUNCTION CLAIMS


a.  §112 (6):  Can claim invention in means plus function format:




1.  “Means for doing x”  (i.e. means for processing data – where doesn’t say what that means is)





a.  Captures only means discussed in the specification, and equivalents thereof





b.  Don’t have to write down all pieces of element




2.  Is there structure?





a.  “perforation means for tearing”: no invoke §112 (6) b/c “perforation” disclosed






structure





b.  “spring means tending to keep the door closed” – no disclose structure, so use §112(6)


6.  CONTRIBUTORY INFRINGEMENT


a.  Inducer:  




1.  Pay/induce someone else to infringe knowing/having reason to know they would be





infringing





a.  Need intent -- may be inferred from all circumstances





b.  Notice – inducer must know of existence of a patent






- licensing, design, and advertising of infringing product






- creating infringing device (when hired as consultant) (Water Tech. Corp.)


b.  Contributor:




1.  Build/offer for sale a product that can be used in infringing product – contributes to infring.





a.  Just b/c can be used to infringe doesn’t = automatic liability






1.  Must be capable of substantial noninfringing uses







- OK if fewer noninfringing uses than primary use





b.  No Substantial Non-infringing Uses





1.  C.R. Bard (catheter for angioplasty)  HELD:  noninfringing b/c 3







ways to use – at least 1 noninfringing





c.  Same question as in Napster – are people actually trading files doing something






wrong – and can be contribute it to Napster for helping to infringe?





d.  Must know it’s both patented and infringing

H.
DEFENSES:

1.  Experimental Use:



a.  Purely experimental uses of the patent




1.  To satisfy idle curiousity or entertain




2.  To test enablement (i.e. is disclosure good enough)



b.  Any commercial purpose, direct or indirect, means no experimental use



c.  How do you design around patent if want to improve?  -- likely infringe




1.  Some industries (i.e. software) – impossible to reverse engineer w/out infringing




2.  If buy product subject to license w/ restrictions, may be stuck



d.  RESULT:  often there’s a patent “pool”




1.  Allows improvements




2.  Can be some royalty arrangements




3.  Starts to look like in conflict w/ antitrust laws


2.  Inequitable Conduct:  (duty of candor to PTO/ duty not to mislead/misrepresent)



a.  Requirements: (by clear and convincing evidence)




1.  Materiality of patent reference (or non-disclosed info.)




2.  Intent by applicant to deceive (hard to prove)





a.  Kingsdown Medical (lawyers lied to patent officer)






i.  HELD:  no inequitable conduct – gross negligence doesn’t = intent to deceive


3.  Patent Misuse:  



a.  Are you using patent in a way that is anti-competitive?




1.  Patent Licensing Agreement extending beyond expiration of patent





a.  Extending term of patent




2.  Tying Arrangements





a.  OK but only w/ products that only have use w/ your patent item



b.  NOT MISUSE:  §271(c)




1.  Deriving revenue from acts that would be contributory infringement if performed by





another w/out his consent





a.  Make make/sell nonstaple goods used in connection with own invention




2.  May license or authorize another to perform acts that would be contributory infringement




3.  May enforce patent rights against contributory infringement





a.  Can bring suit w/out fear that will be regarded as attempt to suppress competition



c.  “Exhaustion doctrine”




1.  Once sell/license goods that embody the patented product, cannot exercise further control





over those goods





a.  Doctrine called into question by recent Fed. Cir. precedent





b.  Doesn’t apply to expressly conditional sale or license



d.  Nonmetered Licenses (illegal)




1.  Can’t charge royalty based on flat percentage of purchaser’s sales, regardless of how many





patents purchaser needed



e.  Grantback Clauses:  (generally okay)




1.  As condition to license, patentee requires licensee to grant him rights to any “improvement





patents” licensee is issued while using licensed patent



f.  Field-of-Use Restrictions




1.  Can restrict how  patent may be used – but not price at which licensee sells products made 





using patented process/equipment (violate Sherman Act section 1)



g.  Patent Suppression

COPYRIGHT
A.  Introduction


1.  Elements:



a.  Copyrightable Subject Matter



b.  Threshold for Protection:  must exhibit modicum or originality and be fixed in “tangible medium




of expression”



c.  Formalities:  Notice required for works created pre-1989; registration req. to institute infringement




suit



d.  Authorship and Ownership:  Work must have been created by party brining suit; or rights transferred




to suing party



e.  Duration of Copyright:  Life of author + 70 years, or 95 yrs. from publication for entity authors


2.  Easier to get and hold than patent (so stronger right)


3.  By writing – copyright – ownership is automatic


4.  Don’t need much creativity;  no enablement; no disclosure; no non-obvious requirement


5.  Limited nature:



a.  Applies only to copying



b.  Doesn’t extend to ideas, only expression



c.  Lots of defenses (fair use; compulsory licenses)


6.  Rights:



a.  Coyping:  Exclusive right to make copies



b.  Derivative Works:  Exclusive right to prepare derivative works



c.  Distribution:  Right to control sale and distribution, including licensed copies; extends only to 1st sale



d.  Performance and Display:  Right to control public (not private) performance and display of works

B.   REQUIREMENTS


1.  Original Works of Authorship:



a.  Independent creation of work featuring a modicum of creativity



1.  Author entitled to © if independently contrived work completely identical w/ something else



b.  REQUIREMENTS:




1.  Originality:  





a.  Original works of authorship






1.  Protection extends only to new parts I contribute






2.  Editing can be considered expressive – a creative performance (compilations)






3.  Translations







a.  Into another language – © (may be hard to separate contribution 







       from original)







b.  Translating works already © creates problems






4.  Factual Compliations:







a.  Can possess requisite originality  -- look to:








i.    Selection (what to include)








ii.   Order








iii.  Arrangement  (original?)







b.  Subsequent compiler is free to use the facts – so long as not 








same selection and arrangement







c.  Feist  (phone book)  HELD:  no © 








i.    Alphabetical arrangement – no originality








ii.   Selection – everyone covered in area (logical)







d.  Roth (greeting cards) (1970) HELD:  ©








i.  Consider all elements as a whole:  text, arrangement of 









text, art work, association between art work and text








ii.  In “total concept and feel” cards were the same






5.  Databases:  can be © if original in selection OR arrangements








- i.e. almanacs







a.  Protection is thin – doesn’t prevent one from extracting group of facts







b.  CONTRACT:  can control use by K; i.e. shrinkwrap license





b.  Main Points:






1.  Less strict a requirement than novelty in patent law







a.  Don’t have to demonstrate 1st – just that came up w/it on own






2.  Level of creativity less than in patent law





c.  Purpose of Originality requirement:






1.  POLICY:  balance needs of database owners against needs of public 







to get access to this info.






2.  Court:  This is a Constitutional requirement – purpose of © law is to 







promote progress of science – if you’re not original, Congress not







empowered to protect you




2.  Fixation:  





a.  §102(a):  …fixed in any tangible medium of expression…can be perceived, 






reproduced, or otherwise communicated, either directly or with the aid






of a machine or device





b.  Must be sufficiently stable to read/receive the info.






a.  Any medium can satisfy (i.e. encrypted info. can get ©)





c.  Must be fixed by the author (or authorized by author)





d.  Sufficiently stable or durable






a.  Period of more than transiency 







i.  Recording in RAM memory? – some cases say can be enough







     for infringement (i.e. turning on pirated copy in computer)




3.  Formalities:  (used to be many – now have fewer)





a.  Notice:  Only applies to works pre-1989





b.  Publication:  (no longer important post-1989 except, see, p. 371)





c.  Registration:






1.  “Voluntary”:  Must first register to institute infringement suit





d.  Deposit:  Two copies of each work published in U.S.  (to Library of Congress)






1.  Must also deposit w/ Copyright Office to register


2.  COPYRIGHTABLE SUBJECT MATTER



a.  Idea/expression dichotomy:




1.  17 U.S.C. §102(b):  Doesn’t extend to any: idea, procedure, process, system, method





of operation, concept, principle, or discovery





a.  Baker v. Selden:  Can’t own concept of accounting system  (double-entry 






bookkeeping)





b.  3 Categories of unprotectable ideas:






1.  “Animating concept” behind the work






2.  Functional principles or “solutions” described or embodied in the work  (such







as Selden’s forms)






3.  Fundamental “building blocks” of creative expression





c.  Blank forms not copyrightable:







- time cards







- graph paper







- account books

  





- diaries







- bank checks







- scorecards







- address books







- report forms/order forms





d.  Historical facts and Research not copyrightable





e.  Incidents, characters, or settings which are indispensable/standard in treatment of






a given topic not copyrightable



b.  Creative Works:  Limitations




1.  Ornamental component (non-functional) = copyrightable 





a.  how to you separate artistic and mechanical elements?






1.  Maser v. Shine (base of lamp was statue of dancer – functional item







but base separable from functional components)




2.   Characters can by copyrighted





a.  Mickey Mouse is copyrighted



c.  Merger doctrine:  




1.  When only one or a few ways of expressing idea, idea behind work merges w/ expression





and work not copyrightable





a.  Morrissey (set of rules for ‘sweepstakes’; alleged copying rules)  HELD:  no ©



d.  Useful article doctrine:




1.  Article having intrinsic utilitarian function that is not merely to portray the appearance of the





article or to convey information




2.  PURPOSE:  to draw line between copyrightable works of applied art and uncopyrighted





worked of industrial design




3.  Only elements that can be separated from useful article as such are copyrightable





a.  Brandir (bicycle rack case)  






1.  Form and function inextricably intertwined in rack – HELD:  no ©





b.  TEST:  Would an ordinary reasonable observer perceive an aesthetic concept






not related to the article’s use






1.  Legal test is how it’s perceived – not how developed through various stages




4.  TEST:  Is the expressive element physically separable and can it stand alone from the





article as a whole; does such separation impair the utility of the article



e.  Government Works:




1.  Govt. can’t © work, but can get ©’s by assignment, bequest, or otherwise

C.     SCOPE AND DOMAIN OF COPYRIGHT PROTECTION:

  
1.  17 U.S.C. §102.  Subject Matter


a.  Works of authorship include:




1.  Literary works




2.  Musical works, including any accompanying words




3.  Dramatic works, including any accompanying music




4.  Pantomimes and choreographic works




5.  Pictorial, graphic, and sculptural works




6.  Motion pictures and other audiovisual works




7.  Sounds recordings




8.  Architectural works



b.  Idea/Expression Dichotomy:  Applies to all categories




1.  If you want to © functional thing -- the more straightforward you are, the less protection





you’re entitled to -- b/c virtually everything in work is attributable to the idea




a.  Ex:  Long winded statement gets more protection





b.  Computer programs:  those w/ minimum code get minimum protection b/c less






expressive




2.  Punishment for being more efficient 





a.  © law not designed to protect ideas or functional things


2.  Literary Works:



a.  §101




1.  Works, other than audiovisual works, expressed in words, numbers, or other verbal or





numerical symbols or indicia, in which they are embodied





a.  Books





b.  Periodicals





c.  Manuscripts





d.  Phonorecords





e.  Films





f.  Tapes





g.  Disks





h.  Cards





i.  Catalogs, Dictionaries, computer data bases, computer programs




2.  SCOPE:  Literal text + non-literal elements: structure, sequence, and organization





a.  Limited to expressive content -- not underlying ideas





b.  The less developed the characters -- the less they can be ©





c.  Incidents to setting scene not ©able -- (i.e. setting in S.F. w/ earthquake or hills)




3.  Scene a faire:  building blocks of works of fiction -- no ©





a.  Can’t © idea of “love triangle”




4.  Levels of abstraction:  i.e. a book













     Idea





           Characters/Plot






           Paragraph Outline





                         Sentence Outline







       Words



3.  Pictorial, Graphic, and Sculptural Works:



a.  §101:




1.  “two-dimensional, three-dimensional works of fine, graphic, and applied art, photographs,





prints, art reproductions, amps, globes, charts, diagrams, models, and technical drawings,





including architectural plans…”




2.  Utilitarian function exception:  





a.  Not protectable to extent they have utilitarian rather than artistic function






1.  Significant limitation on scope of protection for sculptural works

4. Architectural Works:

a.  “only to the extent that such design incorporates pictorial, graphic, or sculptural features that can be


identified separately from, and are capable of existing independently of, the utilitarian aspects of 


the article”


1.   Track home development?



a.  Probably no -- unless can pictoral/graphic/sculptural and separate function

b.  Protection:  overall form and elements in the design (not individual standard features)

c.  Blueprints protected -- only expressive (not functional) components -- thin protection

d.  TEST:


1.  Are there original design elements present -- including overall shape + interior architecture


2.  Are design elements functionally required



a.  If NO - work protectable w/out regard to physical or conceptual separabiltiy

e.  Limitations:  §120:


1.Pictorial representations permitted 



a.  Others can make, distribute, publicly display pictures, paintings, photos, or other




pictorial reps of work if building in ordinarily visible from public place


2.  Alterations to/destruction of buildings



a.  Owners of building can, w/out author/© owner consent, make alterations/destroy 


5.  Dramatic, Pantomine, and Choreographic Works:



a.  Protection of written/otherwise fixed instructions for performing work of art


6.  Musical Works/Sound Recordings:



a.  2 Types of Protection:




1.  Compositions (writing)




2.  Sound recording (performance)



-  If want to copy a song you need 2 types of rights:  writers + performers



b.  Musical compositions:




1.  Subject to compulsory license once released to public  (= others can record own version so 





long as pay statutory fee + follow procedure in 115)




2.  No such compulsory license for first sound recording (= illegal to sell unauthorized copies of





original version of a song)



c.  POLICY (for dual protection):




1.  Individuality in expression that occurs during particular performance of a prewritten musical





work


7.  Motion Pictures/Other Audiovisual Works:



a.  “Audiovisual works”:  “…series of related images…intrinsically intended to be shown by use of 




machines or devices such as projectors, viewers, or electronic equipment, together with




accompanying sounds, if any, regardless of nature of the material objects, such as films or




tapes, in which works are embodied”  (17 U.S.C. §101)




1.  Sound tracks integral part of the motion picture
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8.  Derivative Works and Compilations:



a.  Derivative Works:  




1.  (§103(b))





a.  Based on one/more preexisting works, such as :






-translation






-musical arrangement






-dramatization






-fictionalization






-motion picture version






-sound recording






-art reproduction






-abridgement






-condensation






-any other form in which a work may be recast, transformed, adapted




2.  POLICY:





a.  Derivative works at end of “chain” of related works may bear little 






resemblance to original © work





b.  May want to protect new expression “derived” from works already in public 






domain





c.  © owner may want to license right to produce derivative works – may 






facilitate division of ownership between original author and his 






licensees




b.  Compilations:





1.  Work “formed by the collection and assembling of preexisting materials or






of data that are selected, coordinated, or arranged…that resulting work






as a whole constitutes an original work of authorship





a.  Work where a # of contributions (separate and independent works)

are assembled into collective whole:







-periodical issue







-anthology







-encyclopedia

D.   OWNERSHIP and DURATION
    a.  OWNERSHIP


1.  Single Authorship:



a.  i.e. wrote book, unassisted


2.  Works for Hire:



a.  §101 TEST:




1.  Employee in scope of employment:  author is the employer





a.  SCOPE OF EMPLOYMENT:  (Community for Creative Non-Violence)






1.  Hiring party’s right to control manner/means by which product accomplished






2.  Skill required






3.  Source of the instrumentalities and tools






4.  Location of the work






5.  Duration of the relationship between the parties






6.  Whether hiring party has right to assign additional projects to hired party






7.  Extent of hired party’s discretion over when/how long to work






8.  Method of payment






9.  Hired party’s role in hiring/paying assistants






10. Whether work is part of regular business of hiring party






11. Whether hiring party is in business






12.  Provision of employee benefits






13. Tax treatment of hired party




2.  Work specially ordered/commission for use as a contribution to a collective work, if





parties expressly agree in writing + signed that work is for hire



b.  Teacher exception (pre-1976)




1.  Academics considered owners of works, even while employed by university





a.  Posner + Easterbrook say still exists even though not explicit in 1976 Act





b.  Increased pressure on exception – in patent context have to assign rights



c.  POLICY:  Why have this category when you can K for?




1.  People don’t K in advance (in practice)





a.  Doesn’t deal w/ independent contractor problems




2.  Duration of © protection is difference – measured by life 





a.  Single author:  70 years + life of author





b.  Joint authorship:  Longest life + 70 years (theory is protection of heirs)





c.  Works for hire:  95 years from publication or 120 years from creation – whichever






is shorter




3.  Can’t K into works for hire category – have to hire person to get into category




4.  Reduces transaction costs (b/c a corporate creation, need not be assigned)




5.  Can’t get work for hire status by K after work has been created



d.  When company dissolves, it can be assigned


3.  Joint Works:



a.  §101 Definition:




1.  Work prepared by two or more authors with the intention…their contributions be merged into





inseparable or interdependent parts of a unitary whole




a.  Courts interpret this requirement strictly



b.  REQUIREMENTS:




1.  Contemporaneous collaboration





OR




2.  Evidence each authors knows at time ©able work created that his contribution would later





be3 integrated as inseparable/interdependent part of unitary whole



c.  RESULT:  Tenants in common




1.  Both have undivided right to the whole, subject to accounting of profits (in absence of K)



d.  If one + artist contributes but intent to collaborate arises after creation of initial work = derivative




work of initial contribution



e.  Courts don’t like b/c it’s messy




1.  Doctrine of waste:  someone licenses for small amount of $

   b.  DURATION and RENEWAL

	Date work created


	Protected from
	Term of Protection

	Created Jan. 1, 1978, or thereafter
	When work is fixed in a tangible medium of expression
	 Life of author + 70 years (if corporate, anonymous, pseudonymous entity, or work for hire, 95 years from publication, or 120 years from creation, whichever is less)



	Published between beginning of 1964 and end of 1977
	When published with notice
	28 years for first term; automatic extension of 67 years for second term



	Published between 1923 and end of 1963
	When published with notice
	28 years for first term; could be renewed for 67 years; if not so renewed, now in public domain



	Created before Jan. 1, 1978, but not yet published
	January 1, 1978, the effective date of the 1976 Act which eliminated common law © protection
	Life of author + 70 years or at least until 20003 if the work remains unpublished.  If the work is published by 2003, term expires in 2048



	Sound recordings created prior to Feb. 15, 1972
	Depends on treatment under applicable state law.  “Any rights or remedies [for such works] under the common law or statutes of any State shall not be annulled or limited by this title until February 15, 2047.”  17 U.S.C. §301(c)


   b.  Division, Transfer, and Termination of Transfers:


1.  1976 Act:  Eliminated restrictions on formal divisibility of © interests:



a.  Ownership of © may be transferred in whole or part by any means of conveyance or by operation




of law; may be bequeathed by will or pass as personal property



b.  Any of the exclusive rights may be transferred and owned separately



c.  §101 “Transfer of copyright ownership”: includes assignment or exclusive license of any of




the exclusive rights comprised in a ©



d.  Transfers must be in writing + signed by © owner


2.  Termination of Transfers:  



a.  Can retain power to reclaim © interests at later time by granting inalienable power to terminate




transfers of © between the 35th and 40th year from the execution of the grant for works 




created after 1977




1.  Works in 2nd renewal term:  can terminate transfers between 56th and 61st year of © 





protection



b.  Termination of transfer rights may not be assigned in advance (see §§ 203 and 304(c))

E.  RIGHTS OF COPYRIGHT OWNERS:


1.  §106:   Exclusive Rights:



a.  Right to make copies



1.  Rights:





a.  To fix a work in a tangible medium of expression





b.  To prevent others from making exact or “substantially similar” reproductions




2.  Problems:





a.  What is a copy?






1.  Circumstances surrounding works may point to infringement







- work has been widely disseminated







-2nd author claims authorship of identical/nearly identical work






2.  Similar but not exact copies:  did the 2nd comer appropriate sufficient material







to violate © rights




3.  Indirect evidence test:  





a.  Proof of access






1.  Examples:







a.  Success in market (i.e. Beatles)







b.  D. has a copy






2.  Access seems easier in Internet age – more subject to demonstrable proof





b.  Proof of “substantial similarity”






1.  The more similar the 2 works – the less credible the access theory needs to







be






2.  Sliding scale:







a.  No similarities – no amt. of access is enough  → evidence + access,








-- court must determine if similarities are sufficient →→ if








no evidence of access – similarities must be so striking as to








preclude the possibility that P. and D. independently arrived








at the same result







b.  2nd Cir.:  If works similar enough can dispose w/ access questions







c.  7th Cir.:  Access (and copying) can be inferred if 2 works so similar








to each other and nothing in the public domain that it’s likely








the author of the 2nd work copied







d.  4th Cir: has to be some access theory






3.  Arnstein v. Porter: (1946)  (P. alleged D’s music plagiarized P.’s songs)







a.  Need copying + improper appropriation




4.  Subconscious Copying of a Work:  





a.  Copying may occur even though it’s completely unintentional




5.  Proof of Copying by Deliberate Error or Common Mistake:





a.  Creators of fact works often deliberately plant minor errors in work to trap copyists




6.  Techniques for Reducing the Risk of Infringement:





a.  “Clean rooms”:  procedures established to regulate the entry and exit of material






from the location where the work is being created and the creative process






is carefully documented





b.  Movie industry sending scripts back unopened




7.  Improper/Unlawful Appropriation:





a.  STANDARDS:






1.  Has to be more than de minimus (i.e. the word “the”)







b.  Doesn’t have to be a complete copy






2.  Asks how much actually got copied





b.  TEST:






1.  Objective:

a.  Dissect the objective manifestations of creativity (plots, themes,  

dialogue, mood, setting, pace, sequence, characters) in P’s work to determine which elements ©able






2. Subjectve

b.  Whether D’s work improperly appropriated the P’s protected 

expression





c.  How much must be taken?






1.  In whole or in any substantial part
2.  Depends on nature of the work – “even a small amount of the original, if it is 

qualitatively significant, may be sufficient to be an infringement”

3.  Fragmented literal similarity:  D. copied distinct literal elements and 

incorporated into larger work of his own

a.  Question is whether matter taken is substantial portion of P’s work – 

not whether it is a substantial portion of D’s work

d.  “Substantial similarity”:  Ordinary observer, unless he set out to detect the disparities, 

would be disposed to overlook them, and regard their aesthetic appeal as the same

1.  Some courts tailor “ordinary observer” test to the target audience for the 

works




- Steinberg v. Columbia Pictures (promotional poster allegedly infringed New Yorker cover)






1.  Inherent justifications for similar elements?






2.  Substantial similarity may involve only small portion of each work




7.  Limitations on Exclusive Right to Copy:





a.  §108: Public “library or archives”






1.  Makes only one copy of a work at a time, assuming copy is made for







specified purposes






2.  Can make copies for preservation and replacement of existing works if







work cannot be replaced by purchase at a “fair price”






3.  Single copies for noncommercial users, so long as not “systematic 







reproduction or distribution”






4.  Not liable for © violations of their patrons, so long as warns them





b.  §112 + §118(d): Broadcasters can make “ephemeral” or “ancillary” copies of certain






performances and displays during course of broadcasting





c.  §115: Anyone can record a musical composition upon payment of a royalty 






determined by formula in statute





d.  §1008: “consumers” can make copies of sound recordings for “noncommercial” use,


2.  Right to Prepare Derivative Works:



a.  §101:  Unclear what it covers




1.  Definition:  work based on one or more preexisting works (examples: translation, musical





arrangement, dramatization, fictionalization, motion picture version, sound recording,





art reproduction, abridgment, condensation)




2.  Works that take ©’d version and recast



b.  TEST:  (Litchfield v. Spielberg – 9th Cir.)




1.  Same test as copying – substantial similarity to find infringement





a.  Work not derivative unless has substantially copied from prior work





b.  Only if would be considered infringing work if material derived from had been taken






w/out consent of © proprietor of such prior work



c.  PURPOSE:  




1.  Make clear even though a different form it’s still infringement




2.  Allows you to protect modification/adaptation of own work




3.  Most of the time—overlaps with copying




4.  To give adequate incentives to © holders to develop new works



d.  DIFFERENCES:




1.  No reference to “fixation”  (definition of copy invokes ‘fixation’)





a.  Can make a derivative work even though not fixed (a copy)






1.  Midway Mfg. Co. (speed-up video game) = derivative







BUT






2.  Court says playing a record fast doesn’t = derivative work – reasons that







there’s a market for sped up video game





b.  In 9th Cir. there’s a quasi fixation req.: must appear in some tangible form




2.  Comparison to Patent Scope:





a.  §103(b) extends ©’s to new expression contained in derivative work (separately






©able






1.  Ex:  if infringer makes movie out of © book, adding substantial expression







-- not entitled to a © in any portion of the movie in which infringing







material appears







a.  Anderson v. Stallone: writer of screenplay lost right to sue when some








elements used in Rocky IV






2.  No doctrine of “blocking ©’s”







a.  Policy: © law’s policy favoring reputational interest of authors


3.  Distribution Right:



a.  §106(3):




1.  Right to distribute, through sale or other means, original of subsequent copies





a.  Can sue those who warehouse and sell the copies



b.  LIMITATIONS:




1.  First-Sale Doctrine:  





a.  Once © owner has legally sold a good, he loses control  (that person can redistribute)






(but can’t copy it)





b.  Doesn’t apply to music and computer software – b/c so easy to copy



c.  PURPOSE:




1.  Control the right of first publication




2.  May make it easier to find and sue infringers (distributors may be easier to identify than





original copiers)


4.  Public Performance and Display Rights:



a.  §106(4), (5):




1.  © owners possess exclusive right to perform or display works publically





a.  Performance:  if it moves






1.  Control over any public performance (live or broadcast) – stronger than







display right







a.  Any physical act taken to make a work perceivable to the viewer or








listener








- playing a CD or video tape








- reading a book aloud








- dancing a work of choreography





b.  Display:  if it stays still






1.  Applies primarily over t.v. or computer – projection beyond place where 







located







a.  Owner of particular copy can display it to viewers present at place








where copy is located

- art exhibit for 200 people would not violate public display right




2.  “Public”:





a.  If open to the public;  a gathering of people “beyond the ordinary group of a 






family and its social acquaintances”



b.  LIMITATIONS:




1.  Architectural works:  no public display right




2.  Sound recordings:  limited public performance right  (playing music over airwaves does





not infringe the © in the sound recordings played)




3.  Public Interest:  §110  (some exemptions)





a.  Live educational performances and displays (§110(1))





b.  Transmissions to classrooms or for other “laudable” purposes (§110(2))





c.  Religious performances and displays (§110(3))





d.  Face-to-face performances of “nondramatic literary or musical works” for free






or for charitable purposes (§110(4))





e.  Record stores may play records  (§110(7)) (but video stores can’t play videos)





f.  Small businesses (< 2,000 square feet) and restaurants (<3,750 square feet) (§110(5))




4.  Compulsory Licenses:  §111





a.  Television broadcast relays, or “secondary transmissions” where not for profit and






not content-controlled





b.  §119:  compulsory license for satellite transmission to “unserved households”  






(households that don’t receive the normal transmission signal from a particular






network)





c.  §115: musicians and record companies can make and sell own recordings of ©






musical works that have previously been recorded w/ permission by another






artist, as long as pay a set fee and do not change “basic melody or fundamental






character of the work”





d.  §116: owners of jukeboxes can publicly perform musical works subject to license





e.  §118:  public broadcasting stations can transmit musical and artistic (but not






literary or audiovisual) works upon payment of compulsory license





f.   §114(d)-(j): limits right of performance in digital sound recordings:  restricts






scope of new right and creates compulsory license mechanism




5.  Exclusions:





a.  §112: Enetities authorized to transmit performance/display can make and keep






a # of copies for archival and security purposes in some cases


5.  Moral Rights:  



a.  Basic rights of artists that extend beyond ownership of economic control of works of authorship,




1.  Encompass protections of the “personality” of the author




2.  Include:  (§106A)





a.  Right of attribution:  Right to have one’s name associated w/ one’s work  





b.  Right of integrity:  right to protect one’s works from mutilation or distortion






a.  geese sculpture in Canada case:  not a major change, but interest in 







artist’s rights in preservation of work as put out





c.  Right to prevent use of her name on works she did not create





d.  Distribution Right:  Entitled to be named as creator of work even if have transferred






interest in the copy and the ©







- ***See §43(a) Lanham Act: interest in not having false misreps.








of origins of work



b.  Not very well established in American law




1.  Waivable but not assignable




2.  In general, author’s interest exhausted beyond first sale of the work





a.  In general, can destroy (§109) – but illegal in U.S. to destroy work of a certain






stature  (see §106(a)(3) right to prevent destruction)




3.  Express limitation in U.S. moral rights law:  subject to §107 fair use




4.  Other moral rights outside of U.S.:





a.  Divulgation:  right of author to decide when, where, how work is to be divulged






to the public (concern re: reputation)





b.  Withdrawal:  Right to stop, i.e. republication, even if have sold economic interest






(right to recall copies already distributed)





c.  Right to be protected against excessive criticism (not part of international treaties)





d.  Resale right:  If artist sells early, years later buyer sells for more, artist have right to






share in the profits






a.  CA/NY state laws: artist right to share upon resale

5. INDIRECT LIABILITY
a.  Contributory Infringement:  


1.  D. liable for encouraging/assisting 3rd party to infringe ©  (“inducement”)




a.  Knowledge – actual or constructive





1.  Must know or have reason to know of the infringement






a.  Sony Beta-Max:  instrumentality + knowledge – but substantial non-







infringing uses (home video taping for watching later)



2.  2 Standards:

a.  Did you knowingly provide w/ instrumentality knowing they would infringe and they 

did?

b.  If sell component/device which can be used to infringe – only liable if thing has no 

substantial noninfringing use (patent standard)





1.  Key defense in Napster case:  there are non-infringing uses






a.  Space shifting






b.   Trading music that artists gave permission






c.  Listen to sample then buy = fair use



3.  Need an underlying act of infringement



4.  Knowledge + contribution



b.  Vicarious Liability:  right/duty to supervise activities of infringer + economic benefit from infringer




1.  Not about knowledge



c.  Restrictions Aimed at Digital Piracy:




1.  Audio Home Recording Rights Act of 1992:





a.  §1002(a):  Prohibits importation, manufacture, and distribution of any digital audio 






recording device that doesn’t incorporate technological controls that block






second-generation digital copying





b.  Compensation of © Owners:  Requires manufacturers
 + importers of digital audio 






recording equipment and blank tapes, disks, or other storage media to deposit






% of transfer prices into royalty pool (then distributed to owners of musical






works (1/3) and sound recordings (2/3) based on sales/airtime)





c.  Limited Immunity for Noncommercial Home Taping: §1008: home taping immunity




2.  Digital Milennium © Act of 1998:





a.  Restricts technologies that facilitate privacy





b.  Prohibits circumvention of copy protection systems and removal or alteration of






“copyright management information” conveyed along w/ a © work






1.  To discourage counterfeiters from stripping identifying info. from a work or 







falsely identifying the author of a work

DEFENSES::


1.  FAIR USE:



a.  17 U.S.C. §107:  Limitations on Exclusive Rights:  Fair Use




1.  For purposes such as criticism, comment, news reporting, teaching, scholarship, or research




2.  Factors to include:





a.  Purpose and character of the use






1.  Commercial or non-commercial







a.  Noncommercial uses more likely to be fair







b.  Don’t emphasize commercial motivation too much







c.  The more transformative the new work, the less significant the other








factors (like commercialism)






2.  For profit or for nonprofit educational purposes




     n

3.  (Non-statutory) Public benefit? – Socially valuable benefit?




     o

     n


a.  Harper & Row:  The Nation is clearly in business to make money – 



but also is like political commentary/news reporting  (HEL
violated)




     s

4.  Transformative (as opposed to superceding) uses:




     t




     a


a.  Is the use of  P’s works a use that substitutes for a use P. could have 




     t



sold (unfair)  OR did you add/change/fundamentally create a 




     u



new work w/ uses part of P’s work 




     t




     o


b.  Something valuable to society




     r




     y


c.  Important in parody cases







d.  LIMITATION:  © owner has right in derivative works








1.  Can’t conclude just from fact of transformation that it’s









fair – but tips the balance  (derivitive right is more 









subject to fair use limitation)





b.  Nature of the © work





c.  Amount and substantiality of the portion used in relation to the © work as a whole





d.  Effect of the use upon the potential market for or value of the © work







1.  Potential Market:  Not only markets P. would have gotten into but were P.







may have licensed?







a.  Must have:








1.  Evidence of a potential market









AND








2.  P. likely to exploit it




3.  Economic rationale:  Not transactions cost – it’s that society benefits and owner refused to 





license



b.  VIDEOTAPING:



c.  PHOTOCOPYING:  (American Geophysical Union, et al., v. Texaco p. 508)



d.  PARODIES:




1.  Whether parodic character reasonably can be perceived




2.  Elements:





a.  Purpose and character of use:






1.  Parody has claim to transformative value – like a comment or criticism






2.  Not presumptively fair






3.  How great/slight is the parodic element






4.  Does it comment/criticize the original it is borrowing from?






5.  Did they take more than they had to?







a.  This privileges parody more than satire (using a work to make fun of 








something else)







b.  Connection to P’s work in a parody is cleaner







c.  Satire less entitled b/c may not need that particular work to make 








social point  (9th Cir. case involving Dr. Seuss’ Cat In The Hat –








satire not entitled to fair use protection)






6.  Acuff-Rose: deemphasized commercial/noncommercial distinction (rejects 






Sony that commercial uses presumptively unfair)





b.  Nature of ©’d work:  doesn’t help here b/c in parody almost always copy publicly 






known, expressive works





c.  Amount and substantiality of portion used in relation to ©’d work as a whole:






1.  Parody must be able to “conjure up” at least enough of original to make







object of it’s critical wit recognizable






2.  Next – how much more is reasonable depends on:







a.  Extent to which parody’s overriding purpose and character is to 








parody the original









OR







b.  Likelihood that parody may serve as a market substitute for the 








original






3.  Context is key:  what else did the parodist do besides go to the heart of the







original?





d.  Effect on potential market for or value of ©’d work:






1.  Does not include harm caused by, for instance, a scathing review which kills







demand for the original






2.  Is it biting criticism which suppresses demand OR © infringement which 







usurps it




3.  PROBLEMS:





a.  Scope of derivative works right:






1.  Does © owner have right to prevent derivative works from being created –







or only right to receive royalties from derivative works?







a.  Acuff-Rose:  assumes © owners expected to license rights in order








to promote widespread distribution of information







b.  “Bargaining breakdown” problem – noneconomic factors prevent the








parties from agreeing to what might be an efficient license (in 








purely economic terms)





b.  Must pardoist primary intent be to parody the work?






1.  Court in Acuff-Rose doesn’t look to (a) intent in making song or (b) that 







this was the group’s first parody





c.  Parody or satire?






1.  What can be satirized if not entitled to protection?







a.  Things published pre-1922








1.  Very few things in popular consciousness that don’t









have © protection – so no satire essentially


2.  Other Defenses:


a.  Statutory defenses (§§108-118)



b.  Independent Creation:



c.  Consent/License:




1.  §204 requires transfers of © ownership to be in writing and signed by © owner




2.  Nonexclusive licenses don’t need to be in writing



d.  Inequitable conduct:




1.  When © owner obtains © through fraud/other deceptive conduct on the Copyright Office





a.  i.e. failing to disclose plagarism of a prior work



e.  Copyright Misuse:




1.  Misuse in anticompetitive manner (4th Cir.)



f.  First Amendment:




1.  Generally rejected on grounds the Constitution explicitly allows Congress to protect ©’s





a.  First Amendment protected by fair-use and idea/expression limitations



g.  Immoral/Illegal/Obscene Works:




1.  Usually rejected



h.  Statute of Limitations:




1.  §507:  3 years after the claim accrued

TRADEMARKS

A.  Introduction:

1. Theory:

a.  Fundamental principles of Tort:




1.  Misappropriation of the goodwill of the ™ owner




2.  Deception of the consumer



b.  Does not depend on novelty, invention, discovery, or any work of the brain (like ©, TS, and patents)



c.  Serves a source identifying function:  identifies a product/service for a consumer




1.  Doesn’t matter if I know who made Coca Cola – just that I know it’s made my same producer





as last can I drank




2.  Value:  sufficiently great in commerce



3.  Fundamental Value:  Allow the economy to reward investments in product quality (to 





consumers AND producers)





a.  Consumers know what they are getting – so producers have incentive to generate 






goods of quality and entice consumers to come back

d. Why does the law step in?




1.  Once we establish brands and identify products –maker of cheap products may pretend theirs 





is better than it is





a.  Fraud aspect





b.  Protect consumers from being misled – encourages producers to invest in quality 






product

2. We’re not protecting ™ to encourage new brands

B.  WHAT CAN BE PROTECTED?

  
1.  Trademarks, Trade Names, and Service Marks


a.  Trademark:  




1.  Includes any word, name, symbol, or device, or any combination thereof --





a.  Used by a person,  OR





b.  Which a person has a bona fide intention to use in commerce  (w/in 3 years) – 






to identify and distinguish his goods, including a unique product, from those 






manufactured or sold by others and to indicate the source of the goods






1.  Right remains inchoate until use actually occurs




2.  SCOPE:  Fairly broad – all source identifiers

`

b.  Service Mark:




1.  Any word, name, symbol, or derive, or any combination thereof





a.  Used by a person, OR





b.  Which person has bona fide intention to use in commerce and applies to register, to 






identify and distinguish the services of one person…




2.  Where services are “expected or routine” in connection with the goods, registration rejected





a.  e.g., if installing carpet in connection w/ carpet sales business



c.  Trade names:




1.  Identify the company itself – cannot be registered under Lanham Act unless actually function





to identify source of particular goods or services, rather than merely identifying company


2.  Color, Fragrance, and Sounds:



a.  When it meets ordinary legal ™ requirements – is protected under Lanham Act




1.  Where it attains “secondary meaning” – so identifies and distinguishes a particular brand




2.  Functionality doesn’t create absolute bar:  b/c sometimes color not essential to product’s use





or purpose





a.  Normally alternative colors likely available for similar use by others





b.  TEST (of aesthetic functionality):  Whether the recognition of ™ rights would 






significantly hinder competition






- Qualitex Co. v. Jacobson Products (FACTS:  Qualitex use of special shade of 







green-gold color on pads it makes and sells to dry cleaning firms for use







on dry cleaning presses; respondent began to make similar pads of 







similar color)  HELD:  Qualitex


3.  Certification and Collective Marks:



a.  Certification Mark:  Any word, name, symbol, or device, or combination,




1.  Used by person other than its owner, OR



2.  Which owner has bona fide intention to permit a person other than owner to use in 





commerce… to certify regional or other origin, material, mode of manufacture,





quality, accuracy, or other characteristics…or that work/labor on goods/services





performed by members of a union or other organization




a.  e.g., French winemakers hold certification mark in “Champagne” – only sparkling






wine from that region in France and complying w/ certain law can call itself






“Champagne”





b.  Serve to certify conformity w/ centralized standards



b.  Collective marks:  A ™ or service mark




1.  Used by members of a cooperative, an association, or other collective group or organization, 





OR




2.  Which such cooperative, association, or other collective group or org. has bona fide intention





to use in commerce…including marks indicating membership in a union, association, or





other organization





a.  2 Basic types of collective marks:






1.  Collective ™ or service mark:  Mark adopted by a “collective” for use only by







its members – “collective” itself doesn’t sell goods/perform services 







under the ™







a.  Useful in franchising and related arrangements






2.  Collective membership mark:  Adopted for purpose of indicating membership 







in an organized collective group


4.  Trade Dress – Product Configurations:



a.  The design and packing of materials & the design and shape of a product itself




1.  Lanham Act §43:  …In connection w/ any goods/services, or any container for goods, …





which





a.  Is likely to cause confusion, mistake, or to deceive as to the affiliation, connection,






or association of such person w/ another person, or as to origin, sponsorship,






or approval of his or her goods, services, or commercial activities by another 






person







OR





b.  In commercial advertising or promotion, misrepresents the nature, characteristics,






qualities, or geographic origin of his or her or another person’s goods, services,






or commercial activities

C.  THE DISTINCTIVENESS SPECTRUM:

1.  Types of Distinctions:

a.  Fanciful:   (you made it up – didn’t exist in any context)  (e.g. Exxon)




1.  B/c made-up:  any associations people have come from existence of fact of ™ -- all 





attributable to ™ status



b.  Arbitrary:




1.  Used as a ™ entirely devoid of context of ordinary meaning  (e.g. Apple Computers)



c.  Suggestive:  




1.  Suggests something about the product or its attributed  (e.g. Coppertone as a sun tan lotion –





gives some clue but wouldn’t know standing alone)




2.  Can’t necessarily assume that my association is entirely result of ™ owner’s advertising, etc.




3.  Consumer reaction probably primarily a function of their perceptions about brand/product



d.  Descriptive:




1.  Describes some attribute of product – look at ™ and get some sense of what you’re buying




2.  Includes Laudatory terms:  (e.g. “Best”) – b/c conveying what sellers think is a product





characteristic



e.  Generic:




1.  Term used to describe a whole class of products




2.  Connections come from descriptive term itself (e.g. “computer”)


2.  Who Gets Protection:  Distinctiveness


a.  Fanciful, arbitrary, and suggestive:  Inherently distinctive b/c connection caused by brand




1.  Automatically entitled to protection



b.  Generic:  Never gets protection




1.  If fanciful name begins to be associated w/ class of product -- ™ dies = generocide




(e.g. elevator, escalator)




2.  Where ™ overlaps w/ patent – ™ can still become generic even though consumers





have no other choice





a.  Companies try to avoid by creating 2 names – a generic term and a ™ term






(e.g. ibuprofen + Advil)




3.  Many marks in common parlance used in generic sense – in danger of generocide





(e.g. band-aid; Kleenex; zerox; Jeep)





*****In ™ law – always concerned w/ context of particular thing/term – i.e. Apple






is arbitrary term for computers; Xerox may still use mark for printers, etc.






 but if became generic for copy machines, others could use it for that *****



c.  Which “consumers” matter?




1.  Product scope:  relevant consumers = kind of people likely to buy the product




2.  Geographic determination (harder question):  ™ law starts out at CL – extends only so far





as I use my mark + have some reputation





a.  Problem more complex w/ federal ™ registration (b/c nationwide priority)






1.  Coke – may be impossible to say if generic or not on a nationwide basis






2.  Should permit protection except in region w/ generic connotation



d.  Descriptive:




1.  2 Categories:





a.  Per se:  no protection





b.  Secondary meaning (in minds of consumers): can get protection






1.  Consumers come to know the particular term associated w/ particular product







a.  Mark’s Crab Shack – no ™







b.  Mrs. Field’s Cookies - ™






2.  How widely known?







a.  Geographically:








1.  If want only CL protection, only need w/in area 









commensurate w/ area people know you








2.  Federal Protection:  “Substantial portion of U.S.”







b.  Standard favors some products, some distribution methods  (e.g.








if sell over Internet; cater to travelers;  Fudruckers protected








nationwide b/c in airports)






3.  How deep does it have to be – does everybody have to know?







a.  Must be an appreciable # -- probably over 10%







b.  Value of advertising expenditure – proxy for how well known







c.  How long selling?  How much?  Market share compared to 








competitors?








Zatarain’s (Fish-Fri and Chick-Fri:  survey in New Orleans

area; 28% of people who regularly fry fish in survey =

enough, but 11% not enough)





c.  Laudatory Terms





d.  Geographic names:






1.  Sometimes not descriptive  (e.g. “Jupiter Pizza”) – then arbitrary





e.  Personal names:






1.  Can qualify for ™ if build consumer association






2.  Courts may give extra fair use





f.  Foreign Terms (most inconsistently applied)






1.  RULE:  Translate to determine descriptiveness







a.  Even if audience base doesn’t speak that language (so it looks








arbitrary)






2.  Partly to deal w/ international ™ protection








3.  Distinctiveness of Trade Dress and Product Configuration:




- packaging of goods (boxes; things on wrapper; labels; attributes of product which convey info)



a.  Same Rules?




1.  nothing in law saw treat trade dress different than word marks – use same standardcs



b.  How?




1.  Standards features you would use in a product packaging of this type





a.  Two Pesos, Inc. v. Taco Cabana (FACTS:  allegedly distinctive décor of Taco






Cabana – palm trees; pink + purple walls; glass garage doors; parrots on walls)






HELD:  Distinctive






1.  Is this the sort of décor you would expect in a Mexican restaurant?




2.  Secondary meaning not required if inherently distinctive



c.  LIMITS:  Doctrine of Functionality



1.  Can’t own aspects of a product that are valuable in themselves



d.  Initial Interest Confusion:  




1.  Lure people in but before they buy they understand it’s not that brand = confusion



e.  Product Itself:  




1.  Product configuration is different than trade dress or word marks




2.  RULE :  Everything is descriptive – must have secondary meaning





a.  POLICY:  Shape of product, for example, normally doesn’t suggest source –






it’s more about the product itself






1.  Normally not serving a ™ function






2.  Concern about backdoor patent protection






3.  Potentially indefinite






4.  © is better way to protect this





b.  PROB:  Overlap






1.   Design patent – © - ™  --- can use all conceivably to protect same







thing



f.  RULES:




1.  Trade dress:  same as word marks




2.  Product configuration (shape, color, etc.):  need secondary meaning





a.  hard to determine in most cases



g.  ISSUE:  How do you decide if it’s trade dress or product configurtation?




Wal-Mart v. Samara:  (FACTGS:  children’s outfits w/ hearts, flowers, fruit, etc.)





a.  In product design (like color ) – consumer predisposition to equate feature w/ 






source doesn’t exist  (so always need secondary meaning)





b.  Courts should err on side of caution – classify ambiguous trade dress as






product design and require secondary meaning

D.  PRIORITY:


1.  Spectrum:



a.  Race (1st to record) – secured transactions



b.  Mixed  (™)



c.  Notice:  (Patent – 1st to invent – but must finish race)




1.  Pure registration:  Problem:  Engage in registration business instead of what ™ is





supposed to promote





a.  “Rent-seeking”:  don’t have to do anything else





b.  Too much incentive NOT to do anything else



d.  ™ law is somewhere between full occupancy and full registration


2.  Rules:



a.  Must establish “use in commerce” to get priority




1.  Commercial use of the type common to the particular industry in question




2.  “Token Use” not enough





a.  Zazu (hair product case)






1.  Registration → rebuttable presumption of use as of filing date






2.  How similar are the products?






3.  Interstate shipments:







a.  “Token use” + federal registration may be enough – but tough








standard for “use in commerce” now






4. Bad faith:  We have another body of law for that matter – priority system







assumes behavior is legitimate



b.  Geographic distribution:




1.  Wherever you sell + zone of expansion





a.  Internet:  isn’t automatically national – look at good itself






1.  Is it a uniquely local good?







- “Amazon Bookstore” example – should have priority over








“Amazon.com” in that area





b.  Wherever mark’s reputation has been established – even if not sold in that






geographic region



c.  Senior mark user can enjoin junior users from:




1.  Confusingly similar marks in same industry and market




2.  Markets w/in senior user’s natural zone of expansion





a.  Brookfield Communications:






1.  Registration of domain name has no effect – not a “use in commerce”







to establish priority







a.  Doesn’t provide same kind of notice as federal ™ registration







b.  Use behind the web presence is required







c.  If have name up + registration – don’t have to worry about losing








priority yet






2.  Use must be sufficiently public to identify or distinguish the marked goods







in an appropriate segment of the public mind as those of the adopter







of the mark







a.  Sending e-mails w/ lawyers and customers not enough


3.  “Intent to Use”:  Essentially pure registration w/ lapse for nonuse after some period of time


4.  Consumer associations protected as a “use” even if originated w/ consumers, not sellers of goods



a.  E.g., Volkswagen and the “Bug”


5.  Priority for Descriptive Marks (needing secondary meaning):



a.  No ™ for descriptive marks until secondary meaning – so when does ™ owner get priority:




1.  Intentional copying is persuasive evidence of secondary meaning – but alone is not





enough




2.  No secondary meaning in the making doctrine – must have it already




3.  Priority goes to whoever first acquired secondary meaning, regardless of who used first

E.  REGISTRATION SYSTEM

1.  Don’t need to register w/ PTO to get ™ protection – can get under state CL system


2.  BENEFITS (of registering):



a.  Extra damages



b.  Customs agents stop importation of infringing goods



c.  Presumption of validity (not strong – only preponderance of evidence)



d.  Nationwide priority



e.   Incontestability


3.  RULES and RESTRICTIONS:



a.  Limitations on registration:




1.  Surnames





a.  Doesn’t matter if it’s your own or not – depends on how people perceive





b.  Need proof of secondary meaning





c.  Multiple different surnames together (e.g. law firm) → ™





d.  Degree of surname’s rareness should have material impact






1.  Look at directory listings in major population centers






2.  If rare name – give  that evidence more weight




2.  Geographic:





a.  Need secondary meaning





b.  Is it a geographic description at all?  (e.g., Jupiter Pizza okay)





c.  TEST:  Is mark geographically descriptive or deceptively misdescriptive of the goods






1. In re Nantucket :  No reason for public to think polo shirts w/ “Nantucket”







on them were really made in Nantucket



b.  Restrictions on Registration:




1.  Images of U.S. Presidents (including signatures, names, portraits) – need consent




2.  Flag or coat of arms of U.S., any State, municipality, or foreign nation




3.  Confusingly similar market




4.  Deceptively misdescriptive; functional




5.  Immoral or scandalous:





1.  Harjo v. Pro-Football (Washington Redskins case):






a.  Court thinks relevant question:  What was use of term redskins at time







mark first registered (***Lemley thinks wrong)






b.  Evidence of what people think today







1.  What the offended group (Native Americans) think is important





2.  Consider in context of contemporary attitudes






a.  What was once considered scandalous as ™ may no longer be







considered so (Old Glory Condom Corp)


4.  Opposition:



a.  Any person who believes he would be damages by registration of a mark may file opposition




w/in 30 days after publication of mark sought to be registered:




1.  Must plead:





a.  Likely to be damages by registration of applicant’s mark





b.  There are valid legal grounds why applicant not entitled to register mark






1.  Not a tough standard standing wise


5.  Cancellation:



a.  After ™ examiner satisfied  → registered → can challenge in inter partes proceeding




1.  Any person who “believes he is..will be damages by registration


6.  Concurrent Registration:



a.  If confusion, mistake, or deception not likely to result, concurrent registrations may be issued




1.  Most important condition:  Registration cannot be likely to cause confusion of





buyers or others




2.  Three exceptions:





a.  PTO not required to grant registration contrary to an agreement between the 






parties that leaves some territory open





b.  Where junior user 1st to get federal registration, junior user obtains nationwide






rights subject only to territorial limitations of senior user





c.  Areas of mutual nonuse may be maintained if mark, goods, and territories are






such that this is only way to avoid likelihood of confusion

F.  INCONTESTABILITY


1.  RULE:



a.  Own mark for 5 years as exclusive user



b.  No one has challenged


2.  Incontestable Mark can be canceled if:



a.  Abandoned



b.  Used to misrepresent source of goods or services in which used



c.  Obtained fraudulently or contrary to the provisions of…


3.  Can’t defeat incontestability on grounds mark is merely descriptive – must do that earlier



a.  Park ‘N Fly (Shouldn’t have been registered – but now incontestable)


4.  Can you functionality as a defense (trade dress initially not functional but becomes so over time)


5.  BENEFIT:



a.  Irrebutable presumption of validity – assumption mark is distinctive (or has secondary meaning)




-- a quiet title theory

G.  LICENSING AND FRANCHISING:


1.  Not typical use of a ™



a.  Assumption of authorization



b.  Why do we give the right to the ™ owner



c.  Protection of image?


2.  Free-riding on investment argument:



a.  But no confusion; blurring


3.  PROB:



a.  Computer software called “Class of 2000” (arbitrary as to computers) – say people who want




to sell “Class of 2000” t-shires are infringing




1.  Fair use for descriptive term



b.  Bright yellow smiley face as brand




1.  Expressive generocide:  Mark still valuable in context – but it’s a shorthand for certain





speak and you ought not be entitled to it



c.  “Barbie” used for cultural references – okay


4.  Maybe we should draw line only w/ consumer confusions as to sponsorship/affiliation



a.  PROB:  big disclaimer on wrapper but still use logo


5.  Intuitive appeal to be able to use the ™ when sold as a product



a.  Difficulties controlling uses

INFRINGEMENT

A.  LIKELIHOOD OF CONFUSION


1.  FOCUS:  What do consumers think – similarity is only relevant in relation to what consumers think


2.  TEST:



a.  Strength of the mark?




1.  The less crowded the field, the greater the power of the ™




2.  Stronger the ™, the more consumers associate anything in that vicinity w/ that particular





company




3.  Stronger if arbitrary or fanciful  than if descriptive




4.  Secondary meaning evidence:





a.  How long using?





b.  How many sales?





c.  $ spent in advertising



b.  Nature of the goods in question  (Proximity of the goods)




1.  Likelihood you’ll actually buy wrong product is greater when goods are the same 





(soap—soap)  (soap—shampoo : close b/c may think from same company)




2.  Are goods sold to same class of purchasers




3.  Are they similar in use + function





a.  If separate goods, confusion unlikely (Lexis cars vs. Lexis Nexis)





b.  If very dissimilar – extremely unlikely to have confusion



c.  Similarity of Marks 




1.  Coupled w/ 1 or 2 other factors is enough – especially if mark or nature of goods is identical




2.  Sufficient connection in mind of consumers for association




3.  TEST:  Sight, sound, meaning



d.  Evidence of actual confusion




1.  Individual, anecdotal evidence





a.  Hard to know what conclusions to draw b/c hard to prove a negative




2.  Statistical evidence of confusion  (e.g. marketing studies)





a.  PROB:  expert witnesses w/ different surveys w/ different conclusions – court






must decide which survey is better



e.  Marketing Channels:   How are consumers likely to run into these products in marketplace




1.  Where sold?  Same stores?




2.  How sold?  Same methods of advertising?  Sales methods?  Price ranges?



f.  Consumer sophistication:




1.  Type of goods + degree of care likely to be exercised by purchaser




2.  When good expensive – buyer expected to exercise greater care




3.  When cheap (e.g., pencils) – confusion more likely




4.  Which consumers?





a.  Usually doesn’t matter b/c goods usually same in most cases – the D’s consumers






(b/c those are the ones confused) 




5.  “Appreciable # of ordinarily prudent consumers”





a.  Least common denominator issue:  May not be saved if appreciable # of dumb






consumers are confused



g.  Intent by D. to deceive:




1.  Not clear why it’s probative of consumer confusion




2.  Fairness factor – to get people who are designing products to deceive consumers




3.  Might be given considerable weigh in fashioning a remedy



h.  Likelihood of Expansion (relates to “nature of goods”)




1.  If we’re not in same market – how likely is it we’ll end up in same market in the future




2.  “Strong possibility” either party may expand to compete with other


3.  Other Types of Confusion


a.  Confusion as to source (not to nature of product – Sleekcraft)




1.  Dilution of reputation/goodwill




2.  Likelihood of  expansion problem



b.  Post-Sale/Counterfeiting Problem (e.g., $15 Rolex, know it’s not a Rolex) 




1.  Exclusivity value – some goods valuable b/c they’re expensive




2.  Incentive is to invest in quality of product –consumers not being confused here – but





incentive may be harmed



c.  Sponsorship/Affiliation:




1.  Cause belief ™ owner affiliated w/ or sponsor’s infringer’s product




2.  May hinge on purchasing decisions




3.  Question still whether consumers likely to be confused





a.  PROB:  It’s borderline a confusion problem – should be give ™ owners protection?



d.  Initial Interest Confusion




1.  Confusion dispelled before product purchased – but confusion led to initial interest




2.  Some courts find actionable



e.  Reverse Confusion:




1.  Large company adopts mark of smaller ™ owner – risk is public will come to associate





™ not w/ true owner but w/ infringer




2.  Court may permit “dual use”





a.  “Amazon Bookstore” example




3.  Building goodwill in offense to the little bit ™ owner has established




4.  Actionable – even though not the typical case




5.  THEORY:  doesn’t hurt in classic sense – but assumed relationship can hurt (attribute 





aspects of one to other)





a.  PROB:  May be helped by this confusion






1.  Usually courts give injunctive relief






2.  Damages:  Court focuses not on what lost, but how much P. has spent







on corrective advertising or makes D. pay P’s advertising costs



*** Disclaimers are a good way to dispel consumer confusion*****


4.  Non-confusion ™ Protection:  (e.g., Exxon pizza)



a.  Rationale:




1.  Lose distinctiveness/uniqueness of ™





a.  When consumer thinks Exxon, maybe won’t automatically think “gas” 




2.  Taking goodwill of the company




3.  Consumer association, even w/out confusion, may be actionable (theory behind dilution)



b.  CRITICISM:




1.  Is this really “super-™” law (making “confusion” easier to prove)?

B.  DILUTION:


1.  RULES:



a.  Is ™ famous




1.  Factors to consider:





a.  Degree of inherent or acquired distinctiveness of the ™





b.  Duration + extent of use of ™ in connection w/ the goods or services w/ which 







™ used





c.  Duration + extent of advertising and publicity of ™





d.  Geographical extent of trading area in which ™ used





e.  Channels of trade for goods or services w/ which ™ used





f.  Degree of recognition of the ™ in trading areas + channels of trade used






by ™ owner and infringer





g.  Nature + extent of use of same or similar marks by third parties





h.  Whether ™ registered under 1881 Act of 1905 Act or on principal register




2.  Doesn’t require uniqueness




3.  FAME:





a.  Courts have extended far beyond its bounds:  Should be a significant limitation






but it’s not






1.  Courts sometimes extend b/c D. clearly doing something wrong







a.  Cybersquatting (bad faith intent)








1.  Where did nothing commercial w/ ™ -- courts use dilution








2.  Now have anti-cybersquatting statutes – so no have to use it





b.  Defendant’s commercial use:  Limit cases to things that actually have commercial use





c.  Local/market fame:






1.  Federal law:  Must be famous in “significant portion of U.S.” –







1 state not enough






2.  State law:   Protects locally famous ™







a.  PROB:  Wedgewood famous for building houses in SE Oregon –








claim to term seems weaker than Wedgewood international








maker of China






3.  Can be famous w/in field





d.  Niche fame:






1.  Fed. law permits (arguably) fame w/in product space






2.  What protection:  courts are struggling







a.  Maybe confine to that niche market








1.  Nabisco:  Protection b/c both little fish crackers – if it were









a symbol on a fish market would be okay



b.  Distinctiveness:




1.  The more distinctive the ™, the more protection afforded



c.  Similarity of marks:




1.  Must be of sufficient similarity that in mind of consumer, junior mark will conjure 





association w/ senior ™





a.  Post-sale as well as point-of-sale confusion actionable



d.  Did junior use begin after senior ™ became famous?



e.  Proximity of Products and Likelihood of Bridging the Gap:



f.  Interrelationship among distinctiveness of senior ™, similarity of junior mark, and proximity of 




products



g.  Shares consumers and geographic limitations:




1.  Extent of overlap among consumers of both products



h.  Sophistication of consumers



i.  Actual confusion


2.  “Direct Economic Harm”  :  Some courts require


3.  THEORIES:



a.  Dilution by blurring:




1.  By reducing uniqueness of mark, blurring its distinctive significance in minds of consumers –





now they have to think about context





a.  PROB:  Must P. demonstrate actual dilution (blurring) or just likelihood of:






1.  4th + 5th Cir.:  Must show actual dilution (Ringling Bros.)






2.  2nd Cir:  Can’t get that evidence without doing irreparable harm to the







™ -- makes no sense b/c (1) uncompensable injury – can’t get







consumer association back + (2)  D. won’t know until way down







line if mark is legitimate or not







a.  Common sense seems right – but hard to reconcile w/ statute



b.  Dilution by Tranishment:




1.  Use ™ in a way consumers would find noxious so dilutes perception of mark (e.g., Exxon





to sell illegal drugs)


4.  Defenses to Dilution:



a.  Non-commercial use of a ™




1.  RATIONALE:  To protect speech related uses or other references to a ™



b.  Newsreporting + commentary  (e.g., protects gripe sites “Exxonsucks.com”)



c.  All kinds of comparative advertising + promotion




1.  Generally need some evidentiary support  (Papa John case)

C.  Contributory Infringement:


1.  Some courts hold contributory infringement of ™ illegal



a.  E.g., landlord who knew commercial T. was engaging in ™ infringement by selling counterfeit




goods and who did nothing to prevent activity


2.  PROB:



a.  Where do we draw the line  (what about newspapers who prints ads by counterfeiters?)



b.  To what extent will we require private organizations to help enforce ™ laws

D.  False Advertising:


1.  Requirements:



a.  Challenged advertisement is literally false




OR



b.  While advertisement is literally true, it is likely to mislead or confuse consumers




1.  Use of consumer surveys




2.  Presumption of deception if : D. intentionally set out to deceive public + D’s deliberate





conduct is of an egregious nature





a.  Look to amount of funds expended in effort to deceive consumers


2.  PROBS:



a.  What % of surveyed consumers must be deceived



b.  What is “advertising”




1.  Rule doesn’t apply to isolated statements or correspondence to individuals

DEFENSES

A.  GENERICNESS:


1.  Generocide:



a.  Used to be protectable but over time comes to symbolize the class of products itself




-term commonly used to depict a genus or type of product, rather than a particular product



1.  Cancels registration




2.  If public expropriated term established by product developer – burden on defendant to





prove genericness:





a.  KEY:   Is term generic by reason of common usage or by reason of expropriation




3.  Dictionary definitions – not conclusive proof – but influential; newspaper; magazine use also




4.  Patent expiration:





a.  Singer:  once patent on device expires – name by which device has been sold also 






enters the public domain ----- NO – not always the case





b.  When name itself “essentially necessary” to sales of the product ™ protection






doesn’t survive patent expiration




5.  Trade dress + product configurations can also be generic (e.g., grape leaf on wine bottle)



b.  TEST:  




1.  Primary significance of registered mark to the relevant public (rather than purchaser 





motivation)





a.  Anti-Monopoly, Inc.: (9th. Cir.):  Monopoly generic b/c consumers associated 






the term Monopoly w/ a single product – not a single producer





b.  This reasoning repudiated in amendments to §14 



c.  Ordinary rule:  Maybe able to protect 2 generic words together (but not w/ “.com”)




1.  Must use whole thing as a mark (“Amazon.com”)



 d.  Once generic – can you get it back?
1.  One state:  Generic term already in public use later acquires secondary meaning by virtue of 

product developer’s unique use  → can get ™ protection





a.  AntiDefamation League:  Gained secondary meaning by virtue of exclusive use




2.  Important on Internet b/c of “genericname.com”





a.  Build up lots of consumer association – but court would say clearly a generic term


2.  PROB:  When it’s a real generic term – consumers at both times recognize genericness + secondary



meaning


3.  Rochelle Dreyfuss:  Ways ™ law should be adjusted:



a.  Extend traditional concepts of genericness to encompass realm of expressive (as opposed




to commercial) uses of ™:




1.  Is there an expressive component to the challenged use




2.  How central is the ™ to the usage




3.  If rhetorically unique w/in its context – could be considered expressively – but not





necessarily competitively – generic





a.  ™ owner could not suppress its utilization in that context



b.  Courts could drop consumer confusion analysis and focus on expressive significance of the mark

B.  FUNCTIONALITY:


****analogous to genericness in word marks – applies to product figurations/trade dress


1.  Protection arises only b/c consumer association w/ source of product – not b/c you created new shape, etc.


2.  TEST:



a.  Feature “is essential to the use or purpose of an article”




OR



b.  Affects cost of quality of the article (LeSportsac)



c.  Will giving protection hinder competition or impinge upon rights of others to compete effectively




in the sale of goods



d.  Assess the degree of functionality of the similar features + feasibility of alternative arrangements of




functional features that would not impair the utility of the product


3.  Just b/c serves a utilitarian purpose doesn’t = functional  → ™ precluded only when affords benefits not



practically available through alternative designs


4.  Aesthetic Functionality:



a.  Whether recognition of ™ rights would significantly hinder competition



b.  Things that don’t affect function – but make it look good  (does it affect desirability to consumers,




beyond brand recognition)


5.  PROBLEM:  Designs that are partially distinctive and partially functional



a.  Ferrari example:  Has functional (e.g., round wheels; low to ground so aerodynamic), aesthetically




functional (don’t affect function but make it look good), and identifying features


6.  CONCERN:  Attempt to get protection not as a source identifying function – but trying to prevent



others from marking product


7.  Product configurations can become functional over time (icons on screen)


8.  Can combine functional features in a unique way – get ™ protection for combination


9.  Backdoor Patents:



a.  If patentable – we assume functional b/c new, nonobvious, + useful → but – case isn’t that




clear:




1.  Part of patent but not specific




2.  Specificly mentioned in patent:





a.  Vornado Air Circulation:  (FACTS:  P. wanted trade dress protection for patented






design where specification describes grill element at length)  HELD: grill






was a “significant inventive aspect” of product – so couldn’t be subject






of trade dress protection






1.  But – maybe he needed that specificity b/c scope of patent

C.  ABANDONMENT:

 ****Fundamental basis of ™ protection is use in commerce --- protection continues so long as continue using


1.  Temporary interruptions:



a.  OK – usually if didn’t stop voluntarily (e.g., no $ so had to stop for 6 mos.)


2.  Factors for abandonment:



a.  Stop w/ intent not to use again



b.  Even if intended to go back – didn’t use for 3 years = presumption from period of nonuse




it’s abandonment



c.  “Token use” not enough – must be bona fide commercial use



d.  Conduct of ™ owner causes ™ to lose significance as a mark



e.  Proper name cannot be abandoned throughout possessor’s life, despite failure to use




1.  Kareem Abdul-Jabaar (re: abandonment of Lew Alcindor)


3.  Resumption:



a.  Interest can rearise if resume commercial use:  Extends only to precise goods on or in connection




w/ which ™ used since resumption


4.  PROBS.



a.  Associations w/ name linger:




1.  Pan-Am airline (out of business 15 years – new company started flying uner that name)





a.  No ™ to steal b/c it was gone





b.  But consumer perceptions may still be influenced w/ no ™ protection



b.  Consumers not confused but still good will attached:




2.  Doesn’t matter – if no legit. ™ owner being harmed by this – so what


5.  Equitable defenses:



a.  If continue use but don’t stop others – 




1.  Laches




2.  Estoppel




3.  Waiver




4.  Generocide problem

D.  Sales and Licensing of ™

1.  RULE:



a.  No assignments in gross




1.  Must sell goodwill of business in which ™ used




2.  Part of the goodwill connected w/ use of ™ and symbolized by ™





a.  Must sell some underlying assets or goodwill







1.  Rule somewhat relaxed now – customer lists, production formulas







(as opposed to machinery), even amorphous “goodwill” is enough






2.  Design drawings; patents; facilities; machinery


2.  Licenses:



a.  RULE:




1.  Must police licensees





a.  Right procedures





b.  Right products





c.  System of supervision




2.  Must license to “related company”


3.  PROB:  W/ assignment in gross – doesn’t bar same conduct when engaged in by company itself (e.g., Coke



decides to change formula, etc. to be cheaper)



a.  Courts find it more intrusive to control the nature of products

E.  NONTRADEMARK or NOMINATIVE USE:

1.  Use of ™ not in connection w/ own goods, but in connection w/ ™ owners goods


2.  TEST:



a.  Product/service in question not readily identifiable w/out use of the ™



b.  Only so much of ™ may be used as is reasonably necessary to identify the product/service



c.  User must do nothing that would, in conjunction w/ the ™, suggest sponsorship or




endorsement by the ™ holder


3.  Extends to comparative advertising (“4 of 5 dentists prefer Colgate to Crest”)


4.  Not ™ infringement if not ™ use of the brand → doesn’t matter if you make $


5.  Only word reasonably available to describe a particular thing  (e.g. New Kids on the Block)

F.  PARODY

1.  TEST (2d. Cir.)



a.  Balancing:  Public interest in avoiding consumer confusion against public interest in free




expression


2.  5th Cir:  Uses parody/satire distinction from © law:



a.  Elvis Presley Enterprises:  bar could not use name “Velvet Elvis” – satire, not parody, b/c 




statement didn’t require use of Elvis™  (but court also said parody not a defense to




™ infringement)




1.  BUT – does it make sense to use © law – how likely will consumers be confused?


3.  If consumers are confused – can’t get out of ™ liability by claiming parody


4.  If succeed in parody, consumers shouldn’t be confused:



a.  Michelob Oily ad. 




1.  6% surveyed thought really a Michelob product – if 16% probably would have been





enough




2.  50% though had/should have had(?) a license 



b.  8th Cir:  If consumers think need a license – must be so (bootstrapping argument – not good)

*********™ doctrine being reconceived  -- conventional purposes built around consumer confusion – but dilution;



merchandising; product configuration issues → ™  as something I have a right to own*

*******challenge for courts to distinguish competitive uses from those that shouldn’t be allowed************

TORT OF MISAPPROPRIATION:

1.  INS v. Associated Press:


a.  ISSUE:  What constitutes property in general and IP



1.  FACTS:  INS took facts from AP stories in east coast papers; send to papers on west (AP




an association of papers that shared reporting)



2.  Traditional IP




a.  TS:  Once on newsstand, it’s disclosed




b.  ©: in newstories themselves – doesn’t extend to facts




c.  ™:  Holmes thinks ™ issue b/c took facts and passed off as own – but didn’t really





- can get around it by disclaimer

2.  Misappropriation:


a.  How do you know it’s wrongful?



1.  Predicate assumption that info. belongs to me


b.  Public goods problem:



1.  Worked hard to collect this info → it’s valuable → but it’s easy for you to copy (idea behind




IP)



2.  Database protection (Feist):  Too bad → not protectable if just collection of facts (same




problem in Feist – put in work there too)




a.  If issue in Feist was not much time, $ spent – that would be a very limited holding

3.  Is this a template for new IP rights:


a.  Loss of licensing revenue (still making assumption there’s a protectable property interest)

4.  Application:


1.  Broad:  General tort of free-riding (rejected)


2.  Narrow:  Don’t want to give protection to things federal laws says no to (like databases in Feist)



a.  TEST:  




1.  P. generates or gathers info. at a cost




2.  Info. is time-sensitive




3.  D’s use of info. constitutes free-riding on P’s efforts




4.  D. is in direct competition w/ product or service offered by P’s




5.  Ability of other parties to free-ride on efforts of P or others would so





reduce incentive to produce the product that its existence or quality would be





substantially threatened






- NBA v. Sports Team Analysis (Motorola created pager that would send







sports info.; someone would sit at game and type in score) 







Sued for misappropriation

5.  Public goods rationale:


a.   You’re taking away my incentives


b.  You’re free-riding

6.  PROB:  There is a clear legislative for preference (federal antitrust laws)


a.  Allegedly “inappropriate” conduct may be an element of behavior in a competitive market context that



is considered okay

Court limits on IP stem from the tension between giving creators sufficient incentives/reward to create & making 


information available to others (risks to public/competitors)


BALANCE:  Making sure giving enough protection but not too much
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